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INTRODUCTION

1. The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” &CTiig
held its eleventh ss®n, in Geneva, from November 10 to 14, 2003.

2. The following Member States of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Argentina, Australia, Austria, Barbados,
Belgium,Bolivia, Brazil, Brunei DarussalanBulgaria, Canada, China, Colombia, Congo,
Costa RicaCote d’Ivoire, Croatia, Cuba, Czech Republic, Denmark, Dominica, Dominican
Republic, Egypt, El Salvador, Estonia, Finland, Fra@@¥manyGuatemala, HaitiHungary,
India, Indbnesiajran (Islamic Republic of)ireland, Italy, Japan, Kazakhstan, Kenya,

Lao People’s Democratic Republic, Latvia, Libyan Arab Jamabhiriya, Lithuania, Madagascar,
Malta, Mexico, Morocco, Nepal, Netherlands, New Zealand, Norway, Pakistan, Panama,
Peru,Poland, Portugal, Qatar, Republic of KarBapublic of MoldovaRomania,
RussiarFederation, Saudi Arabia, Singapore, Slovenia, Sfaidan, Sweden, Switzerland,
Thailand,The former Yugoslav Republic of Macedonia, Tunisia, Turkey, Turkmenistan,
UgandaUkraine,United Kingdom, United States of America, Urugu&gnezuela,

Yemen(79). The European Communities were also represented in their capacity of member
of the SCT.

3.  The following intergovernmental organizations took part in the meetiag bbserver
capacity: African Intellectual Property Organization (OAPI), Benelux Trademark Office
(BBM), African Union (AU), World Trade Organization (WTO) (4).

4. Representatives of the following international fgmvernmental organizationsak

partin the meeting in an observer capacity: American Intellectual Property Law Association
(AIPLA), Association of European Trade Marks Owners (MARQUES), Center for
International Industrial Property Studies (CEIBE)ropean Brands Association (AIM),
European Communities Trade Mark Association (ECTA), International Association for the
Protection of Industrial Property (AIPPI), International Chamber of Commerce (ICC),
International Federation of Industrial Property Attorneys (FICPI), Internationagifradk
Association(INTA), International Wine Law Association (AIDV), Japan Trademark
Association (JTA), Law Association for Asia and the Pacific (LAWASIA) (12).

5. The list of participants is containedAmnex Il of this Report.

6. Discussions were based on the following documents prepared by the Secretariat: “Draft
Agenda” (documen®8CT/11/1 Prov.), “Draft Revised Trademark Law Treaty (TLT)”
(documentSCT/11/2), “Draft Revised Regulations under the Draft Revised Trademark Law
Treaty TLT)” (document SCT/11/3), “Notes” (document SCT/11/4), “The Protection of
Country Names in the Domain Name System” (documents SCT/10/5, and 7 Corr.), “Options
for aDe Novo Arbitration Mechanism in Domain Name Disputes Involving Country Names”
(document §£T/11/5), “Internet Domain Names and Geographical Indications” (document
SCT/10/6), “Geographical Indications” (document SCT/10/4), and “Questionnaire on
Trademark Law and Practice” (document SCT/11/6).

7. The Secretariat noted the interventiomsde and recorded them on tape. This report
summarizes the discussions on the basis of all the observations made.



SCT/11/8
page3

Agenda Iltem 1: Opening of the Session

8.  Mr. Shozo Uemura, Deputy Director General, opened the session and welcomed all the
participants on behalf of the Director General of WIPO.

9. Mr. Denis Croze (WIPO) acted as Secretary to the Standing Committee.

Agenda ltem 2: Adoption of the Agenda

10. The Draft Agenda (document SCT/11/1 Prov.) was adopted withoufioatidins.

Agenda ltem 3: Adoption of the Draft Report of the Tenth Session

11. The Secretariat informed the Standing Committee that, following the procedure adopted
by the SCT, comments were made on the Electronic Forum of the SCT: Japan (irrespect of
paragraph 79) and the Representative of CEIPI (paragraphs 154 and 176). The
abovementioned paragraphs had consequently been amended in document SCT/10/9.

12. The Delegation of Germany requested modifications to paragraphs 27, 023583
225, 227, and the Representative of CEIPI requested a further modification to paragraph 176.

13. The SCT adopted the Draft Report of the tenth session (document SCT/10/9 Prov.2) as
modified.

Agenda ltem 4: Revision of the Trademark Lawaty

14. The Chair introduced documents SCT/11/2, containing the draft revised Trademark Law
Treaty (hereinafter referred to as “the Treaty” or “TLT”), SCT/11/3 containing draft revised
Regulations under the draft revised TLT and SCT/11/4anoing Notes. The Chair

reminded that the draft revised Articles and Regulations may be renumbered at a later stage.
The Chair proposed to begin discussions with Article 1, items (iv) and (vii) and with Article 8
and related Rules 6 and 7, then continité Article 13vis and related Rule 10, and to finally
discuss Articles 17 to 21.

Articlel
(Abbreviated Expressions)

15. The Delegation of Pakistan observed that a preamble should be inserted in the TLT
setting out the purposes of the Treally.addition, final clauses should be added at the end of
the Treaty. The Delegation also pointed out that the items containing definitions on
abbreviated expressions under Article 1 should be in alphabetical order. The Delegation
further raised concenat only the term “communication” in item (iv) was defined but not the
aspects which the communication was relating to, such as registration.
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16. In response to the intervention of the Delegation of Pakistan, the Chair explained that
the SCT wasot in a position to draw up final clauses at this session and only item (iv) of
Article 1 concerning the definition of “communication” was under discussion at this stage.

17. The Representative of CEIPI, supported by the Representative ofRR¢, Aeferred to
Article 30 of the draft revised TLT which stated that the treaty should be signed in six
languages, all texts being equally authentic; since, consequently, the order of the items in
Article 1 had to be the same in all six languages, & ma possible to follow an alphabetical
order, and the items should remain in the logical order in which they appeared in the draft.
The representative also proposed to replace the term “mark” by “registration” in item (iv) as
well as throughout the Treat Finally to avoid repetition, the expression “relating to” which
appeared twice in that item should be replaced in one of the two cases by the expression
“concerning”.

18. Inreply to a suggestion of the Delegation of Sudan to delete the“ardid the first
sentence of item (iv), the Chair explained that the list in item (iv) was not exhaustive but only
illustrative.

19. In reaction to the intervention of the Delegation of Sudan, the Representative of the
AIPPI stressed that the wb“or” should remain in the text. The representative, supported by
the Delegation of Uruguay, referred to Note 1.02, according to which correspondence sent by
the office did not constitute a communication as defined in item (iv). In contrast,

Note 1.07explained that the expression “procedure before the office” also covers procedures
in which the office contacts an applicant, holder or other interested person in the course of
proceedings related to an application or a registration.

20. The Dekgation of Uruguay suggested then to add some explanations on this matter to
Notes 1.02 and 1.07.

21. The Delegation of Japan said that in its understanding, appeal procedures were not
covered by the term “communication” as defined in item (iM)e Delegation proposed to

add the following sentence in Note 1.02: “Any communications relating to any procedures

that are not covered by this Treaty such as appeal procedures, are not to be regarded as falling
under the scope of the communicationsuséifed in this Article.” Such a note would help to
prevent any misunderstanding as to the scope of communications defined in item (iv). In

reply to this proposition, the Chair stated that the content of the statement would be reflected

in the Notes.

22. The Secretariat referred to item (vii), which indicates that an “address for service” shall
be construed as including references to “address for correspondence or address for legal
service.”

23. The Representative of CEIPI noted tha EBrench translation of “address for legal
service” (i.e.domicile élu) did not really correspond to the English meaning. The
representative asked for a clarification on the difference between address for service and
address for legal service.
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24. The Delegation of Australia noted that the TLT contained several references to an
address for service. In its jurisdiction an address for service means the same as an address for
legal service. The Delegation preferred to maintain the same aguthis provision as in

the corresponding provision of the PLT.

25. The Delegation of Pakistan noted that address for correspondence and address for legal
service might be different. The Delegation had no objection to maintain both expsession
the Treaty.

26. The Representative of the AIPPI, supported by the Representative of CEIPI, suggested
to delete the definition in item (vii) of Article 1 and to keep the original wording of the TLT.

27. It was decided that the Setarat would study this question and modify, if necessary,

the articles containing references to address for service, address for legal service and address
for correspondence throughout the Treaty. It was also agreed to delete the definition in

item (vii) of Article 1.

Article 8
(Communications)

28. The Secretariat introduced Article 8 and noted that this provision had been extensively
discussed at the tenth session of the SCT. The current text of the Article was based on the
agreements reaetd during those discussions.

Paragraph (1) [ Means of Transmittal of Communications]

29. The Secretariat recalled that the provision allowed Member States complete freedom to
choose the means of transmittal of communications. As no commesetsaigad by the
members of the SCT, the Chair concluded that there was consensus on this provision.

Paragraph (2) [ Language of Communications]

30. The Secretariat introduced the provision and explained that at its tenth session, the SCT
had de@ed to maintain in subparagraph (a) wording similar to the corresponding provision in
the Patent Law Treaty (“PLT”). At the request of the Delegation of Japan the last sentence of
subparagraph (a) had been modified to state that no indication or etdrtient

communication may be required to be in more than one language. The wording of
subparagraphs (a) and (b) had been accepted at the tenth session. Subparagraph (c), as
proposed by the Chair at the tenth session, had been amended by the Secikthgat an
sentence “be supplied within a reasonable time limit” had been added.

31. Inreply to a question of the Delegation of Australia as to what were the language
requirements in subparagraph (a), the Representative of the European Commupidiesdex
that an application for a Community Trademark could be made in 11 languages but the
procedure could only take place in two languages chosen by the applicant.



SCT/11/8
page6

32. Following this discussion, it was agreed to add an explanation on thedangua
requirements in the Notes and the Chair concluded that there was a consensus on this
provision as presented by the Secretariat.

Paragraph (3) [Model International Formg

33. The Secretariat informed that the formulation of this provisios iwspired from

paragraph (3) of Article 2 of the Joint Recommendation Concerning Trademark Licenses.
The provision emphasizes the importance of the contents of a communication. It also acts as
a safeguard for the applicant or holder since Member Statgsot provide for mandatory
requirements additional or contrary to those contained in the Treaty or in the Regulations.

34. Inresponse to a question of the Delegation of Switzerland, the Secretariat said that the
French text should be corredt read l'a présentation et la disposition” instead of
“la présentation ou la disposition.”

35. The Representative of CEIPI suggested that the provision should refer to “the relevant
Model International Form.” The representative further ntdtatithe Model International

Forms should have perhaps been annexed to document SCT/11/2 with a view to updating
them.

36. The Chair explained that a number of Model International Forms were annexed to the
current text of the TLT. He agreed tl@though no forms had been annexed to document
SCT/11/2, it would be necessary to review and update the existing forms to make them
compatible with the revised TLT.

37. The Delegation of Australia, supported by the Delegation of the UniteesStat

America held the view that the wording “presentation and arrangement” contained in the
current drafting suggested an actual form, while the principle agreed at the last session was
that no Contracting Party shall refuse a communication where thergkenorrespond to

those set out in the corresponding Model International Form. The Delegation further noted
that it would be best to focus on the contents rather than on the form of presentation.

38. The Secretariat replied that this wordinglheeen introduced at the request of several
delegations during the previous session and proposed that the SCT consider the wording
contained in Alternative A of document SCT/10/2: “Subject to paragraph (2), any
Contracting Party shall accept the preseémtadf a communication, the contents of which
correspond to the relevant Model International Form provided for in the Regulations, if any.”

39. As there were no objections raised from the floor, the Chair concluded that
paragraph{3) was adopteds modified.

Paragraph (4) [ Sgnature of Communications]

40. The Chair noted that in subparagraph (c), the following wording “Subject to
subparagraph (b)” had been placed within square brackets, and four options were submitted to
the consideradn of the Committee: whether to delete the brackets, to delete the text included
in brackets, to change this text or to introduce changes in subparagraph (b), as they were both
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related. The Chair also noted that these provisions should be read inctionjunth Rule 6,
whose contents correspond to Rubes®f the previous draft Regulations, presented at the
tenth session.

41. The Delegation of Australia expressed support for the the principle contained in
subparagraph (b) and added thatsmopinion, the effect of subparagraph (c) was stronger
than that of (b). Therefore, it was appropriate to keep in that paragraph the wording which
was currently within square brackets.

42. The Delegation of Pakistan held the view that subpapdgb) needed reconsideration
on the fact that it made it optional whether or not to require an attestation, notarization,
authentication or legalization, except if the law of the Contracting Party so provides. In the
view of the Delegation, a signaturaust be authenticated by a notary public or by any other
appropriate means, because States cannot rely on unauthenticated signatures.

43. In reaction to the remark made by the Delegation of Pakistan, the Chair indicated that in
commercial life, mny documents are not notarized and it would in fact be difficult to manage
a situation where attestations were always required. There was also the question as to what
types of signatures were required under trademark law, in particular with a view to the
increasing use of electronic communications, as opposed to communications on paper.

44. The Representative of CEIPI, supported by the Representative of the AIPPI, held the
view that the intervention by the Delegation of Pakistan illustratedeéd for the provision
contained in subparagraph (b), except for the surrender of a registration. The representative
requested clarification as to the intent of the last part of the subparagraph “or as prescribed in
the Regulations,” which may allow fodditional exceptions to be added. The representative
also asked for clarification regarding the French version of document SCT/11/2 where the
wording was &” instead of bu” before “as prescribed in the Regulations”. He also

suggested that the wording $quare brackets at the beginning of subparagraph (c) be
amended to read “Notwithstanding subparagraph (b),” since this provision was an exception
to the principle contained in subparagraph (b). Therefore, in case of reasonable doubt the
Contracting Payt may require any kind of evidence.

45. In reply to the intervention by CEIPI, the Secretariat noted the suggestion made to
change the words “Subject to” for “Notwithstanding” in subparagraph (c). It further

explained that reference to the Redigns in subparagraph (b) only referred to paragraph (6)

of Rule 6 concerning the exception of certification of signature under paragraph (4)(b) of
Article 8, where a Contracting Party may require that any signature be confirmed by a process
for certifying signatures in electronic form, in a manner to be specified by the Contracting
Party. This should not, in principle, allow for further specifications to be added in the
Regulations.

46. The Representative of INTA, supported by the Represeasativthe AIPPI and AlM,
expressed the opinion that if the confirmation of an electronic signature was the only
additional exception foreseen in subparagraph (b), it was necessary to spell it out, to prevent
any increase in the number of exceptions.

47. The Representative of AIPLA supported the views of the foregoing speakers and added
that use of the disjunctive “or” in the final sentence of subparagraph (b) may be interpreted as
allowing a Contracting Party to require attestation of a sigaatuany case if its law so
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provides. Therefore, the representative suggested that the sentence be redrafted to read “and
if the law of the Contracting Party so provides.”

48. To address these concerns, the Chair explained that referencestifia ppovision in

the Regulations, such as Rule 6(6), would not be optimal, as the numbering of the Rules is
likely to change in the case of amendments, which would also make it necessary to change the
text of the Treaty. On the other hand, the proptwsaiclude the contents of Rule 6(6) in the
Treaty would merit further reflection.

49. After some discussion on various options put forward by delegations with a view to
clarifying and limiting the scope of the exception contained in paragd¥) oOf

Article 8, it was decided that the Secretariat draft a new text for the provision, taking into
account the comments and observations made.

50. The revised text (Informal Document 1) was submitted for consideration by the SCT:
(4) [Sgnature of Communications]

(b) No Contracting Party may require the attestation, notarization, authentication,
legalization or other certification of any signature, except, if the law of the Contracting Party
so provides, where the signature concerns the surrender of a registration or except, in the
case of a signature in electronic form, as prescribed in the Regulations.

51. Inreply to a query by the Delegation of Uruguay, according to which the wording of the
text in Spanish seemed to implhattihere were three exceptions, the Chair explained that this
text would be aligned with the wording in the other languages.

52. The Delegation of Australia, supported by the Representatives of the AIPPI and CEIPI,
suggested to further simplifipé structure of the paragraph by separating the two exceptions
in two different items. This would also clarify the fact that there were only two exceptions.

53. Following this suggestion, the Chair read out the redrafted provision as follows:

“(b) No Contracting Party may require the attestation, notarization, authentication,
legalization or other certification of any signature except,

(i) where the law of the Contracting Party so provides, if the signature concerns
the surrender of a regiation, or,

(i) in the case of a signature in electronic form, as prescribed in the
Regulations.”

54. Inresponse to a question as to whether it was necessary to include, in the chapeau of the
paragraph, the words “on a communication” atfterword “signature,” the Chair explained

that this addition was perhaps not necessary, as this provision is part of Article 8 which deals
with communications. In addition, the Secretariat would check the different language

versions to see wether it woubg necessary to add these words, from a linguistic point of

view.



SCT/11/8
page9

55. After some discussion as to whether or not the sentence “where the law of the
Contracting Party so provides” should be moved to the chapeau, it was agreed to keep it as
suggeted in item (i), as the sentence applied only to the exception contained in this item. The
field of electronic communications referred to in item (ii) is rapidly changing, and any future
developments in this area will have to be dealt with in the Regnsaéind not in the Treaty.

In addition, reference to the Rules did not in any way mean that countries would be obliged to
accept electronic communications, as suggested by one delegation, because the general
provision of Article 8, paragraph (1) left emtifreedom for Contracting Parties to decide on

the means by which they wish to receive communications.

56. Following a suggestion by the Delegation of the United Kingdom to take into account
the provisions relating to electronic signatures daethin the EU e&eommerce Directive, the

Chair declared that the Secretariat would review the legislation of several countries on this
matter, including the EU Directive and would reflect the result of this research in the Notes.

57. It was thermagreed that the Secretariat would provide a new draft containing the whole
of paragraph (4) for discussion on the next day. This draft was presented in Informal
Document2 as follows:

(4) [Sgnature of Communications]

(@) Wherea Contracting Party requires a communication to be signed, that
Contracting Party shall accept any signature that complies with the requirements prescribed
in the Regulations.

(b) No Contracting Party may require the attestation, notarization, authentication,
legalization or other certification of any signature except,

(i)  wherethelaw of the Contracting Party so provides, if the signature
concerns the surrender of a registration, or

(i)  inthe case of a signaturein electronic form, as prescribed in the
Regulations.

(c) Notwithstanding subparagraph (b), a Contracting Party may require that
evidence be filed with the Office only wher e the Office may reasonably doubt the authenticity
of any signature.

58. Following a suggestion by the Delegation of Pakistan to delete the*amd in
subparagraph (c), the Secretariat explained that this word gave a strong emphasis to the fact
that the office of a Contracting Party may require evidence only in one limited instance,
where the office had doubts as to the authenticity of theagige.

59. In this context, the Delegation of the United Kingdom, supported by the Representative
of the AIPPI recalled that the revision of the TLT was limited in its object and purpose. It had
been determined from the outset that some pravisheeded to be adapted to new

developments, but the text of the Treaty as such should remain unchanged unless there is real
need for further improvement.
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60. As there were no additional observations on this matter, the Chair declared
paragrap (4) adopted as proposed in Informal Document 2.

Paragraph (5) [ Indications in Communications]

61. After introducing the provision contained in this paragraph, the Chair wondered if it
would not be appropriate to include “or elements” aftdrcations, as this was a wording
consistently used in other articles of the Treaty.

62. The Delegation of Thailand expressed support for this inclusion but asked whether the
requirements set out in the previous paragraph, namely (4)(a) ante(bpeto attestations,
authentications, etc. would form part of the formalities of a communication.

63. The Chair explained that the formulation of paragraph (4)(b) “No Contracting Party
may...” implied that if a Contracting Party was not allovtedequire something, this could

not be a formality in the sense of paragraph (5). However, there were exceptions, and if those
applied, then it would be a formality and perhaps the Secretariat may wish to reflect on
whether or not to add some clarificat on the relationship between these two paragraphs in

the Notes.

64. Inreply to a query from the Representative of CEIPI as to whether the introductory
phrase of this paragraph “with regard to the formalities of a communication” was needed, th
Secretariat recalled that at the tenth session of the Committee, there was an important
discussion on this subject, as a result of which it was concluded that this insertion of
formalities was mainly to stress that the provision related to formalitiéaioed in the

Treaty and not to any other type of indication.

65. After some discussion as to the usefulness of retaining the introductory wording of
paragraph (5), the Secretariat submitted to the consideration of the Committee the following
wording:

(5) [Prohibition of Other Requirements] No Contracting Party may require that a
communication comply with requirements other than those prescribed in this Article or in the
Regulations.

66. In reaction to the position expressed by ornleghdion, the Secretariat explained that
paragraph (5) might be interpreted as preventing Contracting Parties from demanding
requirements mentioned in other articles. Therefore, the Secretariat proposed the following
wording: “No Contracting Party mayqeire that requirements concerning indications in
communications other than those referred to in this Treaty or in the Regulations be complied
with in respect of the communication.” The wording was inspired from paragraph (4) of
Article 13nis.

67. Inreply to a question raised by the Delegation of Australia, the Chair clarified that the
difference with the previous wording was the reference to the Treaty, while the previous draft
referred to Article 8.



SCT/11/8
pagell

68. The Delegation of Australia pressed its preference for the previous wording as the
new drafting would broaden the scope of the provision. The Delegation suggested to add:
“For the purpose of this Article,” at the beginning of the paragraph.

69. Inreply to the interventioof the Delegation of Australia, the Representative of CEIPI
stated that the expression “for the purpose of this Article” was unclear and supported the new
wording proposed by the Secretariat, with the addition of the word “formal” before
“requirements otér than those...”

70. The Delegation of Australia further explained that in its legislation the expression
“formal requirements” did not necessarily mean “formalities.”

71. The Delegation of Sweden felt that paragraph (5) might biusimg in light of the
provision contained in Article 1, according to which “communication” referred to any
application, or any request, declaration, document, correspondence or other information
relating to an application or a registration.

72. In conclusion, it was agreed to keep the following formulation: “No Contracting
Party may require that a communication comply with requirements other than those
prescribed in this Article or in the Regulations.” A clarification on the issues raised by
members of the SCT would be added to the Notes.

Paragraph (6) [ Address for Correspondence, Address for Legal Service]

73. The Secretariat introduced the provision and explained that, as a result of the discussion
at the tenth session of the SG€m (iii), which provided for the possibility for a Contracting
Party to require any other address provided for in the Regulations, had been deleted from
paragraph (6), as stated in document SCT/10/2. The Secretariat referred to the previous
discussioron item (vii) of Article 1, and recalled the decision taken to further discuss this
guestion and modify, if necessary, the articles containing references to address for service,
address for legal service and address for correspondence throughout the Treaty

Paragraph (7) [Original of a Communication Filed in Electronic Formor by Electronic
Means of Transmittal]

74. The Chair introduced paragraph (7) explaining that this paragraph, which had been
imported from former Rulel®s, was extensivelyidcussed in previous sessions, and that the
last sentence of this provision should read “within a reasonable time limit” in the singular.

Paragraph (8) [ Notification]

75. The Delegation of Sweden, supported by the Delegation of Australidhasioefore
discussing this paragraph in any further detail, it was appropriate to consider whether
Article 14 could be extended to cover all situations including where the office is obliged to
notify the applicant, holder or other interested person githie opportunity to comply with
language requirements and to make observations within a reasonable time limit.
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76. The Delegations of Argentina, France, Italy, the Russian Federation, Uruguay, and the
Representative of CEIPI expressed the vieat Article 14 covered the case where a request
may be refused, whereas paragraph (8) referred to communications which may not have the
status of a request before the office. Thus the two provisions needed to be kept separate at
this stage of the discussi.

77. On this point, the Chair concluded that the Committee would discuss paragraph (8)
independently from Article 14 and requested the Secretariat to consider extending the scope
of the Article to absorb other similar provisions in the TLTheii the Chair asked whether or

not a reference to paragraph (2) should be added in order to allow an applicant to comply with
the language requirement.

78. The Delegations of Australia, France and the Representative of the European
Communites exessed their opposition to this proposal on the basis that, under their systems,
if the office receives a communication which does not comply with the language requirement,
it is not obliged to take any further action including notification. Indeed,fare @ould not

be expected to reply to a communication if it could not understand its contents, nor could it
give the applicant an opportunity to make observations.

79. Inresponse to a question raised by the Representative of CEIPI, the &cretar
explained that the reference to paragraph (2) was deleted on the basis of discussions at the
tenth session. If a communication was in a language not admitted by the office and the office
was not able to understand the content of the communicatiooffiteewould not be obliged

to send a notification.

80. The Representative of CEIPI added that indeed an office could not be held liable for not
sending a notification if it failed to identify the source of the communication or its contents
becaise they were, for example, in a different alphabet. However, in most cases offices were
in a position to reply to the applicant and give him an opportunity to comply with the
language requirement.

81. From the point of view of the users of thgstem, the Representative of the AIPPI
expressed strong support for the inclusion of a reference to paragraph (2) in paragraph (8). In
his opinion, users would suffer burdensome consequences if offices did not provide an
opportunity to comply with the teguage requirement. Apart from the language of the
application itself, other documents might need to be translated, or the office could require a
second language to be indicated. Perhaps it was only necessary to provide for safeguards in
cases where thaffice could not identify the origin or the contents of the communication.

82. Inresponse to these comments, the Chair suggested to insert the reference to
paragraph (2) within square brackets and to request the Secretariat to reflect whyether a
additional wording was needed in order to add precision to the concept, so that Contracting
Parties may feel safe about this inclusion.

83. The Secretariat replied that language could be added along the lines that when one or
more of the requements under paragraphs (2) to (7) are not complied with in respect of a
communication and the office is in a position to do so, the office shall notify the applicant,
holder or other interested person. This would address the concern that when the wdfice
able to understand the communication it is not obliged to notify.
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84. It was then agreed to insert the reference to paragraph (2) within square brackets and to
keep the discussion on this matter open until the next session.

85. The Chair asked whether reference to paragraph (3) should also be excluded from
paragraph (8), as it imposes an obligation on Member States to accept a form if it meets
certain presentation and elements and it also imposes another requirement on gpplicants
addition to the requirements specified under other articles regarding name, address, etc. The
Chair called for comments from delegations.

86. The Delegation of Australia explained that under its law there were provisions defining
a reasondb time limit. The Delegation further suggested that the reference to paragraph (3)
be deleted from this provision because it did not concern a requirement by the office. Only

references to paragraphs (4) to (7) should be maintained.

87. The Ddegation of New Zealand, supported by the Delegations of Morocco and
Pakistan, favored deletion of the reference to paragraph (3) and noted that if the
communication was required to be on paper, the office could not receive communications in
electronic fom, irrespective of the fact that the contents corresponded to the Model
International Forms. The Delegation of Morocco also proposed deletion of the reference to
paragraph (7).

88. Inreaction to a suggestion by the Delegation of Sweden the @jtad that merging
paragraph (8) of Article 8, and Articlestdi8and 14, may be discussed at a later stage. In
conclusion, it was agreed to delete the reference to paragraph (3) but to maintain within
square brackets the references to paragraphsdZ¥aio (7) on the one hand, and (4) to (7)
on the other hand.

89. In conclusion, the Committee agreed on the redraft of Article 8, as reproduced in
Annex | of this Report.

Article 13bis
(Measuresin Case of Failureto Comply with Time Limits)

90. The Secretariat introduced Articleld8and explained that Alternatives A and B in
document SCT/10/2 were merged in one single provision. Artidlies $Bould be read in
conjunction with the related Rule 10. As a result of the discussibtie tenth session, the
chapeau of paragraph (1) referred only to time limits which are less than six months
irrespective of whether they are fixed by the office or by a statute. In the English text,
subparagraphs (a), (b) and (c) in paragraph ()ldhead items (i), (ii) and (iii)). A

Contracting Party has to provide for at least one of the alternatives mentioned in items (i), (i)
or (iii). In accordance with paragraph (2), the exceptions to the Article are provided in
Rule10(5). Paragraph ()eals with the payment of a fee and paragraph (4) contains a
prohibition of other requirements.
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Paragraph (1) [ Measures|

91. Following a request by the Delegation of Uruguay that a change similar to that inserted
in the English version biacluded in the Spanish text, the Secretariat confirmed that
subparagraphs (a), (b) and (c) will be changed to items (i), (ii) and (iii) in all languages.

92. The Representative of INTA suggested to insert in the chapeau of this paragraph the
following sentence: “Where the Office finds that such failure occurred in spite of due care
required by the circumstances having been taken or, at the option of the Contracting Party,
that any delay was unintentional...” In response to this interventioGhae pointed out

that the requirements of due care or unintentionality referred only to item (iii) of the
paragraph.

93. Inreply to a question raised by the Delegation of Sudan, the Secretariat explained that
the paragraph referred to all prdoees before the office, including renewals.

94. The Delegation of Australia raised concern as to the scope of the paragraph. In the view
of the Delegation the provision should be applied very broadly taking into account the
exceptions in paragph (5) of Rule 10. The Delegation suggested that the time frame fixed in
the provision should be three months. The time limit in Australia was 15 months and there
was a possibility of an extension for a further six months. After that, a subsequestaxte

of six months was possible and also a grace period of 12 months. The Delegation pointed out
that Australia had generous time limits, while many other countries had time limits stipulated
by statute which were less than six months. The Delegafiemeé to a survey according to
which, 30 countries had time limits of less than six months to respond to an examiner’s report.

95. The Delegation of Denmark welcomed the wording of the provision stating that it was
clearer than in previous docemts. In Denmark an application was examined within two
months, an applicant had a twmonth time limit to reply to an examiner’s report and then an
extension of two to four months might be granted. The Delegation wondered whether this
paragraph obligeBenmark to give further extensions.

96. In response to the question raised by the Delegation of Denmark, the Secretariat referred
to the exceptions under paragraphw®jch were listed in paragraph (5) of Rule 10. In
accordance with item (i) dhat paragraph, a Contracting Party does not have to grant further
extensions in respect of a time limit for which relief has already been granted.

97. The Delegation of Japan, supported by the Delegation of the Republic of Korea, noted
that thescope of the provision was broadened. The Delegation suggested that the extension
of the time limit and continued processing should only apply to the time limits fixed by the
office and not to time limits fixed by statute. Moreover, the reinstatemeight$ should be
available only where the direct consequence of not complying with a time limit was a loss of
rights.

98. In reaction to the interventions made by the Delegations of Japan and the Republic of
Korea, the Delegation of Australiaipted out that the wording of the provision did not, in
practice, broaden its scope, because it only established a minimum standard. A Contracting
Party was only obliged to have one of the measures in items (i), (ii) and (iii). However, there
was no protbition for a Contracting Party to have more than one or all of those relief
measures.
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99. The Delegation of Pakistan pointed out that the time limit should not be less than six
months. As regards renewal fees the Delegation suggested that af tielels should be

inserted in the Regulations. In reply to this suggestion the Chair explained that the fees were
to be decided by a Contracting Party under the applicable law.

100. The Delegation of Italy indicated that under its legislati@time limit was six
months, which was compatible with the provision in question.

101. The Delegation of Norway raised a question as to whether the period of grace provided
for the payment of renewal fees under pargraph (1) of Artlmked theParis Convention

was contradictory to item (iii), paragraph (5) of Rule 10 concerning the payment of renewal
fees.

102. The Secretariat referred to Note R10.07 according to which, although a Contracting
Party was not obliged to provide for theaension of, or continued processing in respect of, a
time limit fixed for the payment of renewal fees, it was still obliged to provide for a grace
period for the payment of such fees under paragraph (1) of Arbdebthe Paris

Convention, and under ggraph (1)(c) of Article 13 of the Treaty and Rule 9.

103. The Delegation of Singapore explained that similarly to Australia and Denmark, its
country had generous time limits. The examiner’s report was made within two months and
the period to nely to the report was four months. In addition, there was a possibility of
extension. The Delegation raised concern about item (ii), paragraph (1) of Rule 10
concerning signatures. The applications to the Singaporean office are filed electronically and
the office does not require a signature. The Delegation also suggested transferring
paragraph{5) of Rule 10 concerning exceptions under Articlbid® the Treaty.

104. The Delegation of the United States of America noted that statutory tmte $hould

not be separated from regulatory time limits. The Delegation preferred artbrek time

limit in order to shorten the time for processing applications. Electronic processing should
accelerate the procedures and increase transparency ahcelginty.

105. The Delegation of the United Kingdom emphasized that the wording of the provision
was balanced. According to the legislation of its country extensions are not granted if the
application is contrary to public policy. Howeveginstatement of rights is a possibility in
this kind of situation.

106. The Delegation of Switzerland, supported by the Representative of the European
Communities, expressed support for the new text proposed by the Secretariat, as it provided
offices with three possible choices to comply, with a time limit fixed either by law or by the
office.

107. The Delegation of Sweden pointed out that if the exceptions to Artible 4&t out in
paragraph (5) of Rule 10 were kept, Articléis3vould be applicable only to time limits

fixed by an office in a registration case. In the view of the Delegation, there are not too many
time limits fixed by law in most systems.

108. The Delegation of Brazil expressed the view that the provisiparnagraph (1) would
be more flexible for industrial property offices, for the public in general and for third parties if
the time limit were reduced from six to two or three months.
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109. The Representative of AIPLA supported the idea of reducegjrtie limit under this
paragraph and establishing six months as a maximum.

110. The Representative of the ICC suggested to change the wording “less than six months”
to “not more than six months,” as under the first formulation thenginth deadhe itself was

not included.

111. The Representative of FICPI said that, given the fact that certain systems provide for
very short time limits, it was necessary to contemplate a time limit of not less than six
months. Some countries already pded for two consecutive periods of three months.

112. The Delegation of Argentina expressed preference for the wording “less than.” The
reference to a reasonable time limit should be transferred to item (i) of paragraph (1) since it
is up to a ©ntracting Party to decide on this matter.

113. The Representative of the AIPPI suggested that the wording be “no more than” and the
time limit should be three months. The representative pointed out that similar provisions
existed in the Patentaw Treaty and they covered all time limits.

114. The Delegation of Ukraine, supported by the Delegation of Pakistan, stated that the
wording should be “no more than” and the time limit should be six months, since Ukrainian
legislation already fdlows this formulation.

115. The Delegation of France, supported by the Delegations of Canada and New Zealand,
favored the wording “less than” and the-amonth time limit. The Delegation of New

Zealand added that, if the time limit was three thenthe wording would have to be

“no more than.”

116. The Delegation of Canada pointed out that the first sentence of the chapeau of
paragraph (1) “where a person has failed to comply with a time limit” was contradictory to
item (i), paragraph (lof Rule 10 which stated that a request might be filed “prior” to the
expiration of the time limit.

117. In response to the intervention of the Delegation of Canada, the Secretariat suggested
the following wording: “Where an applicant, holderabhner interested person is about to fail
or has failed to comply with a time limit...”

118. The Delegation of Uruguay sought clarification as to thersaxth time limit. Under

its legislation, none of the provisions considered in items (i)ijoM@re applicable. While

the system in that country did provide for the grace period at the time of renewal, no other
extensions were possible. Since ArticléisZould not be implemented under its current
legislation, the Delegation raised a resenatin this Article.

119. The Representative of the OAPI pointed out that in its 16 Member States the time limit
of three months might be extended by two months. If the provision stated “no more than
three months” the Members States would hawehemge their laws.
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120. The Secretariat noted that there was a consensus on the first part of the chapeau in
paragraph{l). In respect of the time limit there were several proposals as to the wording,
whether it should be “less than” or “no redhan,” and the time limit in question was
suggested as either three months or six months.

121. The Chair suggested that, following the discussion the expressions “less than” and
“no more than” and the time limits of three months and six mattbsld appear in square
brackets in the drafting for the next session.

122. In conclusion, it was agreed that the reference to “a reasonable time limit” would
be inserted in item (i) of paragraph (1).

123. The Representative of CEIPI suaged that the chapeau of paragraph (1) start as
follows: “A Contracting Party shall provide for at least one of the following procedures, in
accordance with the requirements prescribed in the Regulations, for the case where an
applicant, holder or oth@nterested person fails to comply with a time limit...”

124. Referring to an earlier intervention of the Delegation of Canada, the Delegation of
Denmark, supported by the Delegation of Australia, recalled that it had been suggested to add
in the chaeau of paragraph (1) the words “or is about to fail” after “where an applicant,

holder or other interested person fails,” in order to clarify that in the case of an extension of a
time limit, the request is filed prior to the expiration of the time linAfter some discussion

on this point, it was decided to insert the language “or is about to fail” in square brackets in
the chapeau of paragraph (1).

125. Following a suggestion by the Representative of CEIPI, supported by the
Delegation of Urugay, the following changes were agreed in item (iii) of paragraph

(2): firstly, to add after the word registration, “subject to a finding by the Office that the
failure occurred in spite of due care required by the circumstances or, at the option of
the Cantracting Party, that the failure was unintentional.” As this wording was taken
from item (iii), paragraph (3) of Rule 10, it would consequently be deleted from that
provision.

126. The Secretariat read out the proposed new wording for paradraph
Article 13nis:

A Contracting Party shall provide for at least one of the following procedures, in
accordance with the requirements prescribed in the Regulations, for the case where an
applicant holder or other interested person failg[,or is about to fail,] to comply with a time
limit for an action in a procedure befor e the Office in respect of an application or a
registration, and that timelimit is[less than] [not more than] [six monthg] [three months] :

(i) anextension of atimelimit for a reasonable period of time,
(i)  continued processing with respect to the application or registration,
or,

(iii)  reinstatement of the rights of the applicant or holder with respect to the
application or registration, subject to a finding by the Office that the failure occurred in spite
of due care required by the circumstances or, at the option of the Contracting Party, that the
failure was unintentional.



SCT/11/8
pagel8

127. As there were no further comments, the paragraph above was adopted as
proposed.

Paragraph (2) [ Exceptions]

128. In reply to a question of the Delegation of Pakistan, as to the relationship between
paragraphs (1) and (2) and the Regulations, the Chair explained that paragraph (1) contains
the principle that Member States are obligeg@rovide in their national law at least one of the
measures which are set out in that paragraph and which are further elaborated in Rule 10.
According to paragraph (2), a Contracting Party shall not be in the obligation to apply the
measures contemplakén items (i), (ii) and (iii) of paragraph (1) with respect to the list of
seven exceptions contained in paragraph (5) of Rule 10. This is a list of cases of failure to
comply with time limits in respect of which Member States are not obliged to grant an
extension of time limit, continued processing or reinstatement of rights.

Paragraph (3)[ Fees]

129. Following a presentation by the Secretariat, paragraph (3) was adopted without
modifications.

Paragraph (4) [ Prohibition of Other Requirements

130. The Representative of the European Communities suggested that the prohibited
requirements be indicated in paragraph (4).

131. Following an earlier discussion on the need to harmonize the terminology used
throughout the text of thTLT, the Secretariat suggested that the verb “require” be replaced
by the verb “demand.” The Secretariat also invited Member States to evaluate this provision
in relation to the provisions contained in paragraphs (1) to (3) of Rule 10.

132. In reply to a request by the Delegation of Australia, the Secretariat read the redrafted
version of paragraph (4): “No Contracting Party may demand that requirements other than
those referred to in this Treaty or in the Regulations be complied with in reslee
procedures provided for under paragraph (1).” The Representative of INTA supported this
change. Paragraph (4) was adopted as redrafted.

Paragraph (5) [ Opportunity to Make Observations in Case of Intended Refusal]

133. Following an edier discussion, the Secretariat suggested to delete paragraph (5) and to
redraft Article 14 as follows: “An application or a request under Articles 10His &y not

be refused...”. The Delegations of Denmark, New Zealand and the Representative of the
AIPPI supported this proposal.

134. The Delegation of Australia supported the drafting suggestion of the Secretariat.
However, the Delegation wondered whether, in relation to time periods, this redrafted
provision created an endless loop. Thisaan was shared by the Delegation of Denmark.
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135. The Delegation of Germany, supported by the Representative of the European
Communities, expressed concern about the redrafting of Article 14 in light of the deletion of
paragraph (5). According the Delegation, its legislation allowed for the reinstatement of
rights to be decided once all the missing requirements had been complied with, and this made
superfluous the need to provide an opportunity to make observations.

136. The Delegatia of Australia said that perhaps the deletion of paragraph (5) and the
redrafting of Article 14 would overcome the endless loop problem. The Delegation added
that paragraph (4) of Rule 10 was a proper safeguard against refusals.

137. The Delegabn of Morocco suggested that paragraph (5) be kept and that an exception
on time limits be added in the Regulations to prevent the endless loop problem mentioned by
the Delegation of Australia.

138. The Delegation of Uruguay wondered whether geah (5) could be left in square
brackets for further discussion at the next session.

139. After some discussion, it was decided to delete paragraphi@yever, reference to
Article 13visin Article 14 would be left in square brackets for lfiert discussion at the next
session.

140. In conclusion, the Committee agreed on the redraft of Artidbes1&s reproduced
in Annex | of this Report.

Chapter 11
Trademark Licenses

141. The Secretariat introduced Chapter Il of the dmfised TLT and noted that Articles 17

to 21 were substantially taken from the provisons contained in the Joint Recommendation
Concerning Trademark Licenses, which had been adopted by the WIPO General Assembly
and by the Paris Union Assembly in Septen##0. The Secretariat recalled the historical
background leading to the adoption of the provisions and stated that the first draft of the
provisions had been considered by the WIPO Committee of Experts on Trademark Licences
in 1997, and later by the SCTits first, third and fourth sessions in 1998, 1999 and 2000,
respectively. The Secretariat further noted that during their discussions, SCT members
decided to adapt the wording of the provisions to the wording used in the TLT, since the
objective of badt instruments was similar: the harmonization and simplification of formal
requirements with regard to trademark procedures.

142. The Secretariat said that, before including the provisions as Chapter Il of the Draft
Revised Trademark Law Treatyertain adjustments had been made to harmonize the

provisions with the rest of the Treaty. The words “Member State” which referred to the

special nature of the Joint Recommendation had been changed for “Contracting Party” and the
provision on language hdmben stricken through, as this matter was already covered by

Article 8 of the draft revised TLT.

143. The Chair noted that perhaps other provisions may also need to be revised for the sake
of consistency, and called for general comments from ditets.
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144. The Delegation of Brazil, supported by the Delegation of Argentina, recalled that during
the eighth session of the SCT, it had expressed reservations as to the inclusion of WIPO joint
recommendations in treaties. In the opinion efffelegation, there were indeed very good
reasons behind the decision by members of the Committee to adopt the result of their work as
joint recommendations, that is, as instruments of “soft law” rather than as treaties. The
Delegation believed that thoseasons continued to be valid and that it would not be

appropriate at this stage to have the text of the Joint Recommendation on Trademark Licenses
or any other joint recommendation included in a treaty or in any other form of legally binding
instrument. The Delegation also felt that in fact, the inclusion of the provisions on trademark
licenses in the text of the draft revised TLT would go beyond the scope of the exercise which
members of the Committee had agreed upon at the outset. For these readdelegation
suggested that the Committee simply consider the deletion of the provisions contained in
Chapter Il.

145. The Chair recalled that whether the provisions were contained in a joint
recommendation or in a treaty, they did not introdarc@bligation for any country to record
licences if such obligation did not already exist in its law. The provisions were designed to
simplify the system of recordal of licenses for the benefit of users and other interested
persons.

146. The Del@ation of Egypt agreed with the statement made by the Delegation of Brazil

and added that, at the time of adoption of the Joint Recommendation on Trademark Licenses,
members considered that the provisions should be adopted as flexible rules and tHdt it wou
not be adequate to change the nature of those rules. In addition, the Delegation held the view
that this was not a technical issue but a legal and political issue, touching on the legal and
standareketting work of WIPO. The Delegation felt that imtuzing this element in the

revision of the TLT would complicate the work of the Committee and suggested to delete
Articles 17 to 21 from the text of the draft revised TLT.

147. In reply to a question by the Delegation of the Republic of Korea\abéther a
Contracting Party was obliged to introduce a sole licensing system in its national law, the
Secretariat explained that the wording “where applicable” in item (xi), paragraph (1) of
Article 17 before the words “exclusive license, relusive icense and sole license” meant
that the law of the Contracting Party could recognize one or more of these types of licenses.

148. The Delegation of Cuba said that it would also support the removal of the chapter on
trademark licenses. Howeverjtifvere decided to include the provisions in the draft TLT,
the Delegation would propose to introduce changes in certain provisions, such as the
prohibition for a Contracting Party to request the furnishing of the license contract, or the
non+ecordal ofinformation concerning the license. In addition, the Delegation would favor
the inclusion of regulations allowing Contracting Parties the freedom to establish certain
control mechanisms on argompetitive practices which could derive from licensing
procealures.

149. The Delegation of Pakistan expressed the view that only the principal provision should
stay in the articles, while the details should be transferred to the Rules. This would reduce the
burden on the Treaty and add some more weigthiet&Regulations.
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150. The Delegation of Switzerland, supported by the Delegations of Portugal, Sweden, the
United Kingdom, and the Representative of the European Communities, expressed support for
the inclusion of the provisions on trademarknises in the text of the draft revised TLT. The
Delegation noted that the provisions stipulate a maximum list of requirements for the recordal
of licenses, which is a helpful measure, particularly for the users of the system.

151. The Delegation olndonesia supported the comments made by the Delegation of Cuba
and expressed reservation with regard to paragraph (6) of Article 17, since Contracting Parties
should not be prevented from setting additional conditions for the recordal of licenses.

152. The Delegation of the Russian Federation expressed support for the comments made by
previous delegations as to the inclusion of the provisions on trademark licenses in the draft
revised TLT and added that many of the provisions contained inititecReBcommendation

had already been included in Russian legislation. In the view of the Delegation, the text did
not impose new obligations on Member States, as the formulation at the beginning of
paragraph (1) of Article 17 clearly stated: “Where the ¢dwthe Contracting Party provides

for the recordal of licenses.”

153. The Delegation of Uruguay said that, from a technical perspective, it had doubts about
the inclusion of the provisions on trademark licenses in the text of the draft revisedie
Delegation said that the recordal of a license is at the limit of a formality and a condition of
substance. The recordal of a license with the industrial property office is the source of its
legal validity in relation to third parties. It estadbles arerga omnes effect. Therefore, the
Delegation had doubts as to whether it was appropriate to include these provisions in a treaty
like the TLT, which was concerned with the harmonization of formalities.

154. In reply to the intervention bghe Delegation of Uruguay, the Chair noted that the
registration of a mark itself also had the effect of establishing the rights of the trademark
holder in relation to third parties.

155. The Representative of INTA said that the right of coustiterequire the recordal of
licenses was uncontested. Countries may consider that this is the only way to monitor the
flow of technology or control the flow of currency out of the country. For trademark owners,
the basic concern was that a technicaiigh as the failure to record a license may result in
the loss of trademark rights and this became more critical when there were changes in the
registration, or at the time of renewal, or when trademark rights were exercised in several
countries.

156. The Representative of the AIPPI, supported by the Representative of FICPI, referred to
the general question as to why the Joint Recommendation was established and why it was
adopted in the form of a “sefaw” instrument. The representative noted,tfam the

beginning of the discussions on the provisions on trademark licenses, the Committee of
Experts and subsequently the SCT used the same language of the TLT, to be as much as
possible in accordance with that Treaty. For the majority of delegattomas clear that at

one point in time the provisions would be included in the TLT. However, at the time of
discussion of the provisions on trademark licenses, it was not yet possible to revise the TLT,
because other issues, such as the voting rightie iand the establishment of an assembly, had
not been settled. Nevertheless, it was not the view of the majority of delegations that the
provisions should stay as a st#tv instrument only.
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157. The Representative of AIPLA supported the olyecof the provisions, which was to
simplify the formalities and procedures associated with the recordal of trademark licenses.
The representative, supported by the Representative of INTA said that once the Committee
would initiate discussions on the spiecprovisions, he would present comments on

Article 20, one of the core provisions of Chapter II.

158. The Delegation of Australia, supported by the Representative of MARQUES, declared
that the view of its Government, based on the overwhelmaw of the users of the system,

was that inclusion of the provisions on trademark licenses in the TLT was desirable. In
Australia, users had expressed the need to limit the burden of requirements for the recordal of
licenses and to avoid the effect o$$oof rights due to the failure to meet an administrative
procedure. The Delegation further noted that, as to the question of whether it was appropriate
to move from a “softaw” approach to incorporating these provisions and other similar
instruments ira binding instrument, its view and that of other members of the SCT had

always been that at some point in time, these provisions should be incorpdratibdir

present form—in a treaty. The Delegation added that, in relation to the provisions on

trademak licenses, it was appropriate to include them in the TLT. The Delegation further
noted that if members of the Committee had engaged in a legal harmonization exercise, they
should not only consider to what extent the proposals put forward accommodatatioeil

law but also be ready to start considering certain changes to what is desirable in terms of
international harmonization. Otherwise, the outcome of the discussions may be a permissive
instrument with no real value for Contracting Parties otHerusers of the system.

159. The Delegation of the United States of America noted that the recordal of licenses was
not required under its national law. However, the Delegation had actively participated in the
negotiations leading to the adoptiof the Joint Recommendation Concerning Trademark
Licenses, which struck the right balance between systems that contemplated certain recordal
requirements and users who may have difficulty in complying with those requirements. In the
view of the Delegatin, the provisions contained in the Joint Recommendation provided a
compromise and a degree of certainty in the system. For these reasons, it was appropriate to
include the provisions in the TLT, which was also a balance between technical and
substantivepolicy interests.

160. The Representative of the ICC recalled that the TLT was concluded on the basis of
compromise. The fact that the treaty did not have a union or an assembly showed to what
extent members were ready to commit themselves tiobstidgding an instrument on

trademark harmonization. However, in the view of the representative, it was almost
unthinkable that a revision of the TLT would not include the Joint Recommendation
Concerning Trademark Licenses, which was an intermediat¢hstepnabled members to
consolidate very important principles. Indeed, it was very important for interested circles to
have these provisions included in the TLT and to give them the strength of an international
treaty.

161. The Delegation of Newealand declared that its country did provide for the recordal of
trademark licenses, however the currently applicable provisions were substantially different
from those proposed in Chapter Il of the draft revised TLT. As a small country, New Zealand
relied heavily on exports and its economic actors used the trademark system to do business
overseas. Thus in the view of the Delegation, it was important to seize every occasion to at
least explore opportunities for harmonization in all aspects of busanesmnid intellectual

property law, certainly for the benefit of users, but also for the benefit of the economies as a
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whole. The Delegation urged members of the Committee to continue the discussions on
trademark licenses and explore to what extent theynaanonize the corresponding
provisions.

162. The Delegation of China said that the relevant provisions of its national law were
significantly different from those proposed in Chapter Il. However, the Delegation had no
objection to the text and had a positive attitude towards it, because the provisions were
benefitial for the users of the system. The Delegation noted that every treaty was the fruit of
compromise and it needed to have binding stipulations, otherwise it would have no force.
However, it was also necessary to encourage States to become parties to the Treaty and in this
light, it was necessary to recognize that they may need time to change their current legislation.
To achieve this goal, the Delegation suggested to include somefdransitional rules.

163. The Delegation of Italy declared that its legislation provided for the recordal of licenses
and therefore it supported the provisions contained in Chapter Il. The Delegation wondered
whether those delegations oppugsthe inclusion of the provisions on trademark licenses

could further elaborate on the reasons for their opposition or signal what aspect or aspects of
the provisions were conflicting.

164. The Delegation of Japan expressed its support for thinc@tion of discussions on the
harmonization of trademark law, including the provisions on trademark licenses. However,
the Delegation declared that it might be difficult for its country to accept the provisions on
trademark licenses as they stood, bseahere were certain incompatibilities with the current
national legislation. The Delegation requested further discussion of the provisions at the
SCT.

165. The Delegation of the Republic of Moldova said that its national law provided for the
recordal of licenses and that it was important to include these provisions in the Treaty, since it
was difficult to see how trademark holders could be guaranteed without a system for the
recordal of licenses. The Delegation fully supported inclusion ofl@st17 to 21 in the draft
revised TLT but noted that, as suggested by the Delegation of Pakistan, some of the details
contained in the provisions could be moved to the Regulations.

166. The Secretariat recalled the background which led to thesilon of the provisions on
trademark licenses in the draft revised TLT. In the Program and Budget for the T2
biennium Member States decided that WIPO convene four meetings of the SCT to consider
current issues, including “the revision of the TtoTaddresganter alia, the creation of an
Assembly, inclusion of provisions on electronic filing, and the incorporation of the Joint
Recommendation Concerning Trademark Licenses; preparation and convening of a
Diplomatic Conference for the revision et TLT.” Pursuant to this mandate, the Secretariat
had prepared document SCT/11/2, including the provisions on trademark licenses. In the
Program and Budget for the 20@0805 biennum, it was envisaged that a diplomatic

conference may be convened to cdesithe revision of the TLT, however the language used

to describe the actual contents of the revised TLT was broader: “to establish a TLT Assembly
and to introduce features concerning electronic filing and other procedures.” The Secretariat
would now ned more specific guidance from the Committee in respect of Chapter Il of the
draft revised TLT.



SCT/11/8
page24

167. The Delegation of Brazil thanked the Secretariat for the explanations given on the
background and mandate for the inclusion of the provisiotisidraft revised TLT.

However, in the view of the Delegation, the contents of the Program and Budget were deemed
to be merely indicative and could not, in anyway prejudge the outcome of the processes
taking place in the different WIPO Committees and iobiwelies. The Delegation expressed
the view that the actual mandate for future work had to come from decisions taken by
Member States in the context of substantive discussions in the various Committees and
bodies. The Delegation noted that it was cleamfthe discussion that there was no
agreement as to the inclusion of Chapter Il in the draft revised TLT. Thus, if the Committee
were to come back to this discussion during its next sessisrsuggested by some
delegations-the whole chapter should be gdal within square brackets. The Delegation
further noted that it doubted as to the usefulness of engaging within a discussion of draft
provisions which might not ultimately become part of the revised TLT.

168. The Chair noted that the view of tBelegation of Brazil was well taken on the point

that the budgetary lines were of indicative nature. However, the Secretariat had to base its
work on those indications, as a first step. Normally, the agenda of every Committee had an
item on future workywhere Member States decided on the issues in further detail. The Chair
also noted that he interpreted the last intervention by the Delegation of Brazil as presenting a
more flexible approach, whereby the Committee could continue discussions on trademark
licenses, while the Delegation would maintain its reservations.

169. The Delegation of Egypt noted that its country was a member of the TLT and in that
light it had to carefully look at the relationship between the Treaty and the Joint
Recommendain Concerning Trademark Licenses. If the Joint Recommendation was an
addition or a supplement to the TLT, then Member States had already decided the way in
which they wanted to harmonize the issue of trademark licenses and there was no need to
include ths chapter in the draft revised TLT. The Delegation concurred with the Delegation
of Brazil that the provisions should be placed within square brackets if they were to be
discussed at the next session of the SCT, and added that this inclusion may sialvedow

work of the Committee, particularly in the perspective of the diplomatic conference envisaged
to take place before the end of the next biennium.

170. The Delegation of Uruguay said that although it considered that the issue was difficult,
after listening to other delegations and representatives of the user community, it did not think
that it was advisable to strike out all of the provisions without discussing them one by one.
However, it was necessary to find the right balance betweengheafghe system and

trademark offices, whose role was to provide some assurance and guarantee in their activities.

171. The Delegation of New Zealand referred to its earlier intervention in support of the legal
harmonization function of the Conittee and added that this was perhaps a longer term goal,
while a more immediate objective was to promote an understanding of the different systems
applied in different countries. In this context, and recalling the intervention made by the
Delegation of tialy, the Delegation suggested that Members specify which provisions were
problematic to them, so that there may be a better understanding of their difficulties with the
provisions proposed.

172. The Chair noted that his assessment on the sththe discussion was as follows: on
the one hand, some delegations preferred not to deal with Articles 17 to 21 at all. On the
other hand, certain delegations had expressed their satisfaction with the provisions as they
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were drafted and would approve ithgubject to minor changes. Yet other delegations did not
feel comfortable with the provisions as they stood in the draft and wished to change certain
details, but accepted the principle of continuing discussions on Chapter Il. The Chair
concluded thathe sense of the meeting was that the SCT should take this middle way, and
continue discussions on the provisions on trademark licenses at its next session.

Rule 6
[ Details Concerning the Sgnature Under Article 8(4)]

Paragraph (1) [Indications Accompanying Sgnature]

173. Paragraph (1) was adopted without modifications.

Paragraph (2) [ Date of Sgning]

174. Paragraph (2) was adopted without modifications.

Paragraph (3) [ Sgnature of Communications on Paper]

175. In reply toa question by the Delegation of Pakistan, the Delegation of Australia,
supported by the Delegation of Uruguay and the Representative of the AIPPI, explained that
the word “seal” was kept in item (ii) of paragraph (3) because when a signature is required, a
Contracting Party should be able to accept a wide range of identifications whereas this is not
necessary according to paragraph (2) of Rule 6. For this reason, the word “seal” should be
kept in item (ii) of paragraph (3).

Paragraph (4) [ Sgnature of Communications Filed in Electronic Form or by Electronic
Means of Transmittal Resulting in Graphic Representation]

176. The Delegation of France said that the provision in this paragraph, obliging a
Contracting Party to consider that a communicasiemt by electronic means is signed if a
graphic representation of the signature is provided, would be problematic under the legislation
of that country, as the current French legal system provides for the replacement of the original
signature by the usd electronic certification. The purpose was to secure the communication
rather than to identify the person signing that communication.

177. In reply to the question raised by the Delegation of France, the Secretariat explained

that there were plably two possibilities to resolve this issue. One would be to introduce a
possibility rather than an obligation in paragraph (4), and another would be not to limit the
scope of paragraph (4) to graphic representation. In the second case, othertpsssibiias
electronic certification could be introduced. Indeed, in many countries the discussion of this
problem was not concluded and the question was still developing. Thus the provision should
not be considered mandatory or else it should not Ihected to the graphic representation of

a signature and provide for other technical means. This was an issue on which the Committee
had to decide.
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178. The Delegation of Australia expressed its disagreement with the views expressed by the
Delegaion of France with regard to paragraph (4) and wondered whether it would be
appropriate to move away from the mandatory nature of the provision. In its view, making
the provision permissive would put into question the value of the provision and thes it w
perhaps better to delete it. In addition, the Delegation raised a more general question as to
whether having too many permissive provisions in the TLT was at all normative.

179. The Representative of the AIPPI observed that paragraph (3)remhtanly one

mandatory provision, which was that a Member State shall accept a handwritten signature.
The representation of a signature may be permitted, however, under paragraph (3)(ii). But
under paragraph (4), where a communication is filed electipiand there can only be the
representation of a signature, the provision is again mandatory. Thus a “may” provision

under paragraph (3) becomes “shall” under (4). In his opinion, there was a need to harmonize
these provisions.

180. In relation to comments made by one delegation regarding the possibility to introduce
alternative wording in these provisions to the effect that a Contracting Party could require an
electronic signature, in accordance with its laws, the Chair noted that in histandeng, the
so-called electronic signature, rather than a graphical representation was a specific technique
of coding messages in order to trace them back to the original sender, in a manner that the
message could not be altered on its way to the eadipi

181. Paragraph (4) was adopted on the understanding that “shall” will be replaced by

“may.” However, the Delegation of Australia reserved its right to further discuss this
iIssue at the next session of the SCT.

Paragraph (5) [ Sgnature of Communications Filed in Electronic Form Not Resulting in
Graphic Representation of Sgnature]

182. Paragraph (5) was adopted without modifications.

Paragraph (6) [ Exception to Certification of Sgnature Under Article 8(4)(b)]
183. Paragaph (6) was adopted without modifications

184. In conclusion, the Committee agreed on the redraft of Rule 6, as reproduced in
Annex | of this Report.

Rule7
[ Details Concerning Indications Under Article 8(5) and (6)]

185. The Secretartgpresented Rule 7 and recalled that a new Article 8 had been presented
and adopted earlier. The Secretariat further noted that paragraph (1)(iii) should be amended
to read: “where the representative is registered with the Office, the number or other
indication under which he is so registered.”
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Paragraph (1) [ Details Concerning Indications Under Article 8(5)]

186. Paragraph (1) was adopted without modifications.

Paragraph (2) [ Address for Correspondence and Address for Legal Service]

187. The Delegation of Pakistan felt that the words “on a territory prescribed by that
Contracting Party” in paragraph (2) were too strong. In reply to this statement, the Secretariat
drew attention to the verb “may,” which gave complete freedom to MeBiates on this

matter.

188. The Delegation of Australia asked other delegations why there was a need to have an
address for correspondence in a territory prescribed by the Contracting Party.

189. As no more questions were raised, geaph (2) was adopted without
modifications.

Paragraph (3) [ Address Where No Representative Is Appointed] andParagraph (4) [ Address
Where a Representative |s Appointed)]

190. The Delegation of Australia asked the Secretariat whether in parad®pdnd (4), the

word “and” instead of “or” should have been used between “address for correspondence” and
“address for legal service.” The Delegation wondered whether paragraph (3) overrides the
address provided in an application. In reply, the Sacattstated that if a representative is
appointed at a later stage, the address of that representative will be the address for
corespondence or the address for legal service as stated in paragraph (4). The Delegation of
Australia further inquired whethénere were cases where an applicant wants to have an
address for correspondence, an address for legal service and a representative.

191. As no more comments were raised, paragraphs (3) and (4) were adopted without
modifications.

Paragraph (5) [ Sanctions for Non-Compliance with Requirements)

192. The Secretariat explained that the notification referred to in paragraph (5)(b) was that of
paragraph (8) of Article 8. The Secretariat informed that the word “limits” should be changed
to “limit” and “apply” to “applies.”

193. In reply to a query of the Delegation of New Zealand, the Secretariat indicated that
reference to “reasonable time limits” in paragraph (5)(b) would be changed to “a reasonable
time limit” to harmonize this prasion with others in the Treaty.

194. Paragraph (5) was adopted as modified.

195. In conclusion, the Committee agreed on the redraft of Rule 7, as reproduced in
Annex | of this Report.
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Rule 10
[ Requirements Relating to Measuresin Case of Failure to Comply with Time Limits]

196. The Secretariat explained that Rule 10 deals with the requirements relating to measures
in case of failure to comply with a time limit. Paragraphs (1) to (3) address each of the
possibilities offered tdember States under paragraph (1) of Articlbid3The first

paragraph of Rule 10 deals with the request for extension of a time limit, where the conditions
are that it be filed prior to the expiration of the time limit, be signed by the applicaritier ho

and that the request contain an identification of the time limit in question. The second
paragraph of the Rule refers to the request for continued processing, which takes place after
the expiration of the time limit and has to also be signed bypibiecant or holder and

contain an identification of the time limit in question. Paragraph (3) concerning the request
for reinstatement of rights, unlike the two previous ones, requires that the applicant or holder
state the reason for the failure to coynpith the time limit and therefore the office may

require evidence in support of the reason for the failure. The definition of the words “due
care” and “unintentionality” is left to the applicable law and practice of the Contracting Party
concerned.

197. The Chair noted that there was no definition of these measures in the Treaty but this
elaboration in the Rules allowed greater flexibility in case there would be a need to introduce
changes to these notions in the future.

Paragraph (1) [ Request for an Extension of a Time Limit]

198. The Representative of CEIPI wondered about the meaning of the wording “for a
reasonable period of time” in paragraph (1). If the idea was that the extension must be
reasonable, this phrase belonged in treaiy, rather than in the Regulations which deal with
the formalities or the contents of the request.

199. The Delegation of Australia, supported by the Delegations of Belgium, Canada,

New Zealand, Pakistan, Sweden, and the RepresentativesAdPfaeand CEIPI, suggested
that the wording “shall require” in the chapeau of paragraphs (1) to (3) be replaced by “may
require” as certain offices did not impose all of these requirements, and particularly those
relating to signature.

200. The Representative of the European Communities pointed out that in the Spanish
version of the text, paragraphs (1), (2) and (3) already contained the word “may.”

201. The Delegation of the United States of America noted its preference for the word “may
since, in respect of signatures this provision only contained a possibility to request a
signature.

202. The Delegation of Australia stated that its office did not require signatures. The
emphasis of the provision is to limit what an office maguire. Instead of an identification
of the time limit, paragraphs (1) to (3) should identify the application or registration number.

203. The Chair concluded that the change of “shall” for “may” had been accepted by the
members of the Commite
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204. With regard to item (i) of paragraph (1), the Delegation of Belgium explained that in its
country the extension of a time limit might not be required prior to the expiration of a time
limit. An applicant has a twmonth time limit to respnd to an examiner’s report and this

time limit is extended automatically if there is no response. In addition, an applicant may
request for another extension of a time limit.

205. The Representative of INTA noted that a Contracting Party dhpmrimit the request

under paragraph (1) to be filed within a reasonable time limit after the expiration of the time
limit. The representative further suggested replacing the formulation “signed by the applicant
or holder” in items (ii) of paragraphs (12) and (3) for the formulation “signed by a
representative.”

206. In reaction to this intervention, the Representative of the ICC said that another
possibility would be not to replace the wording “signed by the applicant or holder” but to add
“or by the representative” in all three items.

207. Following a suggestion of the Representative of CEIPI, supported by the
Representatives of the AIPPI and FICPI, it was agreed to add the following wording “or the
representative of the applicantlarlder” at the end of the sentence in the three items (ii) of
paragraphs (1), (2) and (3) of Rule 10.

Paragraph (2) [ Request for Continued Processing]

208. The Delegation of Germany, supported by the Delegation of Argentina and the
Representate of the European Communities, expressed the view that another requirement
was probably needed in paragraphs (2) and (3), to state that the omitted act must be
completed, because if someone needs continued processing or reinstatement of rights, he
needsa at least complete the act that he has not fulfilled.

209. After some discussion, the Secretariat suggested to add the wording “that the omitted
act be completed” as a new sentence after item (iii) in both paragraphs (2) and (3). The
proposal wa adopted by the Committee.

210. The Delegation of New Zealand suggested to transfer the contents of item (i) of
paragraph (1) to the chapeau of Rule 10.

211. In reaction to the suggestion of the Delegation of New Zealand, the Repligseoftat
CEIPI expressed preference to maintain item (i) of paragraph (1) as it was in the current
wording.

Paragraph (3) [ Request for Reinstatement of Rights]

212. The Representative of CEIPI noted that the wording “with respect to an application
registration” which appeared in the chapeau of paragraph (3) should either be included in all
paragraphs or be deleted for consistency. In the view of the representative, the list of
requirements contained in paragraphs (1) to (3) was exhaustiveoatrdc@ing Parties could

not require for anything which was not expressly provided, however the identification of the
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application or registration to which the request referred should probably be amongst the
requirements.

213. Following the suggerin by the Representative of CEIPI, the Secretariat proposed to
delete the phrase “in respect of an application or a registration” in the chapeau of
paragraph (3). This proposal was also adopted by the Committee.

214. In reply to a suggestion difie Delegation of the Republic of Korea, supported by the
Delegation of Australiahe Secretariat suggested to add a new item (iv) in paragraph (3) to
the effect that the request for reinstatement of rights contain an identification of the time limit
in question. This addition was agreed by the Committee.

215. The Delegation of Germany noted that it had a problem with the formulation of

item (iii) of paragraph (3) “that the request contain a declaration or other evidence.” As such,
the wordingsuggested a mere declaration, which under the system applicable in its country
could not be considered as evidence. Under that system, the applicant is required to present
the facts on which the request for relief is based and then he is requiredide ernadence in
support of those facts.

216. The Chair explained that the word “declaration” translated into the German legal
language would not mean evidence, except for evidence of the existence of the declaration
itself, but not evidence of tHacts, and asked the Secretariat to provide an explanation as to
the origin and purpose of this wording.

217. The Secretariat stated that the provision had been inspired from the PLT. Many systems
do not have the requirement to provide evidetings the wording “declaration or other

evidence” seemed adequate. If in trying to address the concern of the Delegation of Germany
“or” would be replaced by “and,” an additional requirement would be imposed on those
systems which do not require evidend@dso, the wording “other evidence” could give a
connotation that a declaration already includes evidence. Nevertheless, it would be up to the
Committee to decide whether an additional requirement should be imposed.

218. The Delegation of Argeirta was of the view that item (iii) of paragraph (3) should
read: “...a declaration and other evidence...”

219. The Representative of the European Communities, supported by the Delegations of
Congo and Uruguay, agreed with the proposal made by tleg&®n of Germany, but
suggested the following wording “set out the facts, arguments and evidence on which the
request relies.”

220. After some discussion as to whether or not, under different systems of law, the word
“declaration” included evience, it was decided to include the wording suggested by the
Representative of the European Communities, subject to further drafting by the Secretariat.

221. The Representative of CEIPI noted that the words “where the Office finds that such
failure occurred in spite of due care required by the circumstances having been taken or, at the
option of the Contracting Party, that any delay was unintentional” in item (iii) of

paragraph (3) correspond to the definition of the remedy itself and shouldbsitimea

different provision of Rule 10 or in the Treaty.
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222. Further to the decision of the SCT on this point after its discussion on Artluke i
Committee agreed to transfer this part of item (iii) of paragraph (3) to Artibig(1Xiii).

Paragraph (4) [ Time Limit for Filing a Request]

223. Following a question from the Delegation of Slovenia with regard to the wording used
in paragraph (4) to refer to reasonable time limits, the Secretariat recalled the explanations
contaired in Note R.10.03.

224. The Delegation of Japan, supported by the Delegation of Australia, observed that
paragraph (4) refers to two time limits for two different measures. This made the provision
complicated, particularly in the case of tinmailis for filing a request of reinstatement of

rights, where usually, two kinds of periods are clearly stipulated: one was the period from the
removal of the cause of failure and the second was the period from the date of expiration of
the time limit for he action in question. The Delegation suggested to divide the time limits

for reinstatement of rights from other time limits and to stipulate the period from the date of
expiration of the time limit.

225. The Delegation of Germany noted that unitke national legislation a request for
reinstatement of rights may not be allowed after one year from the expiration of the time limit.
In the view of the Delegation, the time limit covered by paragraph (4) ran from the date of the
removal of the causeaf failure, whereas the time limit in its national legislation was counted
from the expiration of the original time limit which was not complied with. Thus if the cause
of failure to comply was not removed within 12 months, there was no possibilityniotigea

relief.

226. The Delegation of Austria supported the interventions made by the Delegations of Japan
and Germany and proposed to change the wording of paragraph (4), by transferring the time
limit for the request for continuous processingéwagraph (2), so that paragraph (4) may

only deal with the time limits concerning reinstatement of rights.

227. In response to the requests put forward by the foregoing delegations, the Secretariat
suggested the following: firstly, to change thiording of item (i) of paragraph (2) to read:

“be filed with the office after the expiration of that time limit” and secondly, to change the
language of paragraph (4) along the lines of the previous Rule 9(6) [Alternative B] in
document SCT/10/2 to readA request for reinstatement of rights may be filed within a

period of time that shall be not less than [ ] months from the date of the removal of the cause
of failure to comply with the time limit for the action in question or no less than [ ] months
from the expiration of the time limit for the action in question, whichever is the earlier.”

228. The Delegation of Switzerland said that, while it was in favor of dividing this
paragraph, it preferred to leave the specification of the timesltmi¢éach Contracting Party.

229. The Representative of the AIPPI proposed that, in order not to have too many fixed time
limits, provision could be made for either “a reasonable time limit after the removal of the
failure or a period of no leskdn a year after the expiration of the time limit, whichever is the
earlier,” and then it was up to the Contracting Party to provide for 12 months or longer.
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230. The Delegation of Cuba expressed the view that it was perhaps not adequate at this
point to fix precise time limits. Some countries had recently passed new legislation,
establishing specific time frames for this type of request and would probably not be able to
establish new time frames.

231. The Chair stated that he would noake a rigid conclusion as to the provision contained

in this paragraph and entrusted the Secretariat to redraft paragraph (4) according to its earlier
suggestion, including the two time frames, firstly the reasonable time limit and the second
time limit to be specified later, within square brackets. The Committee adopted the
conclusion of the Chair.

Paragraph (5) [ Exceptions Under Article 13bisg|

232. The Delegation of Australia said that it agreed with the list of exceptions contained in
paragrah (5) but asked SCT members to further reflect on exceptions to the time limits of
Article 13bis under their national systems.

233. The Delegation of Sweden, supported by the Delegation of Denmark, agreed with the
list of exceptions in paragragh) but deemed that they were substantive provisions that
should be included in the Treaty, unless there were special reasons to do otherwise.

234. The Delegation of Pakistan supported the comments made by the Delegation of
Sweden. However, regding item (iv), the Delegation felt that an action by a board of appeal
should be defined instead of leaving it to the discretion of the office. In reply to this
comment, the Chair proposed that the definition of board of appeal be clarified in the Notes.

235. The Delegation of the Russian Federation sought clarification on the priority referred to
in item (vi), since Article 3, subparagraplag(¢ii) and (viii) referred to two different types of
priority. The Delegation felt that it was not aleghether item (vi) addressed this question.
Therefore, item (vi) should be redrafted or a Note should be included to indicate that it applies
to both types of priority. In reply to this statement, the Chair indicated that item (vi) would be
clarified inthe Notes.

236. The Delegation of Uruguay suggested that in the Spanish version of items (iv) and (v),
the word ‘presentar” be replaced by the wordriterponer” because procedures are beyond

the scope of Article 1I3s. The Delegation felt thahis change was in compliance with the

notes in the English version. In reply to this request, the Chair stated that the Secretariat
would look into the matter and make the necessary changes. Furthermore, the Delegation felt
that the exceptions of paragta(5) should not be moved to the Treaty, in order to avoid the
difficult process of amending a treaty.

237. The Delegation of Japan, supported by the Representative of the JTA, stated that, from
the standpoint of usdriendliness, item (iii) shald not be an exception to Article di8. The
Delegation stated further that the Patent Law Treaty obligates a Contracting Party to provide
for a form of relief in case of failure to comply with a time limit for the payment of a renewal
fee, and this obgjation in the PLT was established as a means of improving Arbd@pof

the Paris Convention, and that a similar provision should be included in the TLT.
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238. The Delegations of Australia and the United States of America favored keeping the
payment of a renewal fee as an exception in the Rules.

239. The Delegations of Mexico and Cuba and the Representatives of CEIPI and INTA
favored keeping the exceptions in paragraph (5). However amendments, additions or
deletions of the exceptiom®ntained in paragraph (5) should be done under strict conditions.

240. The Delegation of Australia noted that in a number of jurisdictions, the payment of a
renewal fee was not independent from the request for payment. In reply to this statemen
Chair declared that Articleldts of the Paris Convention did not refer to the request for the
payment of the renewal fee. The Delegation then explained that by implication, there is a
request for payment of the renewal fee in the actual paymernteniewal fee.

241. The Delegation of the United Kingdom stated it did not have a definite stand as to
whether the exceptions should stay in the Regulations or be moved to the Treaty. However,
the Delegation expressed a preference for estalgisiict conditions to amend them and felt
that the payment and the request for payment of a renewal fee should be the same action.

242. The Delegation of Mexico pointed out that in the Spanish version of this text, the
second reference to itemi)waragraph (5) of Rule 10 should be changed to item (vii) and
the Delegation of Cuba wondered whether item (iii) could be further clarified.

243. In conclusion, it was agreed that a number of delegations preferred to keep the
exceptions in th&®egulations, on the understanding that restrictions should be included to
regulate any changes. Furthermore, it was agreed that item (iii) should be left within square
brackets for further discussion at the next meeting.

244. In response to comemts made by the Delegations of Australia and New Zealand as to
the relationship between the requirements under Rules 7 and 10, and the need to further
streamline or shorten the provisions contained in these rules, the Chair noted that this task
could prolably be entrusted to the Secretariat for the next session.

245. In conclusion, the Committee agreed on the redraft of Rule 10, as reproduced in
Annex | of this Report.

Agenda ltem 5: Internet Domain Names

Internet Domain Names and Country Names

246. Discussions on the protection of country names in the domain name system were based
on documents SCT/10/5, SCT/10/7 Corr. and SCT/11/5.

247. The Secretariat provided an update on the status of the recommendations made by the
MemberStates of WIPO in the context of the Second WIPO Internet Domain Name Process,
which are currently under consideration by the Internet Corporation for Assigned Names and
Numbers (ICANN).
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248. Concerning the work to be undertaken at this sesditme SCT, the Secretariat

referred to the list of outstanding issues in paragéaphdocument SCT/10/5 and recalled

that, at its tenth session in March 2003, the SCT had decided not to recommend that the
protection of country names in the domain nagstesn be retroactive so as to also

encompass existing registrations of domain names. At this session, the SCT would therefore
need to address the following issues:

(a) whether protection should be extended to names by which countries are familiarly
or commonly known, as provided in the cumulative list of notifications received from
Member States (annexed to document SCT/10/7 Corr.);

(b) whether to recommend, in view of the immunities enjoyed by sovereign States, a
special appeal mechanism by waydehovo arbitration. To facilitate the discussion of this
issue, the Secretariat had prepared document SCT/11/5 which sets out possible options for
such a mechanism.

249. The Secretariat stated that it could facilitate progress on the part of IFANNSCT
could conclude its discussion of these outstanding issues at this meeting.

250. The Chair solicited views on whether the protection of country names should be
extended to names by which countries are commonly or familiarly known.

251. The Delegation of Japan stated that it preferred to limit the protection of country names
to the exact name of the country. The Delegations of Australia, Canada, New Zealand, the
United Kingdom and the United States of America opposed extenditecpon to names by
which countries are commonly or familiarly known.

252. The Delegation of Switzerland, supported by the Delegations of Cuba and Mexico,
expressed a preference for extending protection to names by which countries areyamiliarl
commonly known.

253. The Delegations of Indonesia, Panama and the Ukraine stated that they supported the
protection of country names in all official languages of the country concerned as well as in the
official languages of the United Natians

254. The Chair observed that the majority of delegations did not support an extension of the
protection of country names to names by which countries are familiarly or commonly known.
The Chair therefore concluded that no such recommendatiold Wweumade.

255. In response to a question put forward by the Delegation of Australia, the Secretariat
confirmed that this conclusion would be communicated to ICANN.

256. The Chair then opened the discussion on the question whetheia appeal
mechanism by way afe novo arbitration should be recommended to take account of the
immunities enjoyed by sovereign States.

257. The Secretariat noted that the immunity of sovereign States from national jurisdiction
was an accepted pgiple of international law. By way of illustration, the Secretariat referred
to a recent decision in a dispute concerning the domain name “southafrica.com” in which a
court in the United States of America had declined to assert jurisdiction over the@exe
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of South Africa. The Secretariat further explained that, in view of the immunity of sovereign
States, disputes involving such States were, like disputes involving intergovernmental
organizations, routinely referred to arbitration. Al®novo arbtration mechanism for
sovereign States could be similar to the mechanism which Member States had previously
proposed for intergovernmental organizations.

258. The Delegation of the Netherlands stated that its Government had already filed a case
under the current UDRP and, in that context, had waived its immunity from other countries’
jurisdiction for the limited purpose of providing a “mutual jurisdiction” under the UDRP.

The Delegation asked how this would relate to the proposal to estabéstowo arbitration

appeal mechanism for country names. In response, the Secretariat said that the Government
of the Netherlands had submitted to a “mutual jurisdiction” because it had no choice if it
wanted to invoke the UDRP in its current form.

259. The Delegation of the United States of America said that, in its opinion, an arbitral
appeal mechanism would contribute to eliminating the four most important due process
safeguards of the UDRP: the possibility of broad court review, the limitdatitve @rocedure
to narrow causes of action, the limitation of available remedies, and the limitation to
trademark rights for which there is a firm basis in international law. The Delegation
expressed concern that this might undermine the legitimacy ofRP as a whole. This
was supported by the Delegation of Japan which further suggested that an exclusion
mechanism for country names might provide more efficient protection than amending the
UDRP.

260. The Delegation of Sweden supported thel#siament of an arbitral appeal mechanism
since countries might be dissuaded from filing a complaint if they had to submit to the
jurisdiction of a foreign country’s courts, which would undermine the efficiency of any
protection afforded to country nameBhe Delegations of Denmark, New Zealand and
Switzerland also expressed a preference for an arbitral appeal mechanism.

261. The Delegation of Australia opposed the establishment of an arbitral appeal mechanism
and questioned the need for estalitight. The Delegation pointed out that a number of

States had already filed complaints under the current UDRP without being dissuaded by its
“mutual jurisdiction” requirement. This was supported by the Delegation of Canada which
further stated that aripternet dispute resolution mechanism should belmodensome and
costeffective, and that an arbitral appeal mechanism would not meet these criteria. The
Delegation of the Netherlands said that, although it had no definite view on the matter, it was
not convinced that the introduction of an arbitral appeal mechanism was necessary.

262. The Chair observed that there was no agreement on this issue and concluded that the
SCT would not make a recommendation to introduce a special appeal mechaniagndsy

de novo arbitration for country name disputes. The Chair further stated that this conclusion
would also be communicated to ICANN.

Internet Domain Names and Geographical Indications

263. The discussion regarding the protection of gedgcagb indications in the domain name
system was based on document SCT/10/6.
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264. The Representative of the European Communities stated that it attached high
importance to the protection of geographical indications in the domain names system and
recalled that the Final Report of the Second WIPO Internet Domain Name Process had found
widespread evidence of the registration and use of geographical indications and other
geographical source identifiers by persons who have no connection with the kocaditich

the identifiers refer. The Delegation said that such practices were misleading and would harm
both the integrity of geographical indications as well as the credibility and reliability of the
domain name system. The Delegation recalled th#tigdast meeting of the WIPO General
Assembly in September 2003, the presidency of the European Union had highlighted the
importance of protecting geographical indications in the domain name system. In conclusion,
the Delegation reiterated its view thaetUDRP should be extended to provide protection for
geographical indications, and that the SCT should not lose sight of this important issue. This
was supported by the Delegation of Italy, speaking on behalf of the European Union, as well
as the Delegatins of the Czech Republic, France, Iran (Islamic Republic of), Mexico and
Switzerland.

265. The Delegation of Australia opposed an extension of the UDRP to geographical
indications as premature since no international agreement existed regaedipgaiection.
This was supported by the Delegations of Canada, New Zealand, the United States of
America and Uruguay.

Agenda ltem 6: Geographical Indications

266. The Chair opened the floor for comments on this issue.

267. The Dele@tion of Australia thanked the Secretariat for document SCT/10/4 and
suggested to discuss it. The Delegation said that the issues raised in the document illustrated
the difficult nature of the protection of geographical indications. The Delegatiorecettzdit

at the last session of the SCT, the Representative of the OIV had stated that a geographical
indication need not necessarily be a geographical term and that the term “Muscadet” was the
name of a grape variety and a geographical indication at saee The Delegation asked

whether the name “Muscadet” was a protected geographical indication or the name of a grape
variety which can be used by all, or both.

268. As there were no more comments, the Chair concluded that the SCT did not take any
decision on this subject.

Agenda ltem 7: Other Matters

269. The Secretariat recalled that the deadline to respond to the questionnaire on Trademark
Law and Practice (document SCT/11/6) was the end of the year 2003.

270. The Represeative of AIM raised the issue of national registers of akethwn marks

which had been established in some countries. The representative recalled that, in 1999, the
WIPO General Assembly and the Paris Union Assembly adopted a Joint Recommendation
which piovided for flexible guidelines to determine wkiilown marks, and that the SCT

opposed the creation of national registers forketdwn marks. The representative believed
that the establishment of these registers could have a negative impact on Ike flexi
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guidelines of the Joint Recommendation and create legal uncertainty feneoelh marks

that are not on these registers. Finally, the representative recalled that the Paris Convention
for the Protection of Industrial Property did not require thetime®f a register for

well-known marks. For these reasons, the representative suggested that this issue be included
in the agenda of the next session. The Delegation of Egypt and the Representative of INTA
supported this suggestion.

271. The Delegation of the United Kingdom proposed that the issue of the procedure for
communications made pursuant to Articter@f the Paris Convention be included on the
agenda of the next session. In connection with this request, the Secretariat informexd Memb
States that an online database on communications made by virtue of Adicdéthe Paris
Convention would be available on the WIPO website in the near future.

272. The Delegation of Pakistan, supported by the Delegation of Egypt, reqtrestéte
topic of geographical indications be retained in the agenda of the next session of the SCT.

Agenda ltem 8: Future Work

273. Following the discussions of the SCT during its eleventh session, the Secretariat
summarized the issues propdger discussion at the next meeting:

- a further discussion on the revision of the TLT (Treaty, Regulations and Notes);

—  whether a recommendation should be made to the WIPO Assembly in 2004 to
convene a diplomatic conference on the revision of the TLD0%2

— adiscussion on the need to improve communications made by virtue of

Article 6ter of the Paris Convention;

— adiscussion on the dangers posed by the practice of establishing national registers
of well-known marks;

- a discussion on the protection of gesgghical indications in the domain name

space;

— adiscussion on geographical indications in general.

Furthermore, the Secretariat asked Member States to decide the amount of time that
should be devoted to each of these topics at the next session oflthe SC

274. Due to the possibility of holding a diplomatic conference in 2005, the Chair inquired
whether five days should be devoted to a discussion on the revision of the TLT or whether
some time should also be devoted to the other issues.

275. The Delegation of Australia recalled that it had been suggested to add a discussion on
the questionnaire on trademark law and practice to the agenda of the next session. The
Delegation also supported the proposal to hold a diplomatic conferendgsin 2ihough

priority should be given to the discussion on the revision of the TLT, the Delegation
suggested that one day should be set aside for discussions on other issues, notably on
geographical indications. The Delegation suggested that the SGFatsnllenvisage, if

needed, to hold a twaweek meeting or establish working groups on specific topics.
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276. The Secretariat informed Member States that the next session of the SCT will take place
from April 26 to April 30, 2004, and that a furthesssion would take place before the end
of 2004.

277. The Delegation of Canada wondered whether a third session of the SCT would take
place before the diplomatic conference in 2005. The Secretariat replied that a third session
could take placeapending on when the diplomatic conference will be scheduled in 2005.

278. The Delegation of New Zealand suggested that the next session of the SCT focus on the
revision of the TLT. However, discussions on geographical indications and Atéclef éhe
Paris Convention should also be kept on the agenda.

279. The Delegation of Switzerland suggested that, at the next session, priority be given to
the revision of the TLT. However, the Delegation expressed support for the discussion of a
preliminary report on the questionnaire on trademark law and practice.

280. The Representative of INTA wondered whether a discussion on the administrative and
final clauses of the TLT would be included in the agenda of the next meeting. The
representative requested the Secretariat to provide the original administrative provisions
presented in 1994 at the diplomatic conference for the adoption of the TLT.

281. The Chair indicated that the next draft would include such provisions. HFudfresrthe

Chair asked whether it could be agreed that at its next meeting, the SCT devote at least four
full days to discussions on the revision of the TLT. The Delegation of Australia supported
this proposal.

282. The Chair asked the SCT whetlzediscussion on Articlet& should be included in the
agenda of the next meeting. In reply, the Delegation of the United Kingdom suggested that
the Secretariat produce a document on this subject.

283. In light of the various comments made, (leair suggested that the Secretariat present a

brief or preliminary report on the questionnaire and a comprehensive document on the
revision of the TLT for the next session of the SCT.

Agenda ltem 9: Adoption of the Summary by the Chair

284. The Chair proceeded to the adoption of the Summary by the Chair contained in
document SCT/11/7 Prov. and stated that Articles BisEhd 14, Rules 6, 7 and 10 as

redrafted by the Secretariat during the meeting and adopted by the SCT, were contained in the
Annex to the Summary by the Chair. Agenda items 1 to 3 were adopted without

modifications.

285. The Delegation of Sweden pointed out that following an earlier discussion on

paragraph (6) of Article 8, it was decided to delete item (vii) ofchertl. In reply to this

statement, the Secretariat explained that since Article 1 was not discussed by Member States
during this meeting, the Summary by the Chair should not make any reference to it for the
moment.
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286. The Delegation of New Zeahd recalled that during the discussion on paragraph (8) of
Article 8 it was suggested that the wording of this provision be amended to state that an office
may have the ability to notify the holder or applicant and to make observations, even if the
communication is received in a language not admitted by the office.

287. The Secretariat noted that although there was a consensus on the general principle of
this provision further discussion will be required at the next meeting to solve this problem.
The Secretariat explained that the first set of square brackets avoided any reference to the
language provision but the second did not. Another way to solve this problem was to use the
wording in the third set of square brackets (i.e. “in a languagétadrby the office”). The

Chair proposed to keep the current wording and draft Article 8 was adopted pending a further
discussion.

288. Draft Article 13iswas adopted without modifications.

289. Draft Rules 6 and 7 were adopted withmddifications.

290. Draft Rule 10 was adopted without modifications. The Delegation of Australia
suggested, however, that paragraphs (1) to (3) be combined in one or two simpler
provisions.

291. Chapter Il on Trademark Licenses wasdd without modifications.

292. The Chair indicated that paragraphs (5) and (6) of Agenda item 5 were amended
respectively as follows:

— with regard to the issues considered in parag(aphof document
SCT/10/5 (“The Protection of Country Namaghe Domain Name
System”), the SCT decided to inform ICANN that no recommendation
would be made to extend protection to names by which countries are
familiarly or commonly known;

- in respect of the question of sovereign immunity of Stagéstred to in
paragraph{18) of document SCT/10/5, the SCT decided to inform ICANN
that no recommendation would be made to establish a special appeal
mechanism by way afe novo arbitration.
293. Paragraphs (5) and (6) of Agenda item 5 were adopted withriiatiGcations.
294. In reply to a question by the Delegation of Canada, as to whether any recommendation
would be made to ICANN regarding paragraph (7) of Agenda item 5, the Secretariat informed
that no such recommendation would be made.
295. Paragraph (7) of Agenda item 5 was adopted without modifications.

296. Agenda item 6 was adopted without modifications.

297. Paragraphs (9), (10) and (11) of Agenda item 7 were adopted without mofications.
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298. Paragraphs @ and (13) of Agenda item 8 were adopted without modifications.
299. The Secretariat informed Member States that paragraph (13) of Agenda item 8 had
unfortunately been omitted in the Spanish version of the Summary by the Chair. This
paragraph wold be included in the adopted version.

300. The Summary by the Chair, as adopted by the Committee, is attached as Annex |

to this Report.

Agenda Item 10: Closing of the Session

301. The Chair closed the eleventh session of the Stgrdommittee.

[Annex | follows]
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SUMMARY BY THE CHAIR

Agenda Item 1: Opening of the Session

1. Mr. Shozo Uemura, Deputy Director General of the World Intellectual Property
Organization (WIPO), opened the session and welcomed the delegates on behalf of the
Director Generaof WIPO.

Agenda ltem 2: Adoption of the Draft Agenda

2. The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (SCT) adopted the Draft Agenda (docus@Eml1/1 Prov.)
without modifications

Agenda ltem 3:Adoption of the Draft Report of the Tenth Session

3. The SCT adopted the Draft Report (docunte@i/10/9 Prov.2) with minor
modifications.

Agenda Item 4: Revision of the Trademark Law Treaty

4. The Standing Committee discussed the documents congeha@rbraft Revised

Trademark Law Treaty (TLT) (document SCT/11/2), Draft Revised Regulations under the
Draft Revised Trademark Law Treaty (document SCT/11/3) and Notes (document SCT/11/4)
and agreed, as follows:

Draft Article 8

Paragraph (1). There wa consensus on this provision.

Paragraph (2). subparagraphs (a), (b) and (c). There was consensus on this provision.

Paragraph (3). Following discussion, consensus was reached on this provision as redrafted.

Paragraph (4), subparagraphs (a), (b) and (c). There was consensus on this provision as
modified in Informal Document 2 prepared by the International Bureau.

Paragraph (5). There was consensus on this provision as redrafted.
Paragraph (6). There was consensus on this provision.

Paragraph (7). There was consensus on this provision.
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Paragraph (8). There was consensus on this provision as redrafted. However, the inclusion
of a reference to paragraph (2) was referred to the International Bureau for further study.
Draft Article 13bis

Paragraph (1). There was consensus on this provision as redrafted. However, some parts
were referred to the SCT for further discussion concerning time limits.

Paragraph (2). There was consensus on this provision.

Paragraph (3). There was consensus on thisyision.

Paragraph (4). There was consensus on this provision as redrafted.

Paragraph (5). There was consensus on the deletion of this provision. However, the
inclusion of a reference to ArticlE3bisin Article 14 was referred to the InternationalrBau
for further study and to the SCT for further discussion.

Draft Rule6

Paragraph (1). There was consensus on this provision.

Paragraph (2). There was consensus on this provision.

Paragraph (3). There was consensus on this provision.

Paragraph (4). There was consensus on this provision as redrafted. However, one delegation
was not able to join the consensus at this stage of the discussion.

Paragraph (5). There was consensus on this provision.

Paragraph (6). There was consensus on this pson.

Draft Rule 7

Paragraph (1). There was consensus on this provision.
Paragraph (2). There was consensus on this provision.
Paragraph (3). There was consensus on this provision.
Paragraph (4). There was consensus on this provision.
Paragraph (5)(a). There was consensus on this provision.

Paragraph (5)(b). There was consensus on this provision as redrafted.
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Draft Rule 10
Paragraph (1). There was consensus on this provision as redrafted.
Paragraph (2). There was consensus on this preonsas redrafted.
Paragraph (3). There was consensus on this provision as redrafted.

Paragraph (4). There was consensus on this provision as redrafted. However, the inclusion
of a time limit was referred to the International Bureau for further study.

Paragraph (5). There was consensus on this provision as redrafted. Howevef(jiifavas
referred to the International Bureau for further study and to the SCT for further discussion.

The text reflecting the results of the deliberations on Arti@lasd 18isand Rules, 7

andl10 is contained in the Annex.

Chapterll: Trademark Licenses

After a general exchange of views which showed a difference of opinions as to whether this

chapter should be included in the revised TLT, the Committee decigedsioe the
examination of the provisions contained in Articlésto 21 at the next meeting of the SCT.

Agenda ltenb: Internet Domain Names

5.  With regard to the issues considered in paragi&bf document SCT/10/5 (“The
Protection of Country Names the Domain Name System”), the SCT decided to inform
ICANN that no recommendation would be made to extend protection to names by which
countries are familiarly or commonly known.

6. Inrespect of the question of sovereign immunity of Stagésrred ¢ in paragrapii8

of document SCT/10/3he SCT decided to inform ICANN that no recommendation would be
made to establish a special appeal mechanism by wdgnot/o arbitration.

7.  With regard to the issue of domain names and geographical indicatichsy f

discussion was requested.

Agenda ltem 6: Geographical Indications

8.  With regard to the issue of geographical indications, further discussion was requested.

Agenda ltem 7: Other Matters

9. The Committee was reminded that replies to the @uesdire on Trademark Law and
Practice (document SCT/11/6) should be sent to the International Bureau before the end of the
year.
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10. It was suggested that the registration of walbwn marks in national registries
deserves consideration by the Committee.

11. It was suggested that the protection provided under Afteteof the Paris Convention
deserves consideration by the Committee.

Agenda ltem 8: Future Work

12. The SCT decided that priority should be given to the revision of the TLT. The
SCT futher agreed that its twelfth session would last five full working days and that the
agenda of that session would devote at least four full days to work on the TLT, leaving
the last day flexible for consideration of other issues including the WIPO Quest®sn

on Trademark Law and Practice, Geographical Indications, Domain Names and
Geographical Indications, Articlter of the Paris Convention and the registration of
well-known marks.

13. The provisional date of the twelfth session of the SCT will bel &6rto 30, 2004.

[Annex follows]
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ANNEX

Article 8
Communications

(1) [Meansof Transmittal of Communications] Any Contracting Party may choose
the means of transmittal of communications.

(2) [Language of Communications]

(@) Any Contracting Party may reqa that any communication be in a
language admitted by the Office. Where the Office admits more than one language, the
applicant, holder or other interested person may be required to comply with any other
language requirement applicable with respedh¢oQffice, provided that no indication or
element of the communication may be required to be in more than one language.

(b) No Contracting Party may require the attestation, notarization,
authentication, legalization or any other certification of any translaf a communication
other than as provided under this Treaty.

(c) Where an Office does not require a communication to be in a language
admitted by the Office, it may require that a translation of that communication by an official
translator or a represetitee, into a language admitted by the Office, be supplied within a
reasonable time limit.

(3) [Presentation of a Communication] Subject to paragraph (2), any Contracting
Party shall accept the presentation of a communication, the content of whiclpaodse
the relevant Model International Form, if any, provided for in the Regulations.

(4) [Sgnature of Communications]

(@) Where a Contracting Party requires a communication to be signed, that
Contracting Party shall accept any signature that cesplith the requirements prescribed in
the Regulations.

(b) No Contracting Party may require the attestation, notarization,
authentication, legalization or other certification of any signature except,

(i)  where the law of the Contracting Party so providee signature
concerns the surrender of a registration, or,

(i) inthe case of a signature in electronic form, as prescribed in the
Regulations.

(c) Notwithstanding subparagraph (b), a Contracting Party may require that
evidence be filed with the Office prwhere the Office may reasonably doubt the authenticity
of any signature.
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(5) [Prohibition of Other Requirements] No Contracting Party may require that a
communication comply with requirements other than those prescribed in this Article or in the
Reguhtions.

(6) [Addressfor Correspondence, Addressfor Legal Service] Any Contracting Party
may, subject to any provision prescribed in the Regulations, require that an applicant, holder
or other interested person indicate in any communication an adioiressrespondence
and/or an address for legal service.

(7) [Original of a Communication Filed in Electronic Form or by Electronic Means
of Transmittal] Where a Contracting Party permits the filing of communications in electronic
form or by electronic mens of transmittal, it may require that the original of any such
communication, accompanied by a letter identifying that earlier transmission, be filed on
paper with the Office within a reasonable time limit.

(8) [Notification] Where one or more of threquirements under paragrap(®),
and (4) ta(7)][(4) to (7)] are not complied with in respect of a communication [in a language
admitted by the Office], the Office shall notify the applicant, holder or other interested person,
giving the opportunity teomply with any such requirement, and to make observations,
within a reasonable time limit.

Article 13bis
Measuresin Case of Failure to Comply with Time Limits

(1) [Measures] A Contracting Party shall provide for at least one of the following
procedues, in accordance with the requirements prescribed in the Regulations, for the case
where an applicant, holder or other interested person fails [,or is about to fail,] to comply with
a time limit for an action in a procedure before the Office in respext application or a
registration, and that time limit is [less than][not more than][six months][three months]:

(i) an extension of the time limit for a reasonable period of time,
(i) continued processing with respect to the application or registration, or

(i) reinstatement of the rights of the applicant or holder with respect to the
application or registration, subject to a finding by the Office that the failure occurred in spite
of due care required by the circumstances or, at the option of the ContractinghHaathe
failure was unintentional.

(2) [Exceptions] No Contracting Party shall be required to provide for any of the
procedures referred to in paragraph (1) with respect to exceptions prescribed in the
Regulations.

(3) [Fees] Any Contracting Partynay require that a fee be paid in respect of a
request under paragraph.(1)
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(4) [Prohibition of Other Requirements] No Contracting Party may demand that
requirements other than those referred to in this Treaty or in the Regulations be complied with
in respect of the procedures provided for under paragBph

Article 14
Opportunity to Make Observations in Case of Intended Refusal

An application or a request under ArticlH3 to 13[bis] may not be refused totally or in
part by an Office without givinghe applicant or the requesting party, as the case may be, an
opportunity to make observations on the intended refusal within a reasonable time limit.

Rule 6
Details Concerning the Sgnature Under Article 8(4)

(1) [Indications Accompanying Sgnature] Any Contracting Party may require that
the signature of the natural person who signs be accompanied by

() an indication in letters of the family or principal name and the given or
secondary name or names of that person or, at the option of that péitb@name or names
customarily used by the said person;

(i) an indication of the capacity in which that person signed, where such
capacity is not obvious from reading the communication.

(2) [Dateof Sgning] Any Contracting Party may require tresignature be
accompanied by an indication of the date on which the signing was effected. Where that
indication is required but is not supplied, the date on which the signing is deemed to have
been effected shall be the date on which the communicatasingehe signature was
received by the Office or, if the Contracting Party so allows, a date earlier than the latter date.

(3) [Sgnature of Communications on Paper] Where a communication to the Office
of a Contracting Party is on paper and a signasurequired, that Contracting Party

(i) shall, subject to item (iii), accept a handwritten signature;

(i)  may permit, instead of a handwritten signature, the use of other forms of
signature, such as a printed or stamped signature, or the use lobracfeabarcoded label,

(i)  may, where the natural person who signs the communication is a national
of the Contracting Party and such person’s address is on its territory, or where the legal entity
on behalf of which the communication is signedrgamized under its law and has either a
domicile or a real and effective industrial or commercial establishment on its territory, require
that a seal be used instead of a handwritten signature.
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(4) [Sgnatureof Communications Filed in Electronic Formor by Electronic Means
of Transmittal Resulting in Graphic Representation] Where a Contracting Party allows the
transmittal of communications in electronic form or by electronic means of transmittal, it may
consider such a communication signed if a grappecesentation of a signature accepted by
that Contracting Party under paragraph (3) appears on that communication as received by the
Office of that Contracting Party.

(5) [Sgnature of Communications Filed in Electronic Form Not Resulting in Graphic
Representation of Sgnature] Where a Contracting Party allows the transmittal of
communications in electronic form, and a graphic representation of a signature accepted by
that Contracting Party under paragraph (3) does not appear on such a communication as
received by the Office of that Contracting Party, the Contracting Party may require that the
communication be signed using a signature in electronic form as prescribed by that
Contracting Party.

(6) [Exception to Certification of Sgnature Under Article 8(4)(b)] Any Contracting

Party may require that any signature referred to in paragraph (5) be confirmed by a process
for certifying signatures in electronic form specified by that Contracting Party.

Rule 7
Details Concerning Indications Under Article 8(5), (6) and (8)

(1) [Details Concerning Indications Under Article 8(5)]
(@) Any Contracting Party may require that any communication

() indicate the name and address of the applicant, holder or other
interested person,;

(i) indicate the number of thegpplication or registration of the mark to
which it relates;

(i)  contain, where the applicant, holder or other interested person is
registered with the Office, the number or other indication under which he is so registered.

(b) Any Contracting Partynay require that any communication by a
representative for the purposes of a procedure before the Office contain

(i) the name and address of the representative;

(i) areference to the power of attorney, or other communication in which
the appointment of that regsentative is or was effected, on the basis of which the said
representative acts;

(i)  where the representative is registered with the Office, the number or
other indication under which he is so registered.



SCT/11/8
Annex |, page®

(2) [Addressfor Correspondence and Addressfor Legal Service] Any Contracting
Party may require that the address for correspondence and the address for legal service,
referred to in Article 8(6), be on a territory prescribed by that Contracting Party

(3) [Address Where No Representative Is Appointed] Where no representative is
appointed and an applicant, holder or other interested person has provided, as his address, an
address on a territory prescribed by the Contracting Party under paragraph (2), that
Contracting Party shall consider that addredsetthe address for correspondence or the
address for legal service, referred to in Article 8(6), as required by the Contracting Party.

(4) [Address Where a Representative Is Appointed] Where a representative is
appointed, a Contracting Party shall coiesithe address of that representative to be the
address for correspondence or the address for legal service, referred to in Article 8(6), as
required by the Contracting Party.

(5) [Sanctionsfor Non-Compliance with Requirements)
(@) No Contracting Partynay provide for the refusal of an application on
grounds of failure to comply with any requirement to file a registration number or other
indication under paragraph (1)(a)(iii) and (b)(iii).
(b) Where a notification has not been made because indicatiomsng the
applicant, holder or other interested person to be contacted by the Office have not been filed,

a reasonable time limit shall be granted before the Contracting Party applies such sanctions as
is provided for in its law.

Rule 10
Requirements Relating to Measures in Case of Failure to Comply with Time Limits

(1) [Request for an Extension of a Time Limit] Where a Contracting Party provides
for an extension of a time limit, it may require that the request
(i) Dbe filed with the Office priord the expiration of that time limit,

(i)  be signed by the applicant or holder or the representative of the
applicant or holder,

(i)  contain an identification of the time limit in question.

(2) [Request for Continued Processing] Where a ContractmParty provides for
continued processing it may require that the request

(i) Dbe filed with the Office prior or after the expiration of that time limit,

(i)  be signed by the applicant or holder or the representative of the
applicant or holder,



SCT/11/8
Annex |, pagelO

(i)  contain an identification of the time limit in question,
and that the omitted act be completed.

(3) [Request for Reinstatement of Rights] Where a Contracting Party provides for the
reinstatement of the rights of the applicant or holder, it may retiatehe request

(i) be filed with the Office,

(i)  be signed by the applicant or holder or the representative of the
applicant or holder,

(i)  contain an identification of the time limit in question,

(iv) set out the facts and evidence in suppbthe reasons for the failure
to comply with the time limit,

and that the omitted act be completed.

(4) [TimeLimit for Filing a Request for Reinstatement of Rights Under
Paragraph (3)] A request for reinstatement of rights shall be filed withinesoeable time
limit from the date of the removal of the cause of failure to comply with the time limit in
question or, not less than [ ] months from the date of expiration of the time limit in question,
whichever is the earlier.

(5) [ExceptionsUnder Article 13bis(2)] The exceptions referred to in
Article 13bis(2) are the cases of failure to comply with a time limit:

(i) for which relief has already been granted under ArfiBleis(1)(i)
or (ii);

(i)  for making a request for relief under Article 181)(i) or (ii) or a
request for reinstatement under Article 13bis(1)(iii);

(@ii)  [(iii) for payment of a renewal fee];

(iv) for an action before a board of appeal or other review body constituted
in the framework of the Office;

(v) for an actionm inter partes proceedings;
(vi) for the correction or addition of a priority claim;

(vii)  for filing the declaration referred to in ArticB{1)(a)(vii).

[Annex Il follows]
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(in the alphabetical order of the names in French of the States)

ALLEMAGNE/GERMANY

Li-Feng SCHROCK, Senior Ministerial Counsellor, Federal Ministry of Justice, Berlin
<schrockli@bmj.bund.de>

Carolin HUBENETT (Miss), Head, International RegistatiTeam, German Patent and

Trade Mark Office, Munich
<carolin.huebenett@dpma.de>

ARABIE SAOUDITE/SAUDI ARABIA

Saleh M.S. SHOAIB, Attaché, Permanent Mission, Geneva
<sslhfs@yahoo.com>

ARGENTINE/ARGENTINA

Gerardo A. RODRIGUEZ, Director de Marcas, Ihgith Nacional de la Propiedad Industrial
(INPI), Buenos Aires
<grodriguez@inpi.gov.ar>

AUSTRALIE/AUSTRALIA

Michael ARBLASTER, Deputy Registrar of Trademarks, IP Australia, Woden ACT
<marblaster@ipaustralia.gov.au>

AUTRICHE/AUSTRIA

Petra ASPERGER (Mrk Lawyer, Austrian Patent Office, Vienna
<petra.asperger@patent.omvit.gv.at>
<petra.asperger@patentamt.at>
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BARBADE/BARBADOS

Paul POUNDER, Business Development Officer, The Barbados Small Business Development
Centre, Fontabelle, Saint Michael
<ppounde@bidc.org>

BELGIQUE/BELGIUM

Monique PETIT (Mme), conseillere adjointe, Office de la propriété industrielle, Bruxelles
<monique.petit@mineco.fgov.be>

BOLIVIE/BOLIVIA

Angelica NAVARRO LLANOS (Mrs.), Second Secretary, Permanent Mission, Geneva

BRESILBRAZIL

Maria Elizabeth BROXADO (Mrs.), Director of Trademarks, National Institute of Industrial
Property, Rio de Janeiro
<beta@inpi.gov.br>

Leonardo CLEAVER DE ATHAYDE, Secretary, Permanent Mission, Geneva
<leonardo.athayde@ties.itu.int>

BRUNEI DARUSSA AM/BRUNEI DARUSSALAM

Shahrinah YUSOF KHAN (Mrs.), Deputy Registrar, Attorney General's Chambers, Brunei
Darussalam
<shahrinah_yussof@agc.gov.bn>

BULGARIE/BULGARIA

Shtiryana VALCHANOVAKRASTEVA (Mrs.), Patent Office, Sofia
<cvalchanova@bpo.bg>
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CANADA

Cameron MACKAY, First Secretary, Permanent Mission, Geneva
<cameron.mackay@dfamaeci.gc.ca>

Lisa POWER (Miss), Chairperson, Tranrks Opposition Board, Canadian Intellectual
Property Office, Department of Industry, Quebec
<power.lisa@ic.gc.ca>

Dominique HENRIE (Mrs.), Legal Counsel, Industry Canada, Legal Services, Department of
Justice, Gatineau, Quebec
<henrie.dominique@ic.gc.ca>

J. Bruce RICHARDSON, Policy Analyst, Industry Canada, Intellectual Property Policy

Directorate, Ottowa
<richardson.brce@ic.gc.ca>

CHINE/CHINA

ZHAO Gang, Director of Division, Trademark Office, State Administration for Industry and
Commerce (SAIC), Beijing
<saiczhaogang@sina.com>

ZHAO Yangling, First Secretary, Permanent Mission, Geneva

COLOMBIE/COLOMBIA

Ricardo VELEZ BENEDETTI, Ministro Consejero, Mision Permanente, Ginebra
<misioncol3@hotmail.com>

<velezbenedetti@hotmail.com>

CONGO

Vincent Ferrier MAYOKE, chef du Service juridique par intérim, Antenne nationale de la
propriété industrielle, Brazzaville

<fvincernt_mayoke@yahoo.fr>

COSTA RICA

Alejandro SOLANO ORTIZ, Ministro Consejero, Mision Permanente, Ginebra

<alejandro.solano@ties.itu.int>

COTE D'IVOIRE

DésiréeBosson ASSAMOI, conseiller, Mission permanente, Genéve
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CROATIE/CROATIA

Jasna KLJAJD (Miss), Senior Administrative Officer, Section for International Registration
of Distinctive Signs, State Intellectual Property Office of the Republic of Croatia (SIPO),
Zagreb

<jasna_kljajic@yahoo.com>

CUBA

Clara Amparo MIRANDA VILA (Sra), Jefe del Departamento de Marcas, Oficina Cubana de
la Propiedad Industrial (OCPI), La Habana

<marcas@ocpi.cu>

Natasha GUMA GARCIA (Mrs.), Second Secretary, Permanent Mission, Geneva

<natacha.gumagarcia@ties.itu.int>

DANEMARK/DENMARK

Ellen BREDDAM (Mrs.), Head of Division, Danish Patent and Trademark Office, Taastrup
<ebr@dkpto.dk>

Kaare STRUVE, Legal Adviser, Danish Patent and Trademark Office, Taastrup
<kaa@dkpto.dk>

DOMINIQUE/DOMINICA

RoseAnne Hermia CHARLES (Miss), State Attorney, Ministifyl@gal Affairs,
Immigration and Labour, Roseau

<legal.afffairs@cwdom.dm>

<rose2178@yaheoom>

EGYPTE/EGYPT

Ahmed ABDEL-LATIF, Third Secretary, Permanent Mission, Geneva
<abdelatif@yahoo.com>

EL SALVADOR

Ramiro RECINOS TREJO, Ministro Consejero, MisiPermanente, Ginebra
<ramiro.recinos@ties.itu.int>

Fresia MONTERRUBIO (Sra.), Consejera, Mision Permanente, Ginebra
<fmonterrubio@minec.gov.sv>
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ESPAGNE/SPAIN

Jose Maria DEL CORRAL, Consejero Técnico, Oficina Espafiola de Patentes y Marcas,
Madrid
<josem.delcorra@oepm.es

ESTONIE/ESTONIA

Ingrid MATSINA (Miss), Deputy Head, Trademark Department, Estonian Patent Office,
Tallinn
<ingrid.matsina@epa.ee>

Kristiina LAURI (Miss), Executive Officer, Legal Department, Estonian Patent Office,

Tallinn
<kristiina.lauri@epa.ee>

ETATS-UNIS D’AMERIQUE/UNITED STATES OF AMERICA

Sharon MARSH (Miss), Administrator for Trademark Policy and Procedure, Patent and
Trademark Office, Commissioner for Trademarks, Arlington, Virginia
<sharon.marsh@uspto.gov>

Jon P. SANTAM\URO, Intellectual Property Attaché, Executive Office of the President,
Permanent Mission to the World Trade Organization (WTO), Geneva
<jsantamauro@ustr.gov>

Amy P. COTTON (Miss), Attorneddvisor, Office of International Relations, Patent and
TrademarlkOffice, Department of Commerce, Washington D.C.
<amy.cotton@uspto.gov>

EX-REPUBLIQUE YOUGOSLAVE DE MACEDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA

Simco SIMJANOVSKI, Head, Trade Mark Department, Industrial Property Protection Office,
Skopje
<simcos@ppo.gov.mk>

Biljana LEKIC (Mrs.), Deputy Head, Trade Mark Department, Industrial Property Protection
Office, Skopje
<biljanal@ippo.gov.mk>
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FEDERATION DE RUSSIE/RUSSIAN FEDERATION

Valentina ORLOVA (Mrs.), Director, Legal Department, Russian Agenci?&bents and
Trademarks (ROSPATENT), Moscow
<orlova@rupto.ru>

Anastassia MOLCHANOVA (Miss), Senior Expert, Russian Agency for Patents and
Trademarks (ROSPATENT), Moscow
<anamol@rambler.ru>

Liubov KIRIY (Miss), Head of Division, Federal Institute of Indugt Property (FIPS),

Moscow
<lkiriy@rupto.ru>

FINLANDE/FINLAND

Hilkka NIEMIVUO (Mrs.), Deputy Head, Trademarks Division, National Board of Patents
and Registration of Finland, Helsinki
<hilkka.niemivuo@prh.fi>

Paivi RAATIKAINEN (Miss), Head of SectigrNational Board of Patents and Registration of

Finland, Helsinki
<paivi.raatikainen@prh.fi>

FRANCE

Gilles REQUENA, chargé de mission, Institut national de la propriété industrielle (INPI),
Paris

<grequena@inpi.fr>

Marianne CANTET (Mlle), Institut nadinal de la propriété industrielle (INPI), Paris

<mariannecantet@inpi.fr>

GRECE/GREECE

Andreas CAMBITSIS, MinisteCounselor, Permanent Mission, Geneva

Aclamantia NIKOLAKOPOULOU, chef de section, Ministere du développement, Secrétariat
général du commee, Athénes

Georges DIMITRAKOPOULQOS, chef de section, Ministere du développement, Secrétariat
général du commerce, Athénes
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GUATEMALA

Gabriel ORELLANA, First Secretary, Permanent Mission, Geneva
<gabriel.orellana@ties.itu.ch>

HAITI/HAITI

JeanClaudyPIERRE, First Secretary, Permanent Mission, Geneva
<claudeddy@hotmail.com>

HONGRIE/[HUNGARY

Marietta KISS (Mrs.), Head, Industrial Property Law Section, Legal and International
Department, Hungarian Patent Office, Budapest

<kissm@hpo.hu>

Gyula SOROSI, Bputy Head, Trademark Utility Model and Industrial Design Department,
National Trademark Section, Hungarian Patent Office, Budapest

<sorosi@hpo.hu>

INDE/INDIA

Preeti SARAN (Mrs.), Counsellor, Permanent Mission, Geneva

INDONESIE/INDONESIA

Dewi Mayangari KUSUMAASTUTI (Miss), Counsellor, Permanent Mission, Geneva
<dewi.kusumaastuti@ties.itu.int>

IRAN (REPUBLIQUE ISLAMIQUE D')/IRAN (ISLAMIC REPUBLIC OF)

Hamid AZIZ MORADPOUR, Expert of Trademark, Industrial Property Office, Tehran
<hamidazizimp@yahoootn>

Hekmatallah GHORBANI, Third Counsellor, Permanent Mission, Geneva
<ghorbani82@justice.com>

IRLANDE/IRELAND

Anne COLEMANDUNNE (Mrs.), Assistant Principal Officer, Intellectual Property Unit,
Department of Enterprise, Trade and Employment, Dublin
<anne_colemandunne@entemp.ie>
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ITALIE/ITALY

Sante PAPARO, Director, Trademark Office, Ministry of Productive Activities, Rome
<sante.paparo@minindustria.it>

Pasquale IANNANTUONO, conseiller juridique, Bureau des accords de propriété
intellectuelle, Minisére des affaires étrangéeres, Rome
<pasquale.iannantuono@libero.it>

Daniela CESCHI (Mme), Mission permanente, Geneve
<dceschi@libero.it>

llaria MUSCO, Mission permanente, Genéve

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHIRIYA

Haran ALTURGMAN (Mrs.), Researcher, National Board for Scientific Research, Tripoli

JAPON/JAPAN

Ryokichi SUZUKI, Office Director, Formality Examination Standards Office, Formality
Examination Division, Trademarks, Design and Administrative Affairs Department,
Japan Patent Qe (JPO), Tokyo

Hiroshi MORIYAMA, Deputy Director, International Affairs Division, General
Administration Department, Japan Patent Office (JPO), Tokyo
<moriyamahiroshi@jpo.go.jp>

Masakazu KOBAYASHI, Trademark Examiner, Trademark Examination Division,
Trademark, Design and Administrative Affairs Department, Japan Patent Office (JPO), Tokyo
<kobayashimasakazu@jpo.go.jp>

Keisuke HAYASHI, Formality Examination Standards Office, Formality Examination
Division, Trademark, Design and Administrative Affairegartment, Japan Patent Office
(JPO), Tokyo

<hayashikeisuke @jpo.go.jp>

Takuya MIYOSHI, Director, Internet Policy Office, Telecommunications Bureau, Ministry of
Public Management, Home Affairs, Posts and Telecommunications (MPHPT), Tokyo
<t.miyoshi@soumgo.jp>

Shintaro TAKAHARA, First Secretary, Permanent Mission, Geneva

KAZAKHSTAN

Azamat AMIRGALIEV, ViceChairman, Committee for Intellectual Property Rights,
Ministry of Justice of the Republic of Kazakhstan, Astana
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KENYA
Stella MUTHONI MUNYI (Mrs.),Senior State Counsel, Kenya Industrial Property Institute

(KIPI), Nairobi
<kipi@swiftkenya.com>

LETTONIE/LATVIA

Dace LIBERTE (Mrs.), Head, Trademarks and Industrial Design Department, Patent Office of
the Republic of Latvia, Riga
<valde@lIrpv.lv>

LITUANIE/LITHUANIA

DignaZINKEVICIENE (Miss), Head, Trademarks and Design Division, State Patent Bureau
of the Republic of Lithuania, Vilnius
<d.zinkeviciene@vpb.It>

Viktorija SARAFANOVICIENE (Mrs.), Examiner, State Patent Bureau of the Republic of

Lithuania, Vilnius
<sarafanoviene@rpb.It>

MADAGASCAR

Juvin Henri RAVELOARISON, chef du Service des marques et des noms commerciaux,
Antananarivo
<omapi@wanadoo.mg>

MALTE/MALTA

Tony BONNICI, Second Secretary, Permanent Mission, Geneva
<tony.bonnici@ties.itu.int>

MAROC/MOROCCO

Adil EL MALIKI, chef du Département information et communication, Office marocain de la
propriété industrielle et commerciale (OMPIC), Casablanca
<adil.elmaliki@ompic.org.ma>

Khalid SEBTI, premier secrétaire, Mission permanente, Genéve
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MEXIQUE/MEXICO

José Alberto MONJARAS OSORIO, Coordinador Departamental de Conservacion de
Derechos, Instituto Mexicano de la Propiedad Industrial (IMP1), México, D.F.
<a.monjaras@impi.gob.mx>

NEPAL/NEPAL

Bharat Bahadur THAPA, Director General, Department of IndesstKathmandu
<doi@ecomail.com.np>
<bbthapa@doi.com.np>

NORVEGE/NORWAY

Solrun DOLVA, Head of Section, National Trademarks, Design and Trademark Department,
The Norwegian Patent Office, Oslo

Jostein SANDVIK, Legal Advisor, Legal and Political Affairdyd Norwegian Patent Office,

Oslo
<jsa@patentstyret.no>

NOUVELLE-ZELANDE/NEW ZEALAND

George WARDLE, Senior Analyst, Regulatory and Competition Policy Branch, Ministry of
Economic Development, Wellington
<george.wardle@med.govt.nz>

OUGANDA/UGANDA

Martinez Arapta MANGUSHO, Deputy Principal Legal Advisor, Legal Counsel, Ministry of
Foreign Affairs, Kampala
<martmangusho@yahoo.com>

PAKISTAN

Hakam Khan MALIK, Additional Secretary, Ministry of Law, Justice, Human Rights and
Parliamentary Affairs, Islamalbla

PANAMA

Lilia H. CARRERA (Sra.), Analista de Comercio Exterior, Mision Permanente ante la

Organizacion Mundial del Comercio (OMC), Ginebra
<lilia.carrera@ties.itu.int>



SCT/11/8
Annexe Il/Annex II, pagd 1

PAYSBAS/NETHERLANDS

Hans Rudolph FURSTNER, Member, Council of Patents, Minigtgconomic Affairs,
Rijswijk

PEROU/PERU

Alejandro NEYRA SANCHEZ, Tercer Secretario, Mision Permanente, Ginebra
<alejandro.neyra@ties.itu.int>

POLOGNE/POLAND

Marta CZYZ (Mrs.), Head, Trademarks Examination Division, Patent Office of the Republic
of Pdand, Warsaw
<mczyz@uprp.pl>

Andrzej SZCZEPEK, Expert, Patent Office of the Republic of Poland, Warsaw
<szczepek@uprp.pl>

PORTUGAL

Rogélia Maria PINTO INGLES (Mrs.), Head of Department, National Institute of Industrial
Property (INPI), Lisbon

<romingles@inpi.pt>

José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Geneve
<mission.portugal@ties.itu.int>

QATAR

Ahmed YOUSSEF AL JEFAIRI, Head of Trademarks Office, Ministry of Economy and
Commerce, Doha
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REPUBLIQUE DE COREE/REPUBRLC OF KOREA

MOON Chang Jin, Deputy Director, Korean Intellectual Property Office, Da@ign
<jinanjin@hanmail.net>
<<jinanjin@kipo.go.kr>

MOK Sung Ho, Deputy DirectoKorean Intellectual Property Office, Daejity
<mokworld@empal.com>

KIM Ki Beom, Deputy DirectorKorean Intellectual Property Office, Daej@ity
<kbkim21l@naver.com>

JOAdK Park, Intellectual Property Attaché, Permanent Mission, Geneva

<hang7200@dreamwiz.com>

REPUBLIQUE DEMOCRATIQUE POPULAIRE LAO/LAO PEOPLE’S DEMOCRATIC
REPUBLIC

Makha CHANTHALA, Director, Division of Intellectual Property, Department of Intellectual
Property, Standardization and Metrology, Science, Technology and Environment Agency,
Vientiane

<c_makha@yahoo.com>

REPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

lon DANILIUC, First Deputy Director General, State Agency on Industrial Property
Protection (AGPI), Kishinev

<office@agepi.md>

<danil@agepi.md>

REPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC

Ysset ROMAN MALDONADO (Mme), ministre conseiller, Mission permanente, Genéve

REPUBLIQUE TCHEQUE/CZECH REPUBLIC

HanaCiZKOVA (Mrs.), Industrial Property Office, International and European Integration
Department, Prague
<hcizkova@upv.cz>

Petra SIMKOVA (Mrs.), Examiner, Trademark Department, Industrial Property Office,
Prague
<psimkova@upv.cz>
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ROUMANIE/ROMANIA

Gheorghe BUCSA, Head, Industrial Design Division, State Office for Inventions and
Trademarks (OSIM), Bucharest
<gheorghe.bucsa@osim.ro>

Popescu TIBERIU, Examiner, State Office for Inventions and Trademarks (OSIM), Bucharest
Constanta Cornelia MORARU (MrsHlead, Legal and International Cooperation

Department, State Office for Inventions and Trademarks (OSIM), Bucharest
<moraru.cornelia@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

Jeff WATSON, Senior Policy Advisor, Intellectual Property and Innovation Direetorat
The Patent Office, Newport
<jeff.watson@patent.gov.uk>

SINGAPOUR/SINGAPORE

Li Choon LEE, Intellectual Property Office of Singapore (IPOS), Singapore
<leeli-choon@ipos.gov.sg>

SLOVENIE/SLOVENIA

Vesela VENISNIK (Mrs.), Head, Trademark and Desigp&rtment, Slovenian Intellectual
Property Office, Ljubljana
<v.venisnik@uitsipo.si>

SOUDAN/SUDAN

Muzamil Abdalla MOHAMMED, Registrar General of Intellectual Property, Department of
Intellectual Property, Ministry of Justice, Khartoum

SUEDE/SWEDEN

Magnus AHLGREN, Senior Legal Counsel, Deputy Head of Trademark Department,
Swedish Patent and Registration Office, Stockholm
<magnus.ahlgren@prv.se>

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm
<per.carlson@pbr.se>
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SUISSESWITZERLAND

Michéle BURNIER (Mme), avocate, Division des marques, Institut fédéral de la propriété
intellectuelle, Berne
<michele.burnier@ipi.ch>

Stefan FRAEFEL, conseiller juridique, Division des marques, Institut fédéral de la propriété

intellectuelle Berne
<stefan.fraefel@ipi.ch>

THAILANDE/THAILAND

Pramode VIDTAYASUK, Deputy Director General, Department of Industrial Promotion,
Ministry of Industry, Bangkok
<pramode@dip.go.th>

Pornchai DANVIVATHANA, Minister Counsellor, Permanent Mission, Geneva
<pornchai@thaiwto.com>

Sasithorn SUNTHRARAK (Miss), Advisor, International Standardization, Thai Industrial
Standards Institute, Ministry of Industry of Thailand, Bangkok
<sasitorn@tisi.go.th>

Thanaporn TUNJOY (Miss), Foreign Relations Officer, Thai InaaisStandards Institute,
Ministry of Industry, Bangkok
<thanapon@tisi.go.th>

Supark PRONGTHURA, First Secretary, Permanent Mission, Geneva
<suparkp@yahoo.com>

TUNISIE/TUNISIA

Nafaa BOUTITI, juriste, Institut national de la normalisation et de larf@@pindustrielle
(INNORPI), Tunis

TURKMENISTAN/TURKMENISTAN

Sulgun KURBANOVA (Mrs.), Main SpecialigExpert, Patent Department, Ministry of
Economy and Finance of Turkmenistan, Ashgabat
<sulgun@list.ru>

Rustemmurat PAYZULLAEV, Deputy Head, Patent Bgment, Ministry of Economy and
Finance of Turkmenistan, Ashgabat
<tmpatent@online.tm>
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TURQUIE/TURKEY

Yasar OZBEK, conseiller juridique, Mission permanente auprées de 'OMC, Genéve
<yozbek@yahoo.fr>

UKRAINE

Valentyna SHRAMKO (Miss), Head, Divisiorf ®evelopment, Industrial Property
Legislation, Ukrainian Industrial Property Institute, Kyiv
<shramko@ukrpatent.org>

Nataliya MAKSYMOVA (Mrs.), Deputy Head, Legal Division, State Department of
Intellectual Property, Kyiv
<maksimova@sdip.gov.ua>

Tamara SIEVELEVA (Mrs.), Advisor to the Chairman, Ukrainian Industrial Property
Institute, Kyiv
<sheveleva@sdip.ua>

Yuriy BOSHYTSKYY, Director, International Center of Legal Problems in Intellectual
Property, State Department of Intellectual Property, Kyiv

<byl@rgl.net.ua>

URUGUAY

Graciela ROAD D’'IMPERIO (Sra.), Directora de Asesoria Técnica, Direccion Nacional de la
Propiedad Industrial, Montevideo

<dnpiuy@adinet.com.uy>

Alejandra DE BELLIS (Srta.), Primer Secretaria, Mision Permanente, Ginebra
<mission.urugay@ties.itu.int>

<alejandra.ddellis@ties.itu.int>

VENEZUELA

Virginia PEREZ PEREZ (Srta.), Consejera, Mision Permanente, Ginebra
<virginia-perezperez@yahoo.com>

YEMEN

Abdulbaset Saif Ali ALBAKRI, Head, Examination Section, Trade Mark Division, Mitry
of Industry and Trade, Sana’a
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COMMUNAUTES EUROPEENNES (CHEUROPEAN COMMUNITIES (EC)

Susana PEREZ FERRERAS (Mrs.), Administrator, Industrial Property, European Commission,
Brussels
<susana.pereferreras@cec.eu.int>

Detlef SCHENNEN, Head, Indtrial Property Matters Service, Office for Harmonization in the
Internal Market (Trade Marks and Designs), Alicante
<detlef.schennen@oami.eu.int>

Patrick RAVILLARD, Counsellor, Permanent Delegation of the European Commission in
Geneva
<patrick.ravillard@ec.eu.int>

[I. ORGANISATIONS INTERGOUVERNEMENTALES/
INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE
ORGANIZATION (WTO)

Thu-Lang TRAN WASESCHA, (Mrs.) Counsellor, Intellectual Property Division, Geneva
<thulang.ranwasescha@wto.org>

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)

Edmond SIMON, directeur adjoint, La Haye
<dsimon@bmkobm.org>

Paul LAURENT, chef de la Division d’opposition, La Haye
<plaurent@bmibbm.org>

Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standing Committee, the European Communities were accorded
memberstatus without a right to vote.
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ORGANISATION AFRICAINEDE LA PROPRIETE INTELLECTUELLE
(OAPI)/AERICAN INTELLECTUAL PROPERTY ORGANIZATION (AIPO)

Hassane YACOUBA KAFFA, chef de Service, Yaoundé
<hykaffa@yahoo.fr>

UNION AFRICAINE/AFRICAN UNION

Sophie ASIMENYE KALINDE (Mrs.), Ambassador, Permanent Mission, @ane

Venant WEGENZOMWITA, Counsellor, Permanent Mission, Geneva

[1l. ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/Americaridatiehl
Property Law Association (AIPLA)

Jonathan W. RICHARDS (Vie€hair, Trademark Legislation Committee, Arlington)
<jrichards@wnspatent.com>

<jrichards@wnlaw.com>

Association communautaire du droit des marques (ECTA)/European Communities Trade
Mark Association (ECTA)

Dietrich C. OHLGART (Chairman, Law Committee)

<dietrich.ohlgart@Iloveless.com>

Association des industries de marque (AIM)/European Brands Association (AIM)
Jean BANGERTER (Chairman, AIM Trademark Committee, Lausanne)
<bangerter.jean@urbaneh>

Association des propriétaires européens de marques de commerce (MARQUES)/Association
of European Trade Marks Owners (MARQUES)

Rudolf HAUG, (Trademark Specialist, Basel)

<rudolf.haugg@sygenta.com>

Association internationale des juristes pour letdieila vigne et du vin (AIDV)/International
Wine Law Association (AIDV)

Douglas REICHERT (AttornegtLaw, Geneva)

<dreichert@swissonline.ch>
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Association internationale pour la protection de la propriété industrielle (AIPPI)/International
Association fo the Protection of Industrial Property (AIPPI)

Gerd F. KUNZE (President, Zurich)

<kunze@bluewin.ch>

Zeljko TOPKC (Member Special Committee Q177: Substantive Trademark Law
Harmonisation)

<topic@korpetharamija.com>

Association internationale pour les marques (INTA)/International Trademark Assocation

(INTA)
Richard J. TAYLOR (Member, New York)

<rjtnyc@ad.com>

Association japonaise pour les marques (JTA)/Japan Trademark Association (JTA)
Junko SAITO (Miss) (ViceChair of International Activities Committee, Tokyo)
<jsaito@ishidapo.com>

Association juridique de I'Asie et du Pacifique (LAWASIA)/Law Assoioa for Asia and
the Pacific (LAWASIA)

David PRICE (Counsellor, Darwin)

<david.price@ntu.edu.au>

Centre d’études internationales de la propriété industrielle (CEIPI)/Center for International
Industrial Property Studies (CEIPI)

Francois CURCHOD (professeassocié a I'Université Robert Schuman de Strasbourg,
Genolier)

<francois.curchod@vtxnet.ch>

Chambre de commerce internationale (CCl)/International Chamber of Commerce (ICC)
Antonio L. DE SAMPAIO (conseiller, L.E. Dias Costa, I.D.A, Lisbonne)
<diascosta@liascosta.pt>

Goncalo DE SAMPAIO (membre, avocat, J.E. Dias Costa, I.D.A, Lisbonne)
<diascosta@jediascosta.pt>

Fédération internationale des conseils en propriété industrielle (FICPI)/International
Federation of Industrial Property Attorneys (FICPI)

JeanMarie BOURGOGNON (Member of Group |, Paris)

<courrier@cabineloyer.fr>
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IV. BUREAU/OFFICERS

Président/Chair: Li-Feng SCHROCK (Allemagne/Germany)

Vice-présidents/ViceChairs: Graciela ROAD D’'IMPERIO (Mme/Mrs.) (Uruguay)
Valentina ORLOVA (Mme/Mrs.JFédération de
Russie/Russian Federation)

Secrétaire/Secretary: Denis CROZE (OMPI/WIPO)

V. SECRETARIAT DEL’'ORGANISATION MONDIALE
DE LA PROPRIETEINTELLECTUELLE (OMPI)/
SECRETARIAT OFTHE
WORLD INTELLECTUAL PROPERTYORGANIZATION (WIPO)

ShozoUEMURA, vicedirecteur général/Deputy Director General
Francis GURRY, soudirecteur général/Assistant Director General

Ernesto RUBIO, directeur principal, Département des marques, des dessins et modeles
industriels et des indications géographiques/Seniciir, Trademarks, Industrial Designs
and Geographical Indications Department

Octavio ESPINOSA, directewnronseiller, Secteur des marques, des dessins et modeles
industriels et des indications géographiques/Direattrisor, Sector of Trademarks,
Industial Designs and Geographical Indications

Joélle ROGE (Mme/Mrs.), directriemnseillére, Secteur des marques, des dessins et modéles
industriels et des indications géographiques/Direattrisor, Sector of Trademarks,
Industrial Designs and Geographicadlications

Denis CROZE, chef, Section du développement du droit international (marques, dessins et
modeles industriels et indications géographiques)/Head, International Law Development Section
(Trademarks, Industrial Designs and Geographical Indications)

Christian WICHARD, chef, Section du développement du droit (centre d’arbitrage et de
médiation de 'OMPI)/Head, Legal Development Section (WIPO Arbitration and Mediation
Center)
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Martha PARRA FRIEDLI (Mme/Mrs.), juriste principale, Section du développ# du droit
international (marques, dessins et modeéles industriels et indications géographiques)/Senior
Legal Officer, International Law Development Section (Trademarks, Industrial Designs and
Geographical Indications)

Paivi LAHDESMAKI (Mlle/Miss), juriste principale, Section du développement du droit
international (marques, dessins et modeéles industriels et indications géographiques)/Senior Legal
Officer, International Law Development Section (Trademarks, Industrial Designs and
Geographical Indications)

Abdoulaye ESSY, consultant, Section du développement du droit international (marques, dessins
et modeles industriels et indications géographiques)/Consultant, International Law Development
Section (Trademarks, Industrial Designs and Geographical Ir@heati

[Fin de I'annexe Il et du document/
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