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PROPOSED FINAL JURY INSTRUCTION NO. 14
UTILITY PATENTS—INFRINGEMENT UNDER THE
DOCTRINE OF EQUIVALENTSl
Compared to N.D. Cal. Model Patent Jury Instr. B.3.4

Apple’s Proposed Instruction

If you decide that faHeged-infringerf sfan accused Samsung product}-methoe} does not literally
infringe an asserted Apple patent claim, you must then decide whether that fproduct}-{methed]}

infringes the asserted claim under what is called the “doctrine of equivalents.”_If you decide that
an accused Apple product or method does not literally infringe an asserted Samsung patent claim,
you must then decide whether that product or method infringes the asserted claim under what is
called the “doctrine of equivalents.”

Under the doctrine of equivalents, the fproduct}-f or method} can infringe an asserted patent claim
if it includes fparts}{steps} or software instructions that are identical or equivalent to the
requirements of the claim. If the fproduct}-{ or method} lacks a part or software instructions that
IS missing-an-identical or equivalent fpart}-{step}-to even one requirement of the asserted patent
claim, the fproduct} or method} cannot infringe the claim under the doctrine of equivalents.
Thus, in making your decision under the doctrine of equivalents, you must look at each individual
requirement of the asserted patent claim and decide whether the fproduct}| or method} has either
ana part or set of instructions that is identical or equivalent-fpart}-{step} to that individual claim
requirement.

A fpart}Hstep} of or a fset of software instructions in a product}- or method} is equivalent to a
requirement of an asserted claim if a person of ordinary skill in the field would think that the
differences between the fpart}-{step} or instructions and the requirement were not substantial as of
the time of the alleged infringement.

Changes in technique or improvements made possible by technology developed after the patent
application is filed may still be equivalent for the purposes of the doctrine of equivalents if it still
meets the other requirements of the doctrine of equivalents set forth in this instruction.

fOne way to decide whether any difference between a requirement of an asserted claim and a
fpart}step} or set of instructions in the fproduct}-f or method} is not substantial is to consider
whether, as of the time of the alleged infringement, the {part}-{step}-ef-the {preduct}-{methed] or
instructions performed substantially the same function, in substantially the same way, to achieve
substantially the same result as the requirement in the patent claim-}.

fIn deciding whether any difference between a claim requirement and the fproduct}-{ or method}
is not substantial, you may consider whether, at the time of the alleged infringement, persons of
ordinary skill in the field would have known of the interchangeability of the fpart}-{step} or set of
instructions with the claimed requirement. The known interchangeability between the claim
requirement and the fpart}-fstep}-ef or instructions within the fproduct}f or method} is not
necessary to find infringement under the doctrine of equivalents. However, known
interchangeability may support a conclusion that the difference between the fpart}-{step}n-the
fpreduct-fmethed] or instructions and the claim requirement is not substantial. The fact that a
fpart}-step}-of or software instructions in the fproduct}-{methed} performs the same function as

the claim requirement is not, by itself, sufficient to show known interchangeability-}.

! Apple does not believe that Samsung should be permitted to rely on the doctrine of
equivalents with respect to any of its infringement contentions. Apple reserves the right to
modify the instruction if the Court rules in its favor on this issue.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 2
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Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.3.4.
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PROPOSED FINAL JURY INSTRUCTION NO. 15
UTILITY PATENTS— LIMITATIONS ON THE DOCTRINE OF EQUIVALENTS?
Compared to N.D. Cal. Model Patent Jury Instr. B.3.7

Apple’s Proposed Instruction

Because {patent-helder]Samsung made certain claim changes or statements during the patent
application process for the |—Jpatent’711, "460, and 893 patents, the doctrine of equivalents
analysis cannot be applied to the following requirements of the asserted claims:

L : laienbrv-clai ]

e The limitation requiring “wherein the music background play object includes an
application module including at least one applet” in claim 9 of the *711 patent.

e The limitations requiring a “first E-mail transmission sub-mode,” a “second E-mail
transmission sub-mode,” “displaying an image most recently captured in a camera
mode,” “sequentially displaying other images stored in a memory through the use of
scroll keys” in claim 1 of the *460 patent.

e The limitation requiring “irrespective of a duration” in claim 10 of the ’893 patent.

Unless each of these requirements is literally present within the I -
frethod};Apple’s products, there can be no infringement of the-elaim-these claims.

Source

N.D. Cal. Model Patent Jury Instr. B.3.7.

3 Apple does not believe that Samsung should be permitted to rely on the doctrine of
equivalents with respect to any of its infringement contentions. Apple reserves its right to
withdraw or modify this instruction if the Court rules in its favor on this issue.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 4
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PROPOSED FINAL JURY INSTRUCTION NO. 19
UTILITY PATENTS—STATUTORY BARS
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3a2*

Apple’s Proposed Instruction

A utility patent claim is invalid if the patent application was not filed within the time required by
law. This is called a “statutory bar.” For a patent claim to be invalid by a statutory bar, all of its
requirements must have been present in one prior art reference dated more than one year before
the patent application was filed. Here is a list of ways falleged-infringerjeither side can show that

the patent application was not timely filed: fcheose-those-thatapphy}

[—+H— If the claimed invention was already patented or described in a printed publication
anywhere in the world before-finsert-date-that-ismore than one year before the effective
filing date of the patent application}—. A reference is a “printed publication” if it is
accessible to those interested in the field, even if it is difficult to find-}:};

[—+H— If the claimed invention was already being openly used in the United States before
Finsert-date-that ismore than one year before applicationthe effective filing date} of the
patent application and that use was not primarily an experimental use (a) controlled by the
inventor, and (b) to test whether the invention worked for its intended purpose:};

{—H=If a device or method using the claimed invention was sold or offered for sale in the

more than one year before the effectrve f|||nq

date of the patent application;

f—H— If the {patent holder} had already obtained a patent on the claimed invention in a
foreign country before filing the original U.S. application, and the foreign application was
filed at least one year before the U.S. application-]}.

For a claim to be invalid because of a statutory bar, all of the claimed requirements must have
been either (1) disclosed in a single prior art reference, (2) implicitly disclosed in a reference to
one skilled in the field, or (3) must have been present in the reference, whether or not that was
understood at the time. The disclosure in a reference does not have to be in the same words as the
claim, but all the requirements must be there, either described in enough detail or necessarily
implied, to enable someone of ordinary skill in the field ef-Hdentify-field}-looking at the reference
to make and use the claimed invention.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2.

* Apple used the formulation of instruction No. 19 submitted in Exhibit A to Dkt.
No. 1815 for the redline here.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 5
CAse No. 11-cv-01846-LHK (PSG)
pa-1547505




© 00 N oo o1 b~ O w N

[ T N N N N N T T N T e I N R e N T < =
Lo N o o B~ wWw DN PP O © 00N oo o B~ W N+ o

Caseb5:11-cv-01846-LHK Document1822 Filed08/18/12 Pagell of 56

PROPOSED FINAL JURY INSTRUCTION NO. 24
UTILITY PATENT DAMAGES—BURDEN OF PROOF
Compared to N.D. Cal. Model Patent Jury Instr. B.5.1

Apple’s Proposed Instruction

I will instruct you about the measure of damages for claims of utility patent infringement. By
instructing you on damages, | am not suggesting which party should win on any issue. If you find
that faHeged-infringerieither party infringed any valid and enforceable claim of the —}
patentother side’s patents, you must then determine the amount of money damages to be awarded
to fthe patent holder} to compensate it for the infringement.

The amount of those damages must be adequate to compensate fthe patent holder} for the
infringement._ A damages award should put the patent holder in approximately the financial
position it would have been in had the infringement not occurred, but in no event may the
damages award be less than a reasonable royalty. You should keep in mind that the damages you
award are meant to compensate the patent holder and not to punish an infringer.

[PatentEach patent holder} has the burden to persuade you of the amount of its damages. You
should award only those damages that fthe patent holder} more likely than not suffered. While fa
patent holder} is not required to prove its damages with mathematical precision, it must prove
them with reasonable certainty. [PatentNeither patent holder} is-+et entitled to damages that are
remote or speculative.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 6
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PROPOSED FINAL JURY INSTRUCTION NO. 25
UTILITY PATENT DAMAGES — LOST PROFITS — GENERALLY
Compared to N.D. Cal. Model Patent Jury Instr. B.5.2

Apple’s Proposed Instruction

Ir-this-casefpatent-holder} For infringement of its utility patents, Apple seeks to recover lost
profits for some of faleged-infringer} sSamsung’s sales of fits infringing preduet}groducts, and a
reasonable royalty on the rest of faHeged-infringerf sSamsung’s infringing sales. Samsung does
not seek lost profits for infringement of its utility patents.

To recover lost profits for infringing sales, fpatent-helder]Apple must show that but for the
mfrmgement there is a reasonable probablllty that it would have made sales that faHeged
Samsung made of the |nfr|ng|ng product—{Patent-helder]products. Apple must show

the share of [aHeged-infringer}’sSamsung’s sales that it would have made if the infringing
preduetproducts had not been on the market.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.2.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 7
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PROPOSED FINAL JURY INSTRUCTION NO. 26
UTILITY PATENT DAMAGES—LOST PROFITS—FACTORS TO CONSIDER
Compared to N.D. Cal. Model Patent Jury Instr. B.5.3

Apple’s Proposed Instruction

[Patent-holder} Apple is entitled to lost profits if it proves all of the following:

(1) that there was a demand for theApple’s patented [product}-fmethod}fproduct
produced-by-the-methed}:products;

(2) that there were no commercially acceptable, non-infringing substitutes, or, if there
were, the number of the sales made by faHeged-infringer}Samsung that {pa%enfe
heléep} pple would have made despite the availability of other non-infringing
substitutes. An alternative may be considered available as a potential substitute even
if it was not actually on sale during the infringement period. Factors suggesting that
the alternative was available include whether the material, experience, and know-
how for the alleged substitute were readily available. Factors suggesting that the
alternative was not available include whether the material was of such high cost as to
render the alternative unavailable and whether faHeged-infringeriSamsung had to
design or invent around the patented technology to develop an alleged substitute;.
To be commercially acceptable, an alternative must have had the advantages of the
patented invention that were important to people who purchased an accused
Samsung product. If you find that Samsung’s proposed alternative would not be
available or would not be commercially acceptable for some or all of the period in
which Samsung infringed, you should determine whether Apple lost sales and profits
during this period.;

(3) that fpatent-helder]Apple had the manufacturing and marketing capacity to make

any infringing sales actually made by the-infringerSamsung and for which fpatent
holder]Apple seeks an award of lost profits; and

(4) the amount of profit that fpatent-helder]Apple would have made if faHeged
nfringerfSamsung had not infringed.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.3; Federal Circuit Bar Association Model
Patent Jury Instr. B.6.2.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 8
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PROPOSED FINAL JURY INSTRUCTION NO. 28
UTILITY PATENT DAMAGES—REASONABLE ROYALTY—ENTITLEMENT
Compared to N.D. Cal. Model Patent Jury Instr. B.5.6

Apple’s Proposed Instruction

Both Apple and Samsung seek a reasonable royalty for the infringement of their respective utility
patents.

If fpatent-holder]Apple has not proved its claim for lost profits, or has proved its claim for lost
profits for only a portion of the infringing sales, then {patent-helder]Apple should be awarded a
reasonable royalty for all infringing Samsung sales for which #Apple has not been awarded lost
profits damages.

Samsung does not make a claim for lost profits. Samsung should be awarded a reasonable royalty
for any infringing Apple sales.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.6.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 9
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PROPOSED FINAL JURY INSTRUCTION NO. 29
UTILITY PATENT DAMAGES—REASONABLE ROYALTY—DEFINITION
Compared to N.D. Cal. Model Patent Jury Instr. B.5.7

Apple’s Proposed Instruction

A royalty is a payment made to a patent holder in exchange for the right to make, use or sell the
claimed invention. This right is called a “license.” A reasonable royalty is the payment for the
license that would have resulted from a hypothetical negotiation between the patent holder and
the infringer taking place at the time when the infringing activity first began. In considering the
nature of this negotiation, you must assume that the patent holder and the infringer would have
acted reasonably and would have entered into a license agreement. -You must also assume that
both parties believed the patent was valid and infringed.- Your role is to determine what the
result of that negotiation would have been. The test for damages is what royalty would have
resulted from the hypothetical negotiation and not simply what either party would have preferred.

A royalty can be calculated in several different ways and it is for you to determine which way is
the most appropriate based on the evidence you have heard. One way to calculate a royalty is to
determine what is called an “ongoing royalty.” To calculate an ongoing royalty, you must first
determine the “base,” that is, the product on which the infringer is to pay. You then need to
multiply the revenue the defendant obtained from that base by the “rate” or percentage that you
find would have resulted from the hypothetical negotiation. For example, if the patent covers a
nail, and the nail sells for $1, and the licensee sold 200 nails, the base revenue would be $200. If
the rate you find would have resulted from the hypothetical negotiation is 1%, then the royalty
would be $2, or the rate of .01 times the base revenue of $200.

If the patent covers only part of the product that the infringer sells, then the base would normally
be only that feature or component. For example, if you find that for a $100 car, the patented
feature is the tires which sell for $5, the base revenue would be $5. However, in a circumstance
in which the patented feature is the reason customers buy the whole product, the base revenue

could be the value of the whole product Eve##th&pa&en{edﬂfea&%neﬁheﬁasepﬁer

It is up to you, based on the evidence, to decide what type of royalty is appropriate in this case.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.7.
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PROPOSED FINAL JURY INSTRUCTION NO. 31
UTILITY PATENT DAMAGES—DATE OF COMMENCEMENT—PRODUCTS®
Compared to N.D. Cal. Model Patent Jury Instr. B.5.8

Apple’s Proposed Instruction

Damages that [patent-holder]Apple may be awarded by you commence on the date that falleged
minngeﬁ} amsung has both infringed and been notified of the |—}-patent:—fuse-these- or patents
it infringed.

If you find that apphyte-thiscase} ff
finsert-date};] [Since{patent-helder]Apple sells aproductproducts that includes-theinclude its
claimed inventioninventions but has not marked that-productthose products with the patent
ntmbernumbers, you must determine the date that faHeged-infringerjSamsung received actual
written notice of the ] patent-patents and the specific preductproducts alleged to infringe:}.
While you may identify an earlier date by which Samsung had notice of Apple’s claims of
infringement based on your evaluation of the evidence, Apple’s lawsuit provided Samsung with
such notice for the ’381 and ’915 patents no later than April 15, 2011, and for the 163 patent no
later than June 16, 2011.

On the other hand, if you find that Apple does not

[Since [patent holder] {marks the product} or |
sell a—preduetproducts covered by the patent];patents, then damages begin without the
requirement for actual notice under the following circumstances:®

For each infringed patent that was granted before the infringing activity began,
damages should be calculated as of the date you determine that the infringement began; or

H-the|—JFor each infringed patent that was granted after the infringing activity began as
determined by you, damages should be calculated as of fthe date the patent issued}.}.

With respect to Samsung’s 460 patent, the damages you may award Samsung for any
infringement should be calculated as of August 18, 2009 because Samsung is asserting only
method claims from that patent.

For the other asserted Samsung patents, damages that Samsung may be awarded commence on
the date that Apple has both infringed and been notified of the patent or patents it infringed.

If you find that Samsung sells products that include its claimed inventions from these patents but
has not marked those products with the patent numbers, you must determine the date that Apple
received actual written notice of the patents and the specific products alleged to infringe. While
you may identify an earlier date by which Apple had notice of Samsung’s claims of infringement
based on your evaluation of the evidence, Samsung’s counterclaims provided Apple such notice
by no later than June 16, 2011.

5 I « - | | | I . . l I -
[ II |. F . ] - |. . F . . E-EF I I -f | . . | l I .
[ “ |. F- ]. . l .I . F- .

® Apple reserves its right to arque after the close of evidence that there is no dispute on the
guestion of whether Apple’s sells products that embody its claimed inventions. In the event there
is no dispute on this issue, the portion of this instruction relating to the date of commencement for
situations where Apple does not practice its patents would not be necessary.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 11
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On the other hand, if you find that Samsung does not sell products covered by these patents, then

damages begin without the requirement for actual notice under the following circumstances:

For each infringed patent that was granted before the infringing activity began, damages

should be calculated as of the date you determine that the infringement began; or

For each infringed patent that was granted after the infringing activity began as
determined by you, damages should be calculated as of the date the patent issued.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8.
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DESIGN PATENT JURY INSTRUCTIONS

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS
CAse No. 11-cv-01846-LHK (PSG)
pa-1547505

13




© 00 N oo o1 b~ O w N

[ T N N N N N T T N T e I N R e N T < =
Lo N o o B~ wWw DN PP O © 00N oo o B~ W N+ o

Case5:11-cv-01846-LHK Document1822 Filed08/18/12 Pagel9 of 56

PROPOSED FINAL JURY INSTRUCTION NO. 32
DESIGN PATENTS—INTERPRETATION OF PATENT CLAIMS
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 7.2

Apple’s Proposed Instruction

I will now instruct you about how to decide Apple’s design patent infringement claims. Before
you decide whether the gesign-patent-Samsung has been-infringed ane-each patent or whether the
it is invalid:, you must understand the patent. Each Apple design patent has one
claim that covers the deS|qn “as shown and described.” Each design patent then uses multiple
drawings to illustrate the claimed design. The drawings collectively define the design claimed by
each patent. The scope of the claim encompasses the design’s visual appearance as a whole-ane
n pameelar—theA%ual—mqptessmmereatesr It does not cover anylelceada general design
concept: e : ,and is

not I|m|tedto |solated features of the drawmgs
e e s oo oo o melhﬂeleacl—feamresreﬂheelwneerele&gn—AH

When viewing the drawings, keep in mind that all matter depicted in solid lines contributes to the
_overall appearance of the design. Any In addition, you should view certain features shewsa-ta
Iereken#ne&m the drawmgs of the Apple de5|qn patents in thls way [

[abbreviated-patent
|-are excluded-from-the

e D’677 Patent

The D’677 Patent claims the ornamental design of an electronic device as shown in Figures 1-8.
The broken lines in the D677 Patent constitute unclaimed subject matter. The use of “solid
black surface shading” on the D’677 Patent represents the color black. The use of oblique line
shading on the D’677 Patent is used to show a transparent, translucent, or highly polished or
reflective surface.

e D’087 Patent

The D’087 Patent claims the ornamental design of an electronic device as shown in Figures 1-48.
The broken lines sighals-inclusion-of such-features-in the claimed-design: The-various
featuresD’087 Patent constitute unclaimed subject matter. Thus, the D’087 Patent claims the
front face, a “bezel encircling the front face of the patented design [that] extends from the front of
the everal-appearancephone to its sides,” and a flat contour of the

—thatdsfront face, but does not claim the naturerest of anthe article of manufacture-fer-which-this

e [D’889 Patent

The D’889 Patent claims the ornamental design of an electronic device as shown in Figures 1-9.
The broken lines depicting the human figure in Figure 9 do not form a part of the claimed design.
The other broken lines in the other figures are part of the claimed design. The D’889 also
includes obligue line shading on several of the figures. The oblique line shading in Figures 1-3

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 14
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and Figure 9 depicts a transparent, translucent, or highly polished or reflective surface from the
top perspective view of the claimed design, the top view of the claimed design, and the bottom
perspective view of the claimed design.

e D’305 Patent

The D’305 Patent claims the ornamental design for a graphical user interface for a display screen

or portion thereof, as shown in Figures 1-2. The broken line showing of a display screen in both

views forms no part of the claimed design.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1; The Intellectual Property Owners Ass’n

Model Design Patent Jury Instr. 5, 7.2.
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PROPOSED FINAL JURY INSTRUCTION NO. 34
DESIGN PATENTS—DIRECT INFRINGEMENT
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 8.3

Apple’s Proposed Instruction

To determine direct infringement of a design patent, you must compare the overall appearances of
the accused deS|gn and the clalmed deS|gn

If you find it more likely than not that,-by-apreponderance-ef-evidence; the overall appearance of
thean accused Samsung design is substantially the same as the overall appearance of the claimed
Apple design, thenyeu-must-and that the accused design was made, used, sold, offered for sale,

or |m|oorted within the United States, vou must find that Samsunq |nfr|nqed the patent. the

You should consider any perceived similarities or differences between the patented and accused
designs. Minor differences should not prevent a finding of _infringement. You must also
familiarize yourself with the prior art admitted at trlal in maklnq your determination of Whether
there has been direct mfrmgement , ' y

You may find the following guidelines helpful to your analysis:

1. The use of a mark or a label on an otherwise infringing design will not avoid
infringement.

2. When the claimed design is visually close to the-prior art designs, small differences
between the accused design and the claimed design may be important to-yeuranabysisas

te in analyzing whether the overall appearanceappearances of the accused design-is and
claimed designs are substantially the same-as-the-overall-appearance-of-claimed-design.

3. If the accused design includes a particutar-feature of the claimed design that departs
consplcuously from the prior art, you may find the-inclusien-of-that feature important te
n analyzing whether the overall appearance of the accused design-isand

sonionalis cope o
claimed designs are substantially the same-as-the-overat-appearance-of claimed.design-

4. If the accused design is visually closer to the claimed design than it is to the closest
prior art, you may find this comparison important te-yeuranalysis-as-te in analyzing
whether the overall appearanceappearances of the accused destgn-tsand claimed designs

are substantially the same-as.the-overall-appearance-of-claimed-desigh-

5. You should not consider the size of the accused products if the asserted design patent
does not specify the size of the design.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 16
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While these guidelines may be help-to-youranalysis;please-keep-in-mind-that-thesele helpful, the

test for infringement is whether yeu-believe-that-the overall appearanceappearances of the
accused design s and the claimed design are substantially the same-as. For the D’087 patent,

although the patent comprises six embodiments; you must find infringement if the overall
appearance of theelmmed%les&q—tf—yeuﬂfmd%hamhe an accused design and any of the claimed

embodiments is substantially the same-then-yyeu-must-find-that the-aceused-design-infringes-the.
R

Whether Samsung knew its products infringed or even knew of Apple design patents does not
matter in determining infringement.

Source

Adapted from The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 8.3.
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PROPOSED FINAL JURY INSTRUCTION NO. 36
DESIGN PATENTS—ANTICIPATION
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3al

Apple’s Proposed Instruction

[The Jury Should Not Be Instructed On This Issue—Samsung Will Not Present Any
Evidence at Trial That Any Prior Art Reference Is Identical in All Material Respects to the
Overall Visual Impression of Any Claimed Design—Instruction Provided In The Event
That Court Decides Instruction Must Be Provided]

A design patent elaim-is invalid if it is not new. Certain articles of manufacture, publications,
patents, and public uses that predate the elaimed-invention-is-rot-new--patented de5|qn are called
“prior art references.” For the-elabm-a design patent to be invalid because it is not new, aH-ef-is
reguirementsthere must haveexlsted—m%ﬂg&dewe&epmethedmakpredatesﬂ%emmed
invention-or-must-have-been-described-in-be a single previous-publication-or-patent-prior art
reference thathredatesJeheJelakmed—mvenﬂen—m to an ordinary observer, is identical in all
material respects to the overall visual |mpreSS|on of the claimed design. Minor dlfferences
between a design patent faw

- “and a prlor art reference do not necessarlly preclude a flndlnq of
anticipation. Ifa de5|qn patent elatm-is not new we say it is “anticipated” by a prior art
reference.

The Court has already found that Japanese Design Reqistration No. 1241638 cannot be used as a

prior art reference to invalidate any Apple design patent on this basis.

Here is a list of the-ways that faHeged-nfringer}Samsung can show that aan Apple design patent
clatm-was not new-fuse-these-that-apphy-to-this-case}::

o [—fIf the claimed rventiendesign was already publicly known or publicly used by
others in the United States before finserithe date of conception urless-atissue}jof the
claimed design;

o [—ifIf the claimed inventiondesign was already patented or described in a printed
publication anywhere in the world before firserithe date of conception of
unlessatissuel—fthe claimed design. A reference is a “printed publication” if it is

accessible to those interested in the field, even if it is difficult to find-}:};

o [—iftheclaimedinventionlf the claimed design was already described in another issued
U.S. patent or published U.S. patent application that was based on a-patentan application

filed before finsert-date-of-the patent-holder sapphicationfiling-date}-for-Hinsert-date of
conception unlessatissue}jof the claimed design.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 18
CAse No. 11-cv-01846-LHK (PSG)

pa-1547505




© 00 N oo o1 b~ O w N

[ T N N N N N T T N T e I N R e N T < =
Lo N o o B~ wWw DN PP O © 00N oo o B~ W N+ o

Case5:11-cv-01846-LHK Document1822 Filed08/18/12 Page24 of 56

[—iframed-inventor]-did-netinventYou should consider the elaimed-invention-but

aeoamnedetheelepond sl o coppecnn oens

[Since-itis-in-dispute,yyou-must-determine-a-datedates of conception for the-felaimed-invention]

evidencepresented-at-triakJApple’s desi
e D’677 patent: April 20, 2006

e D’087 patent: April 20, 2006

For patents where | have not instructed you with respect to a conception date, you should use the
patent’s effective filing date, which I will describe shortly.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3al; The Intellectual Property Owners
Ass’n Model Design Patent Jury Instr. 9.3, 9.4.
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PROPOSED FINAL JURY INSTRUCTION NO. 37
DESIGN PATENTS—STATUTORY BARS
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3a2

Apple’s Proposed Instruction

[The Jury Should Not Be Instructed On This Issue—Samsung Will Not Present Any
Evidence at Trial That Any Prior Art Reference Is Identical in All Material Respects to the
Overall Visual Impression of Any Claimed Design—Instruction Provided In The Event
That Court Decides Instruction Must Be Provided]

A design patent-elats is invalid if the patent application was not filed within the time required by
law. This is called a “statutory bar.” For a design patent elaim-to be invalid by a statutory bar,

: there must have-been-presentin-onebe a single prior art reference dated
more than one year before the patent application was filed.
infringer]-can-show that, to an ordinary observer, is identical in all material respects to the patent
appheation-wasoverall visual impression of the claimed design. Minor differences between the

prior art reference and the claimed design do not timely-filed:-—fchoose-those-that
apphylnecessarily preclude a finding of invalidity.

f—+The Court has already found that Japanese Design Registration No. 1241638 cannot be used
as a prior art reference to invalidate any Apple design patent on this basis.

Here is a list of ways that Samsung can show that an Apple design patent application was not
timely filed:

o If the claimed iaventiondesign was already patented or described in a printed publication
anywhere in the world before-finsert-date-that-is-more than one year before the effective
filing date (or “priority date”) of the patent application}—. A reference is a “printed
publication” if it is accessible to those interested in the field, even if it is difficult to

find-}:};

o [—HIf the claimed iventiondesign was already being openly used in the United States
more than one year before the effective filing date of the patent

beome menrl oo o
application-filing-date}-and-that- use-was-net-primarty; or

artlcle using the clalmed deS|qn was already sold or
offered for sale in the United States more than one year before the effective filing date of
the patent application.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 20
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effective filing dates:

e D’677 patent: January 5, 2007

e D’087 patent: January 5, 2007

e D’889 patent: March 17, 2004

e D’305 patent: June 23, 2007

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2; The Intellectual Property Owners
Ass’n Model Design Patent Jury Instr. 9.4, 9.5.
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PROPOSED FINAL JURY INSTRUCTION NO. 38
DESIGN PATENTS—OBVIOUSNESS’
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3b

Apple’s Proposed Instruction

[The Jury Should Not Be Instructed On This Issue—Samsung Will Not Present Any
Evidence at Trial That Any Primary/Secondary References Yield A Design That Has Same
Overall Visual Impression As Any Claimed Design—Instruction Provided In The Event
That Court Decides Instruction Must Be Provided]

A design patent claim is invalid if the claimed inventiendesign would have been obvious to a
persondesigner of ordinary skill in the field fat the time the application-wasfiled}-fas-of finsert
datel—This-means-that-design was made, even if al-ef-an ordinary observer would not find the

mwmme%eﬂh&el&m%anne% e5|gn to be teuﬂerrsubstantlallv the same as a smgle prlor art
reference AaE Wy ; et .

The ultimate conclusion of whether a elaimclaimed design is obvious should be based upon your
determination of several factual decisions.

First, you must decide the level of ordinary skill in the field that someene-would-have-hadof the
patent at the time the claimed inventiondesign was made. In deciding the-levelof ordinary
skiHthis, you should consider all the evidence intreduced-at-from trial, including:

1) —the levels of education and experience of persons werkingdesigning articles in the
field;
(2) ~the types of problems encountered in designing articles in the field; and

3) —the sophistication of the technolegyfield.

ermary " reference is
must depict an actual design WhICh to a designer of ordinary skill in

reasonably-related-H-itis-in-
the field of the patent, is basically the same field-as the clalmed invention-oris-from-another
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fielddesign.

If you identify a primary reference, you must then consider whether Samsung has identified a
“secondary” prior art reference that a designer of ordinary skill would use to which-a
persenmodify the primary reference. A “secondary” reference must be so visually related to the
primary reference that the appearance of certain ornamental features in the reference would
suggest to the designer of ordinary skill the application of those features to the primary reference.

If you identify a primary reference and a secondary reference that could modify it, you then need
to determine if the primary reference alone or in combination with one or more secondary
references results in a design that, in the field-woeuld-Hook-to-solve-a-knownproblem-eyes of an
ordinary observer, has substantially the same overall visual appearance as the claimed design in

the patent.

You must decide-what-differenceperform this analysis for each Apple design patent
that Samsung claims was obvious.

The Court has already decided, and | am therefore instructing you, that you may not use the Fidler
tablet as a primary reference against the D’889 patent. The Court has decided, and | am therefore
instructing you, that you also may not use the TC1000 tablet as a secondary reference against the

D’889 patent.

For each Apple patent, if you find no primary or secondary references, or if you conclude that a
primary reference alone or combined with any-existed-between secondary references does not
result in a design with substantially the same overall visual appearance in the eyes of an ordinary

observer as the claimed invention-and-the-prior-artdesign, your analysis can stop. You must
conclude that any such Apple design patent is not invalid on obviousness grounds.

Finally, yeu-sheuldif you conclude that a primary reference alone or in combination with
secondary references may result in a design with substantially the same overall visual appearance
as the claimed design in the eyes of an ordinary observer, you should then consider any of the
following factors that you find have been shown by the evidence. These factors may indicate that
the claimed design would not have been obvious at the time it was made:

H (1) commercial success of a—product—due—to—the—merits—ofthe—claimed

products covered by
the claimed invention}:Jdesign due to the appearance of the claimed design;

{4 (2) copying of the claimed iventiondesign by others}:};
(s L and . lis § he claimed | iorl:]

{6 (3) acceptance by others of the claimed inventiendesign as shown by praise from
others in the field-erfrom-the-ticensing-of; and

(4) whether others expressed surprise or disbelief regarding the claimed

vention];jdesign.
[z I : i I b 1
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AIthough you should conS|der any eV|dence of these factors the reIevance and |mportance of any
of them to your decision on w , : , obviousness
or non-obviousness is up to you-}.

A-patentelatm-compesed-of-In deciding whether the claimed design was obvious, keep in mind
that a design with several elementsfeatures is not preved-obvious merely bydemenstratmgthat
because each eht&elementsmdwldual feature was mdependently—knewnpresen in theprlor art—

the-art—However-you-mustmust alway be careful not to determlne obwousness usmg the
benefit of hindsight;-many-true-trventions. Many truly novel and non-obvious designs might

seem obvious after the fact. You should put yourself in the position of a person of ordinary skill
in the field at the time the claimed #ventiendesign was made and yeu-should not consider what
is known today or what is learned from the teaching of the patent.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3b; The Intellectual Property Owners Ass’n
Model Design Patent Jury Instr. 9.7- 9.10; Federal Circuit Bar Association Model Patent Jury
Instr. 4.3c.
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PROPOSED FINAL JURY INSTRUCTION NO. 39
DESIGN PATENTS—INVALIDITY—LACK OF ORNAMENTALITY
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 9.11

Apple’s Proposed Instruction

[The Jury Should Not Be Instructed On This Issue—The Court Will Instruct The Jury On
Whether There Are Functional Elements In The Design Patents—Instruction Provided In
The Event That Court Decides Instruction Must Be Provided]

Design patents protect the ornamental appearance, including shape or configuration, of an article
of manufacture. If Samsung proves it is highly probable that the overall appearance of thean
Apple patented design is dictated solely by how it-the article claimed in the patent works, the

patent |s invalid because the de5|gn is not ° ornamental Jrnbther—werds—theahvehter—etmsret

way-—Ht

When deciding this, you should be keptkeep in mind that aH-design patents must be for articles of
manufacture, which by definition are things-that-have inherent functional characteristics. It is
normal and-expected-therefore-that claimed designs perform some sert-of-function — that does not
disqualify the-designfor-design them from patent protection. Likewise, that features of a design
may enhance the user’s experience does not necessarily mean that the patented design was
dictated solely by function.

The question is whether theseany general functional characteristics in a patented design can only
be embodied by theelarmeelthat deS|gn or whether they can be embodred by other desrgnseueh
that-the The

existence of alternate deS|gns that perform substantlally the same functlon may be strong

evidence that the desrqn is not dlctated solelv by function. dea—grraterssueursrreteehetated—selely—by

Source

Adapted from The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 9.11.
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PROPOSED FINAL JURY INSTRUCTION NO. 40
DESIGN PATENT DAMAGES—BURDEN OF PROOF
Compared to N.D. Cal. Model Patent Jury Instr. B.5.1

Apple’s Proposed Instruction

I will instruct you about the measure of damages- for infringement of Apple’s design patents. By
instructing you on damages, | am not suggesting which party should win on any issue.

If you find that faHeged-infringer]Samsung infringed any valid elaim-ofthe |—J]Apple design
patent, you must then determine the ameunt-ef-money damages to

to-compensate--for-the-infringement. award Apple. The amount of those damages must be
adequate to compensate {paten%heldep} pp for the mfrmgement A Apple seeks a mix of three

different forms of damages W

. its own lost proflts Samsunq s proflts and a reasonable royalty
You should keep in mind that the damages you award are meant to compensate the patent holder
and not to punish an infringer.

Subject to certain exceptions | will mention, Apple has the burden to persuade you
of the amount of its damages. You should award Apple onIy those damages that {patent-helder]it
proves are more likely than not suffered-appropriate under the instructions | will soon give you.
While fpatent-helder]Apple is not required to prove its damages with mathematical precision, it
must prove them with reasonable certainty. [Patent-holder]Apple is not entitled to damages that
are remote or speculative.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1; The Intellectual Property Owners Ass’n
Model Design Patent Jury Instr. 10.1.
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PROPOSED FINAL JURY INSTRUCTION NO. 41
DESIGN PATENT DAMAGES—LOST PROFITS
Compared to N.D. Cal. Model Patent Jury Instr. B.5.2

Apple’s Proposed Instruction

In this case, {paten%heldep} pple seeks to recover its own lost profits for some of [aHeged

infringer]’sS amsung s sales of fits infringing
] products. To recover Iost proflts for infringing sales, {patent

helderfApple must show that but for theS Samsung’s infringement there is a reasonable probability
that #Apple would have made sales that faHeged-infringer;Samsung made of the infringing
product—{Patent-holder]products. Apple must show the share of [aHeged-infringer]’sSamsung’s
sales that it would have made if the infringing produectSamsung products had not been on the
market.

In assessmq Apple S rlqht to recover Iost proflts for Samsunq S mfrmqement

of its design patents, you should apply the same rules | already explained in the context of lost
profits for infringement of Apple’s utility patents. Those Instructions are set out in Jury
Instructions Nos. . Wherever in those Instructions | referred to Apple’s utility patents, you
should now focus on Apple’s design patents. Wherever in those Instructions | referred to the
patented invention, you should now focus on the patented design. Wherever in those Instructions
| referred to patented products or products covered by a patent claim, you should now focus on
products or articles that use or embody the patented design.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.2.
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PROPOSED FINAL JURY INSTRUCTION NO. 42
DESIGN PATENT INFRINGEMENT DAMAGES—DEFENDANT’S PROFITS
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 10.8°

Apple’s Proposed Instruction

If {Eheﬁlain%iﬁﬁj—elee&syou decide not to recoverfthe-Defendant} saward Apple its lost profits
owi _ ' T

seele{the@efenelalcﬂ—sp#em—ﬁ—yeuﬂnd m#mgemen{—aneLdeﬂet—ﬂnd%he{alebFe\Aa%ed—patem
Aumber]for certain sales by Samsung that infringed Apple design patentis-invalidpatents, you are
to should award fApple the Plaintiffj{the-Defendant}’s-total

- [The-Defendant]’s~total-profit™means

s profits that Samsung earned from those
infringing sales. “Total profits” include the entire profit on the sale of the-article-to-which
the-products with patented design-is-appied;-or-with-which-it-is-used-and-designs, and not just the
portion of proflt attributable to the design-er-ernamental-aspects-of-the-patent.. “Total profit”
deesprofits” do not include _profit attributable to other products that may behave been sold in

association with an infringing article. embedying-the]

Profit is determined by deductlng certain expenses from gross revenue. Gross revenue is all of

Jehe@ef-enelanﬂ—s amsung’s recelpts from uang%hedesrgamthe sale of thelnfrmglng products.

theewelenee. You are mstructed to accept the revenue flqures for each Samsunq accused product
as provided in Exhibit 1500.

Samsung has the burden of proving the deductible expenses. Expenses can include costs incurred
in producing the gross revenue, such as the cost of the goods. Other costs may be included as
deductible expenses if they are directly attributable to the salressale or manufacture of the

Source

Adapted from The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 10.8.

® Apple used the formulation of instruction No. 42 submitted in Exhibit A to Dkt. No.
1815 for the redline here.
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PROPOSED FINAL JURY INSTRUCTION NO. 43
DESIGN PATENT DAMAGES—REASONABLE ROYALTY—
ENTITLEMENT—DEFINITION
Compared to N.D. Cal. Model Patent Jury Instr. B.5.6

Apple’s Proposed Instruction

If fpatent-holder]Apple has not proved its claim for its own lost profits, has not proved its claim to

Samsung’s profits, or has proved its claim ferlest-profitsto either of those remedies for only a

portion of the infringing sales, then fpatent-holder]Apple should be awarded a reasonable royalty

for all infringing Samsung sales for which #Apple has not been awarded lost profits damagesor
Samsung’s profits. In no event should the damages you award Apple for Samsung’s design
patent infringement be less than a reasonable royalty.

The definition of a reasonable royalty for design patent infringement is the same as the definition

| explained to you in Jury Instruction No. 29 for utility patent infringement. However, wherever

in that Instruction | referred to the patented invention or a utility patent, you should now focus on

the design patents or patented designs.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.6, B.5.7; The Intellectual Property Owners

Ass’n Model Design Patent Jury Instr. 10.7.
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PROPOSED FINAL JURY INSTRUCTION NO. 44
DESIGN PATENT DAMAGES—DATE OF COMMENCEMENT—PRODUCTS®
Compared to N.D. Cal. Model Patent Jury Instr. B.5.8

Apple’s Proposed Instruction

Damages that fpatent-holder}Apple may be awarded by you commence on the date that faHeged
mipmgeﬁ} amsung has both infringed and been notified of the | patent:—fuse-these-that-apphy
to-this-case] or patents it infringed. [{Patent-helder]-andfallegedinfringer]-agree-that-date-was

e

[Since{patent-helder]If you find that Apple sells apreduetproducts that ineludesinclude the
claimed iventiondesigns but has not marked that-preductthose products with the patent
ntmbernumbers, you must determine the date that faleged-infringerjSamsung received actual

written notice of the ] patentpatents and the specific preductproducts alleged to infringe:}.

[Sineefpatent-helder-fmarksWhile you may identify an earlier date by which Samsung had
notice of Apple’s claims of infringement based on your evaluation of the preduct}-erfevidence
Apple’s lawsuit provided Samsung such notice for the D’677 patent by no later than April 15,
2011, and for the D*305, D’889 and D’087 patents by no later than June 16, 2011.

On the other hand, if you find that Apple does not sell a-preductproducts covered by thea patent},,
then damages begin without the requirement for actual notice under the following circumstances:

o Hthe|—]For each infringed patent that was granted before
activitySamsung’s infringement began, damages should be calculated as of the date you
determine that the infringement began; or

o Hthef—]For each infringed patent that was granted after
activitySamsung’s infringement began as determined by you, damages should be
calculated as of fthe date the patent issued}.}.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8; Federal Circuit Bar Association Model
Patent Jury Instr. B.6.8.

9 I - . - | | | I . . l I -
[ II |. F- ]. |. . F- . E-EF I I -f I . . | l I .
[ “ |. F- ]. . l - - F- .
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INDUCEMENT AND WILLFULNESS JURY INSTRUCTIONS
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PROPOSED JURY INSTRUCTION NO. 45
UTILITY AND DESIGN PATENTS—INDUCING PATENT INFRINGEMENT
Compared to N.D. Cal. Model Patent Jury Instr. B.3.9

Apple’s Proposed Instruction

Apple and Samsung each argue that faHeged-infringerfthe other side has actively induced another
to infringe —Iits patents. In particular, Apple claims that Samsung’s Korean
parent SEC actively induced its subsidiaries in the United States, STA and SEA, to infringe
Apple’s utility and design patents. Samsung claims that Apple actively induced third parties to
infringe Samsung’s utility patents.

In order for there to be inducement of infringement by fatleged-infringer}either SEC or Apple,
someone else must directly infringe a-clatm-ef-the [—Jasserted patent; if there is no direct
infringement by anyone, there can be no induced infringement. In order to be liable for

inducement of infringement, [aHeged-infringer}a party must:

1. have intentionally taken action that actually induced direct infringement by another;

2. have been aware of the [——Jasserted patent; and

3. have known that the acts it was causing would be infringing.

The “knowledge” and “awareness” requirements for inducement can be satisfied by showing that
a party was willfully blind. If faHeged-nfringer]SEC or Apple did not know of the existence of
the patent in question or that the acts it was inducing were infringing, it eannetcan be liable for
inducement urtessonly if it actually believed that it was highly probable its actions would
encourage infringement of a patent and it took intentional acts to avoid learning the truth. It is not

enough that faceused-infringer]SEC or Apple was merely indifferent to the possibility that it

might encourage infringement of a patent. Nor is it enough that faceused-nfringer]SEC or Apple
took a risk that was substantial and unjustified.

If you find that faHeged-infringer]SEC or Apple was aware of thean asserted patent, but believed
that the acts it encouraged did not infringe that patentf., or that the patent was invalid.}**fatleged
e

m#nﬂger—}, SEC or Ap le cannot be liable for inducement. {-EAJrleged—m#HngeF

a fartor voUu-ma\ considar ind
T T Uit 1 \¥ |
N N

\I\I\IQFC [T aYal
ul\., uvvy

\ID
VT Uy ey \J\JII\JIU\.’ |

d C

Sources

Adapted from N.D. Cal. Model Patent Jury Instr. B.3.9.
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PROPOSED FINAL JURY INSTRUCTION NO. 46
DESIGN AND UTILITY PATENTS—WILLFUL PATENT INFRINGEMENT
Compared to N.D. Cal. Model Patent Jury Instr. B.3.10

Apple’s Proposed Instruction

In this case, fpatent-helder}-arguesApple and Samsung both argue that faHeged-infringerthe other
side W|IIfuIIy infringed thefpatent-holder] spatentits patents.

To prove willful infringement, fpatent-holderjeach party must first persuade you that the faHeged
infringerjother side infringed a valid fand enforceable} claim of the-{patent-helder}’s-patentone or

more of its patents. The requirements for proving such infringement were discussed in my prior
instructions.

In addition, to prove willful infringement, the fpatent holder} must persuade you that it is highly
probable that {prior to the filing date of the complaint], [alleged infringer]the other side acted

with reckless disregard of the elaims-of-the-[patent helder} sfpatent}-it infringed.

To demonstrate such “reckless dlsregard ” fthe patent holder
must persuade you that the {a#eged

other 5|de actually knew or it was so
obvious that faHeged-infringerithe other side should have known, that its actions constituted
infringement of a valid fand enforceable} patent.

In deciding whether falleged-infringeriSamsung or Apple acted with reckless disregard for fany
patent holder} spatentthat you find is infringed, you should consider all of the facts surrounding
the alleged infringement including, but not limited to, the following factors.

FaetersA factor that may be considered as evidence that faHegee-infringer]Samsung or
Apple was not willful inelude: (1) —Whether [alleged-infringer}is whether it acted in a
manner consistent with the standards of commerce for its industry;-fane.

FaetersA factor that may be considered as evidence that faHeged-infringer;Samsung or

Apple was willful irclude—(1)—\Whetherfalleged-infringer}is whether it intentionally
copied a product of {patent-holder}the other side that is covered by thea patent.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 33
CAse No. 11-cv-01846-LHK (PSG)
pa-1547505




© 00 N oo o1 b~ O w N

[ T N N N N N T T N T e I N R e N T < =
Lo N o o B~ wWw DN PP O © 00N oo o B~ W N+ o

Caseb5:11-cv-01846-LHK Document1822 Filed08/18/12 Page39 of 56

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.3.10.
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TRADE DRESS JURY INSTRUCTIONS
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PROPOSED FINAL JURY INSTRUCTION NO. 47
TRADE DRESS DILUTION AND INFRINGEMENT—INTRODUCTION
Compared to Ninth Circuit Model Civil Jury Instr. - 15.0 (2007 Ed.)

Apple’s Proposed Instruction

Apple seeks damages against the-defendant-{rame-ofdefendant];Samsung for

diluting its iPhone and iPad-related trade
dresses. Samsung denies fthat it diluted the Apple iPhone and iPad-related trade dresses, and also
contends that the trade dresses are invalid (or “unprotectable™).

Apple also seeks damages against Samsung for infringing the-trademark}-Hunfairhy-competing}
fand}eontends-its iPad-related trade dress. Samsung denies infringing the trademarkiPad-related
trade dress and, as alreadv stated, contends that the iPad- related trade dress |s mvalld]—'liehela

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.0 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 48
TRADE DRESS DILUTION AND INFRINGEMENT—DEFINITION OF TRADE DRESS
(15U.S.C. § 1125(A))
Compared to Ninth Circuit Model Civil Jury Instr. - 15.2 (2007 Ed.)

Apple’s Proposed Instruction

Trade dress is the non-functional physical detail and design of a product-er-its-packaging, which
Fndicates}Hor}Hidentifies} the product’s source and distinguishes it from the products of others.

Trade dress is the product’s total image and overall appearance, and may include features such as
S|ze shape color color comblnatlons texture or graphlcs n-otherwords-trade-dress-is-the-form

the trade dress of another may be liable for damages

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.2 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 49
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY
Compared to ABA 3.2.1

Apple’s Proposed Instruction

The first step in considering plaintifsclaimApple’s claims that defendantSamsung diluted and
infringed plaintiff’scertain of Apple’s iPhone and iPad trade dressdresses is to determine whether
or not plaintif’s-trade-dress-is-protectible-each asserted trade dress is valid (or “protectable”).
You need to make this determination for each of Apple’s asserted trade dresses.

You must find that the-plaintiffs’an asserted Apple trade dress is pretectiblevalid if platntiff
pFeves—bya—pFepeF@eraneeﬂHheﬂHdeneHhaLthe trade dress:

I

1. has acquired distinctiveness through secondary meaning; and

2. is distnetive;and——3———isnon-functional.

You must presume Apple’s registered iPhone trade dress is both distinctive and non-functional.
Unless Samsung persuades you that this registered trade dress is more likely than not either
functional or not distinctive, you must find that the trade dress is valid.

For each unregistered iPhone trade dress and for the iPad trade dress, Apple must persuade you
that the trade dress is more likely than not valid. Accordingly, for each unreqgistered trade dress
where Apple persuades you that the trade dress is distinctive and non-functional, you must find
that the trade dress is valid.

For each Apple trade dress that you find valid, resolving whether Samsung has diluted or
infringed the trade dress will require you to assess additional questions that I will explain after
addressing validity.

Source

Adapted from ABA 3.2.1-3.2.2, Ninth Circuit Model Civil Jury Instr. - 15.6 ,15.7 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 50
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY—
DISTINCTIVENESS—SECONDARY MEANING

Compared to

Ninth Circuit Model Civil Jury Instr. - 15.10 (2007 Ed.)

Apple’s Proposed Instruction

A

trade dress can become distinctive through the development of what

is called “secondary meaning.” A trade dress acquires a secondary meaning when it has been

used in such a way that its primary significance in the minds of the prospective consumers is not
the product itself, but the identification of the product with a single source, regardless of whether
consumers know who or what that source is. Y-eu

For each asserted Apple trade dress, you must find that the-prependerance-of-the-evidence-showsit

is more likely than not that a 3|gn|f|cant number of the consuming public associates the ficentify

thealeged-trademark}trade

dress with a single source, in order to find that it has acquired

secondary meaning.

When you are determining whether [deseribe-symbel-ertermjeach trade dress has acquired a
secondary meaning, consider the following factors:

1. Consumer Perception. Whether the people who purchase the fpreduct]-fservice}

that-bearsAp

le products embodying the claimed trademarktrade dress associate

the trademar

2. Advertisement

ktrade dress with the fowner}-assigree} flicensee}:Apple;
nt. To what degree and in what manner the-fowner}-fassigheel}

Hicensee]Apple may have advertised under the claimed trademarktrade dress;
3. -Demonstrated UtHitySuccess. Whether the-fewner|fassignee}-HhcenseelApple

successfully

used this trademarkirade dress to increase the sales of its {product]

fservice};products;

4. -Extent of Use. The length of time and manner in which the-fewner}fassignee}
Hieensee}Apple used the claimed trademarktrade dress;

5. Exclusivity.

Whether the-foewner—s]}Hassighee s}Hlicensee>s}Apple’s use of the

claimed trademarkirade dress was exclusive: as of the time of the first alleged
infringement or dilution versus whether Apple authorized anyone else to use the

trade dress; and

6. Copying. W

hether the-defendantSamsung intentionally copied the Hewner s}

fassignee’s}Heensee  sHtrademark;trade dress.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS
CAse No. 11-cv-01846-LHK (PSG)

pa-1547505




© 00 N oo o1 b~ O w N

[ T N N N N N T T N T e I N R e N T < =
Lo N o o B~ wWw DN PP O © 00N oo o B~ W N+ o

Caseb5:11-cv-01846-LHK Document1822 Filed08/18/12 Page45 of 56

The presence or absence of any particular factor should not necessarily resolve whether fidentify
the aleged-trademark}asserted trade dress has acquired secondary meaning.

FrhreplaintifApple has the burden of proving that the-fidentify-plaintif’s trademark]-hasit is

more likely than not that its unregistered trade dresses have acquired a secondary meaning-}-{+he
defendant. Samsung has the burden of proving it is more likely than not that the-fidentify

plaintif s trademarkHaeksaApple’s registered iPhone trade dress has not acquired secondary
meaning-}.

The mere fact that the-plainrtiFfApple is using fdeseribe-symbel-orterm}-orthat-theplaintiff-began
using-itbefore-the-defendant;the asserted trade dresses does not mean that the-trademark-hasthey
have acquired secondary meaning._There is no particular length of time that a trademarkirade
dress must be used before it acquires a secondary meaning.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.8, 15.10 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 51
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY—
NON-FUNCTIONALITY REQUIREMENT
Compared to Ninth Circuit Model Civil Jury Instr. - 15.11 (2007 Ed.)

Apple’s Proposed Instruction

An individual product feature is functional if it is essential to the product’s use or purpose, or if it

affects the product s cost or quallty %ﬂen#&n&mn%mnssh&peeﬁarmmal@&ne

To determine whether a product’s particular shape or form is functional, you should consider
whether the design as a whole is functional, that is whether the whole collection of elements
making up the design or form &Fe%sennaHeJeheﬂsreduet—HseLe#pwpese—ls essential to the
product’s use or purpose. This is because the fact that individual elements of the trade dress may
be functional does not necessarily mean that the trade dress as a whole is functional; rather,
functional elements that are separately unprotectable can be protected together as part of a trade
dress. A design patent may be evidence that the trade dress is non-functional.

You should assess the following factors in deciding if thea product feature or a design as a whole
is functional or non-functional:

1. The Design’s Utilitarian Advantage. In considering this factor, you may examine
whether the particular design or product feature yieldyields a utilitarian advantage
over how the product might be without that particular design or product feature. If
there is a utilitarian advantage from having the particular design or feature, this
would weigh in favor of finding the design or feature is functional; if it seems
merely ornamental, incidental, or arbitrary it is more likely to be
nenfunctionalnon- functlonal

2. Availability of Alternate Designs. In considering this factor, you may examine
whether an alternate design could have been used, so that competition in the
market for that type of product would not be hindered by allowing only one person
to exclusively use the particular design or configuration. For this to be answered
in the affirmative, the alternatives must be more than merely theoretical or
speculative. They must be commercially feasible. The unavailability of a
sufficient number of alternate designs weighs in favor of finding the design or
feature is functional,

3. Advertising Utilitarian Advantage in the Design. In considering this factor, you
may examine whether the particular design or configuration has been touted in any
advertising as a utilitarian advantage, explicitly or implicitly. If a seller advertises
the utilitarian advantages of a particular feature or design, this weighs in favor of
finding that design or feature is functional; and

4. The Design’s Method of Manufacture. In considering this factor, you may
examine whether the particular design or feature resutresults from a relatively
simple or inexpensive method of manufacture. If the design or feature is a result
of a particularly economical production method, this weighs in favor of finding the
design or feature is functional; if the design or feature is essential to the use or
purpose of the device or affects its cost or quality, it is more likely functional.

APPLE’S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 41
CAse No. 11-cv-01846-LHK (PSG)
pa-1547505




© 00 N oo o1 b~ O w N

[ T N N N N N T T N T e I N R e N T < =
Lo N o o B~ wWw DN PP O © 00N oo o B~ W N+ o

Caseb:11-cv-01846-LHK Document1822 Filed08/18/12 Page47 of 56

FrheplaintifApple has the burden of proving that its unregistered trade dresses are more likely
than not non-functionality-by-a-preponderance-of-functional. Samsung bears the evidence-fin

orderte-shewburden of proving that the registered iPhone trade-gress is valid-and-protectedmore

likely than not functional.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.11 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 52
TRADE DRESS DILUTION—ELEMENTS AND BURDEN OF PROOF
Compared to ABA 3.4.1

Apple’s Proposed Instruction

Apple contends that defenrdantSamsung has diluted plaintifsApple’s iPhone and iPad-related
trade dress.dresses. “Dilution” means a lessening of the capacity of a famous trade dress to

identify and distinguish goods or services, regardless of the presence or absence of competition,

actual or likely confusion, mistake, deception, or economic injury.

To prove this claim-plaintitf as to any of its asserted trade dresses that you have found is valid,
Apple has the burden of proving by-aprependerancethat each of evidence-the following
additional elements_is more likely than not true:

1. that-plaintiff-is-the-owner-of trade-dress-that-is-famous; 2.——that the famousasserted

Apple trade dress is distinetive-either-inherently-or-through-acquired
distinetivenessfamous;—3

2. that de%eﬁécaﬂt—}s—makm«g—er—h&s—madaiseSamsung began selhng its accused products

in commerce
use-began-after plaintiff sApple’s asserted trade dress becarne famous, and—->5

3. that use-of defendant’s-trade-dress-isSamsung’s accused products are likely to
cause dilution by-blurring-er-tarnishmentof Apple’s asserted trade dress.

For any Apple trade dress that you have found is valid (or “protectable”), if you also find that
each of these three elements has been proved, your verdict on dilution with respect to that trade
dress should be for Apple. If Apple has failed to prove any of plaintiff’s-mark-these elements,
your verdict on dilution with respect to that trade dress should be for Samsung.

Source

Adapted from ABA 3.4.1.
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PROPOSED FINAL JURY INSTRUCTION NO. 53
TRADE DRESS DILUTION—ELEMENTS—FAME
Compared to ABA 3.4.2—3.4.3

Apple’s Proposed Instruction

A trade dress is famous if it is widely recognized by the general consuming public of the United
States as a designation of source of the goods erservices-of the trade dress owner. In determining
whether plaintiff’seach of Apple’s trade dressdresses is famous, you may consider the following
factors._ These factors are only suggestions and may not constitute all of the possible types of
evidence indicating whether an asserted trade dress is famous._ The presence or absence of any
one particular factor on this list should not necessarily determine whether the trade dress is
famous. "You should consider all the relevant evidence in making your determination-- about

whether each iPhone and iPad-related trade dress is famous. Fhe-factors-you-may-considerare:

The factors you may consider are:—

1. the duration, extent and geographic reach of advertising and publicity of the trade
dress, whether advertised or publicized by plaintiffApple or third parties;

2. the amount, volume and geographic extent of sales of goods and-services-offered
under the trade dress;

3. the extent of actual recognition of the trade dress; and

4. whether the trade dress was federally registered.

To be “famous,” the-platntitf’seach of Apple’s asserted trade dressdresses must have been truly
prominent and renowned at the time of the-defendant’sSamsung’s first commercial use-of-her
tracie-dress—Plaintiffssale of its accused products. Apple’s trade dress must have become very
widely recognized by the consuming public as the designator of plaintiff'sApple’s goods-er
services and must have such significant consumer associations that even uses of trade dress on
non-competing goods ef-services-can affect the value of the trade dress.

Source

Adapted from ABA 3.4.2—3.4.3.
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PROPOSED FINAL JURY INSTRUCTION NO. 55
TRADE DRESS DILUTION—ELEMENTS—DILUTION
Compared to ABA 3.4.4

Apple’s Proposed Instruction

Dilution Diution-by-blurring-is an association arising from the similarity between the appearance
of the defendant’s trade-dressaccused products and plaintiff’s famous trade dress that impairs the

dlstlnctlveness of the famous trade dress. D+LuﬂenJey4armshmen%r&anasseeraﬁenarrsrng¢rem

In determlnlng whether Hmdedr%sthe appearance of

Samsung’s accused products is Ilkely to cause dilution by-blurring-orby-tarnishmentof each
asserted Apple trade dress, you may consider all relevant factors, including the following:

1. the degree of similarity between defendant’s-trade-dressSamsung’s accused
products and theApple’s famous trade dress;

2. the degree of inherent-er-acquired distinctiveness of theApple’s famous trade
dress;

3. the extent to which the-ewner-of the-fameus-trade-dress-is-engagingApple was

engaged in substantially exclusive use of the trade dress; at the time of the first
alleged dilution versus whether Apple authorized anyone else to use its trade dress:;

4. the degree of recognition of theApple’s famous trade dress;

5. whether defenrdantSamsung intended to create an association with theApple’s
famous trade dress; and

6. any actual association between defendant’s-trade-dressSamsung’s accused
products and the Apple famous trade dress.

A dilution claim does not require a finding of actual dilution of the plaintiff’s trade dress. It is
sufficient for you to find here that Samsung’s sale of its accused products is likely to cause
dilution of an asserted Apple trade dress.

Source

Adapted from ABA 3.4.4.
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PROPOSED FINAL JURY INSTRUCTION NO. 56
INFRINGEMENT—ELEMENTS AND BURDEN OF PROOF—TRADE DRESS
(15 U.S.C. § 1125(A)(1))

Compared to Ninth Circuit Model Civil Jury Instr. - 15.6 (2007 Ed.)

Apple’s Proposed Instruction

On-theplaintiffsclaim-for Apple also claims that Samsung has infringed its iPad trade dress

m#rngement—theqel&mttﬁ If you found that the iPad trade dress is valid, Apple has the burden of

e#theptamtrﬁ in a manner that is Ilkely to cause confusron among ordrnary consumers as to the
source, sponsorship, affiliation, or approval of the-[plaintiff’s}-fdefendant’sj]Samsung’s goods.

If you find that e A eplainti oofthis element
has been proved, your verdict should be for el oA QQle If on the other hand, the
plmnuﬁA_Q e has failed to prove any-of these-elementsthis element your verdict should be for

hedepncenln amsung.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.6 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 57
INFRINGEMENT—LIKELIHOOD OF CONFUSION—
FACTORS—SLEEKCRAFT TEST
(15 U.S.C. 88 1114(1) AND 1125(A))

Compared to Ninth Circuit Model Civil Jury Instr. - 15.16 (2007 Ed.)

Apple’s Proposed Instruction

You must consider whether the-defendant’sSamsung’s use of the trademarkiPad trade dress is
likely to cause confusion about the source of the-plaintiff’s-or-the-defendant’sSamsung’s goods.

I will suggest some factors you should consider in deciding this._ The presence or absence of any
particular factor that I suggest should not necessarily resolve whether there was a likelihood of
confusion, because you must consider all relevant evidence in determining this. As you consider
the likelihood of confusion you should examine the following:

1. Strength or Weakness of the Plaintiff s Mark-Apple Trade Dress. The more the
consuming public recognizes the-plaintiff’s-trademarkApple’s iPad trade dress as
an indication of origin of the-plaintiff’'sApple’s goods, the more likely it is that
consumers would be confused about the source of the-defenrdant’sSamsung’s
goods if the-defendantSamsung uses a similar markdesign or configuration.

2. Defendant’sSamsung’s Use of the MarkTrade Dress. If the-defendantSamsung
and platntifApple use their trademarksdesigns on the same, related, or
complementary kinds of goods there may be a greater likelihood of confusion
about the source of the goods than otherwise.

3. -Similarity of Pmn%#f—sApple s and DPefendant’s- Marks-Samsung’s Designs. If

the overall impression created by the-plaintifi’s-trademarkApple’s trade dress in
the marketplace is similar to that created by the-defendant’s-trademarkSamsung’s

design in fappearance}{seund}forfHmeaning}; there is a greater chance fthat
of likelihood

eenseme%%kely%e%eeenieeedﬂ#defend&%&eeeﬁ&m&ﬁe]{
of confusion}—f. Similarities in appearance,-seund-or-meaning weigh more
heavily than differences in finding the markstrade dress and accused design are

similary-.

4, Actual Confusion. If use by the-defendantSamsung of the plaintiffs
trademarkApple trade dress has led to instances of actual confusion, this strongly
suggests a likelihood of confusion. However actual confusion is not required for a
finding of likelihood of confusion. Even if actual confusion did not occur, the
defendant’sSamsung’s use of the trademarktirade dress may still be likely to cause
confusion. As you consider whether the trademarkdesign used by the
defendantSamsung creates for consumers a likelihood of confusion with the
platntiff s trademark/Apple’s products, you should weigh any instances of actual
confusion against the opportunities for such confusion. If the instances of actual
confusion have been relatively frequent, you may find that there has been
substantial actual confusion. If, by contrast, there is a very large volume of sales,
but only a few isolated instances of actual confusion you may find that there has
not been substantial actual confusion.

5. Defendant’sSamsung’s Intent. Knowing use by defepdantSamsung of the

platntistrademarkApple trade dress to identify similar goods may strongly show
an intent to derive benefit from the reputation of the-platntif smarkApple’s trade

dress, suggesting an intent to cause a likelihood of confusion. On the other hand,
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even in the absence of proof that the-defendantSamsung acted knowingly, the use
of plaintiffs-trademarkApple’s trade dress to identify similar goods may indicate a
likelihood of confusion.

6. Marketing/Advertising Channels. If the-plaintiff’sApple’s and defendant’s
fSamsung’s goods}{services} are likely to be sold in the same or similar stores or
outlets, or advertised in similar media, this may increase the likelihood of
confusion.

7. Consumer’s Degree of Care. The more sophisticated the potential buyers of the

goods or the more costly the goods, the more careful and discriminating the
reasonably prudent purchaser exercising ordinary caution may be. They may be
less likely to be confused by similarities in the plaintifEsApple and defendant’s
trademarksSamsung products.

[S——Other Factors. Any other factors that bear on likelihood of confusion-}.

Confusion in the marketplace can occur before the purchase of the good in question (also called
“initial interest” confusion), at the moment of the purchase (also called “point of sale” confusion),
or after the purchase (also called “post-sale” confusion).

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.16 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 59
TRADE DRESS DAMAGES—PLAINTIFF’S ACTUAL DAMAGES
(15U.S.C. §1117(a))

Compared to Ninth Circuit Model Civil Jury Instr. - 15.25 (2007 Ed.)

Apple’s Proposed Instruction

FheplatntiffApple has the burden of proving the actual damages by-a-prependerance-of the
evidence:that it more likely than not suffered. Damages means the amount of money which will
reasonably and fairly compensate the-plaintifA QQ e for any finjury

you find was caused by the-defendant’sSamsung’s infringement or dilution of the
plaintifsApple’s registered trademarkor unregistered trade dresses.

You should consider the following:
1. - The finjury to}-Hess-ef}-theplaintitf’s Apple’s reputation}f:};

2. [The finjury-te}-loss of}-plaintitf’s Apple’s goodwill, including injury to the
platntifsApple’s general business reputation}f;}; and

3. - The lost profits that the-plaintiffApple would have earned but for the
defendant’sSamsung’s infringement. and/or dilution. Profit is determined by
deducting all expenses from gross revenue}f:}.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.25 (2007 Ed.).
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PROPOSED FINAL JURY INSTRUCTION NO. 60
TRADE DRESS DAMAGES—DEFENDANT’S PROFITS
(15U.S.C. § 1117(2))

Compared to Ninth Circuit Model Civil Jury Instr. - 15.26 (2007 Ed.)*

Apple’s Proposed Instruction

Apple also is entitled to any profits earned by the

ol an s e cqensee dne plola
defendantSamsung that are attributable to thewillful infringement-which-the plaintiff preves by-a
or willful dilution. You may not, however, include in any award

of profits any amount that you took into account in determining actual damages

Profit is determined by deducting all expenses from gross revenue.

Gross revenue is all of defendant’sSamsung’s receipts from sales

pepohe bodearlk g dhe colngneg
of a—EpreeIuet]—'Fheplalrm#products that |nfr|nqed or diluted Apple s trade dresses. -has-the

|nstructed to accept the revenue flqures for each Samsunq accused product as provrded in Exhibit
1500.

Expenses are all foperating}-, overhead}, and production costs incurred in producing the gross
revenue The-defendantS amsung has the burden of provmg the expenses

Unlace vau find-that 2 nartion-of the nrofit from-tha cala of tha lenecifv-aoods] ye tha
TITOVIJ yuu LILABAY B L RL% L %) UTOOUTT UT iy r.ll\.ll LA 40 T W JUTL UT Ty Liu\d\lllx 3\.’\}“\)] U\Jllly LAY
radeamarl ic attrihutahle to factors othar than-tca of the tradamark vou chall find-that tha total
TUULTTTUTTV TV AT T UTUDTL  tTU TULDLTUT O UL AT uvyLe o e ruay A \, yuu STTUATT TITTOU T UL Totua

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.26 (2007 Ed.).

12 Apple used the formulation of instruction No. 60 submitted in Exhibit A to Dkt.
No. 1815 for the redline here.
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Dated: August 18, 2012 MORRISON & FOERSTER LLP

By: _/s/ Michael A. Jacobs

Michael A. Jacobs

Attorneys for Plaintiff
APPLE INC.
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