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PROPOSED FINAL JURY INSTRUCTION NO. 6
EVIDENCE ADMITTED FOR LIMITED PURPOSES

When [ instruetinstructed you that an item of evidence has been admitted for a limited purpose,
you must consider it only for that limited purpose and for no other.

Model Instruction:

Ninth Circuit Model Civil Jury Instruction 1.8 (modified as to tense).
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UTILITY PATENT JURY INSTRUCTIONS
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PROPOSED FINAL JURY INSTRUCTION NO. 14
UTILITY PATENTS—INFRINGEMENT UNDER THE DOCTRINE OF
EQUIVALENTS

If you decide that falleged-infringer} s{product]{method]-deesthe products accused of infringing.
Samsung’s *460 patent do not literally infringe-an-asserted-patent-elaim, you must then decide
whether %@m&&e%%me@m%%w the asserted claim under what is

called the “doctrine of equivalents.”

Under the doctrine of equivalents, the {product}-Hmethed} can infringe an asserted utility patent
claim if it includes {parts}{steps} that are identical or equivalent to the requirements of the claim.
If the {producti-Hmethod} is missing an identical or equivalent fpart}-fstep} to even one
requirement of the asserted utility patent claim, the fproduct}-fmethod} cannot infringe the claim
under the doctrine of equivalents. Thus, in making your decision under the doctrine of
equivalents, you must look at each individual requirement of the asserted utility patent claim and
decide whether the fproduct}-tmethod} has either an identical or equivalent fpart}-fstep} to that
individual claim requirement.

A fpartHstep} of a fproductHmmethodd is equivalent to a requirement of an asserted claim if a
person of ordinary skill in the field would think that the differences between the fpart}-{step} and
the requirement were not substantial as of the time of the alleged infringement.

Changes in technique or improvements made possible by technology developed after the patent
application is filed may still be equivalent for the purposes of the doctrine of equivalents if it still
meets the other requirements of the doctrine of equivalents set forth in this instruction.

fOne way to decide whether any difference between a requirement of an asserted claim and a
fpart}-fstept of the fproductiHmmethod] is not substantial is to consider whether, as of the time of
the alleged infringement, the {part}{step} of the fproduct}-fethed} performed substantially the
same function, in substantially the same way, to achieve substantially the same result as the
requirement in the patent claim.}

fIn deciding whether any difference between a claim requirement and the fproduct}-frethod] is
not substantial, you may consider whether, at the time of the alleged infringement, persons of
ordinary skill in the field would have known of the interchangeability of the {part}-{step} with the
claimed requirement. The known interchangeability between the claim requirement and the
fpart}-fstept of the fproductHmethodd} is not necessary to find infringement under the doctrine of
equivalents. However, known interchangeability may support a conclusion that the difference
between the fpart}-fstep} in the fproducti-frethod} and the claim requirement is not substantial.
The fact that a {part}-{step} of the fproduct}-fmethed} performs the same function as the claim
requirement is not, by itself, sufficient to show known interchangeability.}
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patent}

Model Instruction

N.D. Cal. Model Patent Jury Instr. B.3.4.
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PROPOSED FINAL JURY INSTRUCTION NO. 15.1
UTILITY PATENT INFRINGEMENT OF 460 METHOD CLAIM

Model Instruction

Adapted from N.D. Cal. Model Patent Jury Instr. B.2.
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PROPOSED FINAL JURY INSTRUCTION NO. 19
UTILITY PATENTS—STATUTORY BARS

A patent claim is invalid if the patent application was not filed within the time required by law.
This is called a “statutory bar.” For a patent claim to be invalid by a statutory bar, all of its
requirements must have been present in one prior art reference dated more than one year before
the patent application was filed. Here is a list of ways fan alleged infringer} can show that the

patent application was not timely filed: {ehoose-those-thatapphy

{ if the claimed invention was already patented or described in a printed publication
anywhere in the world before-finsert-date-thatis-one year before effective filing date of
patent application}. fA reference is a “printed publication” if it is accessible to those
interested in the field, even if it is difficult to find.};}

{ if the claimed invention was already being openly used in the United States before-
Hinsert-date-thatis-one year before the application filing date} and that use was not
primarily an experimental use (a) controlled by the inventor, and (b) to test whether the
invention worked for its intended purpose;}

{— if a device or method using the claimed invention was sold or offered for sale in the
United States, and that claimed invention was ready for patenting, beforefinsert-date-that

is-one year before Lhe_apphcatlon f111ng date}—FPh%eL&&ned—memJ}eﬂ—kae{—bemg—Ese}d}

For a claim to be invalid because of a statutory bar, all of the claimed requirements must have
been either (1) disclosed in a single prior art reference, (2) implicitly disclosed in a reference to
one skilled in the field, or (3) must have been present in the reference, whether or not that was
understood at the time. The disclosure in a reference does not have to be in the same words as
the claim, but all the requirements must be there, either described in enough detail or necessarily
implied, to enable someone of ordinary skill in the field of [identify field] looking at the
reference to make and use the claimed invention.

Model Instruction

Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2.
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PROPOSED FINAL JURY INSTRUCTION NO. 19.1
UTILITY PATENTS—INDEFINITENESS

See DktNo180%

The patent laws have requirements for the way in which patent claims are written. Patent claims
must be sufficiently clear that a person of ordinary skill in the field of the invention reading them
is able to determine what the claims cover and what they do not cover. A person of ordinary skill
is a person of average education and training in the field. If a patent claim does not meet this
requirement, then the claim is said to be indefinite, and the claim is invalid.

The amount of detail required for a claim to be definite depends on the
partietlarirventionparticular invention, the prior art and the description of the invention
contained in the patent. A patent claim, when read along with the rest of the patent, must
reasonably inform those skilled in the field of the invention what the patent claims cover. Simply
because claim language may not be precise does not automatically mean that the claim is
indefinite. The claim language need only be as precise as the subject matter permits.

Defendant contends that claims 50 of the ‘163 patent is are invalid because the lansuage-of-the-
elaims_term “‘substantially centered” is indefinite. HDPefendantH-contends-thatelaims——ofthe-
satant are indefinite he o tha word _ The

i aVa' 2 .ll.. aVa ll ra aa'

use of the word “abeut” “substantially” or similar language, does not by itself cause the claim to
be indefinite. In order to decide whether or not the words “abeut” “substantially centered” in
claims 50 renders these the claims indefinite, you must consider whether or not the ‘163 patent
provides some guidance about what is included within the claim term “abest——= “substantially
centered.” You must also consider whether or not a person of ordinary skill in the field reading
the patent would understand what is included within the claim term.}

If you find that [defendant] has proved that it is highly probable that claims 50 of the ‘163 patent
are 1s indefinite because a person of ordinary skill in the art would not understand what is, and
what is not, covered by the claims, you must then find that these the claims are is invalid.

Model Instruction

Federal Circuit Bar Association Model Patent Jury Instruction, Section 10.5 (2002).
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PROPOSED FINAL JURY INSTRUCTION NO. 24
UTILITY PATENT DAMAGES—BURDEN OF PROOF

I will instruct you about the measure of damages_for patent infringement. By instructing you on
damages, [ am not suggesting which party should win on any issue. If you find that {the alleged
infringer} infringed any valid claim of thef—1a patent, you must then determine the amount of
money damages to be awarded to {Lhe_patent holdert} (to compensate it for the infringement._You_

The amount of those damages must be adequate to compensate fthe patent holder} for the
infringement. A damages award should put the patent holder in approximately the financial
position it would have been in had the infringement not occurred, but in no event may the
damages award be less than a reasonable royalty. You should keep in mind that the damages you
award are meant to compensate the patent holder and not to punish an infringer.

HPatentEach patent holder} has the burden to persuade you of the amount of its damages. You

should award only those damages that fthe patent holder}sneretikely-thannet proves it suffered_
by a preponderance of the evidence. While {the patent holdert} is not required to prove its

damages with mathematical precision, it must prove them with reasonable certainty. {PatentThe
patent holder} is not entitled to damages that are remote or speculative.

Model Instruction

N.D. Cal. Model Patent Jury Instr. B.5.1 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 25
UTILITY PATENT DAMAGES — LOST PROFITS — GENERALLY

In th1s case, {-patent—helder—}m seeks to recover lost proflts for some of {al—leged—mﬁﬁnger—]—s

To recover lost profits for infringing sales, {patenthetderfApple must show that, but for the
infringement, there is a reasonable probab1hty that 1t would have made sales that {—aHegeeL

a Ma 1nfr1ng1ng product EP—aten%

s sales Qfepch product that it

You must allocate the lost profits based upon the customer demand for the patented feature or

design of each of the allegedly infringing {-pmd&et—]—hqqethed-}m That is, you must
determme Wthh proflts derlve from the patented 1nvent10n tha%ﬁal%eged—fnﬁmgeﬂm

Model Instruction

N.D. Cal. Model Patent Jury Instr. B.5.2 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 26
UTILITY PATENT DAMAGES—LOST PROFITS—FACTORS TO CONSIDER

HPatenthelder}Apple is entitled to lost profits if it proves all of the following:

(1) that there was a demand for the patented {produetHmethodd{productproduced-by-
inventions an igns [alternate: that there w mand for th
products];

2>(2) that there were no non-infringing substitutes_for each of the allegedly infringing
products, or, if there were the number of the sales m&d&by—Eal—leged—mfﬁngeth&P
{-pa{en{—he}éef} msung El

have made desplte the ava11ab111ty of other non-infringing substitutes. A 1nfr1ng1ng substltutes An
alternative may be considered available as a potential substitute even if it was not
actually on sale during the infringement period. Factors suggesting that the
alternative was available include whether the material, experience, and know-how
for the alleged substitute were readily available. Factors suggesting that the
alternative was not available include whether the material was of such high cost as
to render the alternative unavailable and whether falegedinfringer]Samsung had to
design or invent around the patented technology to develop an alleged substitute;

3>-(3) that {patent-helderfApple had the manufacturing and marketing capacity to make
any 1nfr1ng1ng sales actually made by &h&mfﬁngerw

a and for

Wthh {-pa{en{—helder—}m seeksan awardof lost proflts and

-(4) the amount of profit that {patentholderApple would have made if faleged-
infringert-had-notSamsung Electronics Company, Samsung Electronics America
and Samsung Telecommunications America had not allegedly infringed.

Model Instruction

N.D. Cal. Model Patent Jury Instr. B.5.3 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 28
UTILITY PATENT DAMAGES—REASONABLE ROYALTY—ENTITLEMENT

If tthe holder of a patent helderldoes not seek lost profits, or has not proved its claim for lost
profits, or has proved its claim for lost profits for only a portion of the infringing-sales_alleged to
infringe the patent, then fthe patent holder} should be awarded a reasonable royalty for all
infringing sales for which it has not been awarded lost profits damages.

Model Instruction

N.D. Cal. Model Patent Jury Instr. B.5.6 (modified).
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PROPOSED Final JURY INSTRUCTION NO. 29
UTILITY PATENT DAMAGES—REASONABLE ROYALTY—DEFINITION

A royalty is a payment made to a patent holder in exchange for the right to make, use or sell the
claimed invention. This right is called a “license.” A reasonable royalty is the payment for the
license that would have resulted from a hypothetical negotiation between the patent holder and
the infringer taking place atprior to the time when the infringing activity first began. In
considering the nature of this negotiation, you must assume that the patent holder and the
infringer would have acted reasonably and would have entered into a license agreement. You
must also assume that both parties believed the patent was valid and infringed. Your role is to
determine what the result of that negotiation would have been. The test for damages is what
royalty would have resulted from the hypothetical negotiation and not simply what either party
would have preferred.

A royalty can be calculated in several different ways and it is for you to determine which way is
the most appropriate based on the evidence you have heard. One way to calculate a royalty is to
determine what is called an “ongoing royalty.” To calculate an ongoing royalty, you must first
determine the “base,” that is, the product on which the infringer is to pay. You then need to
multiply the revenue the defendant obtained from that base by the “rate” or percentage that you
find would have resulted from the hypothetical negotiation. For example, if the patent covers a
nail, and the nail sells for $1, and the licensee sold 200 nails, the base revenue would be $200. If
the rate you find would have resulted from the hypothetical negotiation is 1%, then the royalty
would be $2, or the rate of .01 times the base revenue of $200.

If the patent covers only part of the product that the infringer sells, then the base would normally
be only that feature or component. For example, if you find that for a $16610,000 car, the
patented feature is the tires which sell for $5, the base revenue would be $5. However, in a
circumstance in which the patented feature is the reason customers buy the whole product, the
base revenue could be the value of the whole product. Even if the patented feature is not the
reason for customer demand, the value of the whole product could be used if, for example, the
value of the patented feature could not be separated out from the value of the whole product. In
such a case, however, the rate resulting from the hypothetical negotiation would be a lower rate
because it is being applied to the value of the whole product and the patented feature is not the
reason for the customer’s purchase of the whole product.

A second way to calculate a royalty is to determine a one-time lump sum payment that the
infringer would have paid at the time of the hypothetical negotiation for a license covering all
sales of the licensed product both past and future. This differs from payment of an ongoing
royalty because, with an ongoing royalty, the licensee pays based on the revenue of actual
licensed products it sells. When a one-time lump sum is paid, the infringer pays a single price
for a license covering both past and future infringing sales.

It is up to you, based on the evidence, to decide what type of royalty is appropriate in this case_for

Samsung and/or Apple.

Model Instruction
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N.D. Cal. Model Patent Jury Instr. B.5.7 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 29.1
DAMAGES—REASONABLE ROYALTY—RELEVANT FACTORS

In determining the reasonable royalty_for Samsung and/or Apple, you should consider all the
facts known and available to the parties at the time the infringement began. Some of the kinds of
factors that you may consider in making your determination are:

W GRS igE S R alhe RS o8 Ry icensing of the patentin-suit,

2) ﬁzéél;l & ﬁ%fﬁtpald by the licensee for the use of other patents comparable to the

(3) 3)The nature and scope of the license, as exclusive or nonexclusive, or as

ﬁelélgﬁ%taec(%uor% (rl\%%e ﬁrclﬂrelg )}%éeg(rﬁa.of territory or with respect to whom the

(4)  -The licensor’s established policy and marketing program to maintain his or her
AR BORaPOBAAR IRRBHG O BHRSG VEE dRbisgpisy or by eranting licenses

(5) )The commercial relationship between the licensor and licensee, such as whether
Eﬁgg; are fr(l)\%g%lrtgﬁsdnﬁr%l& Sie territory in the same line of business, or whether

B

£6)-The effect of selling the patented specialty in promoting sales of other products

of.the licensee, the existing value of .the inventipn tqg the licensor as a generator pf
sales of his nonpaten ecf ﬂgms, L {he AP O P R AR AAIVR coﬁvoye sales.

H-The duration of the patent and the term of the license.

Ebihe e RliRhed ARy oh i Buddgy made under the patens, it

evidag My A ARYARE RS RE PR PAUSHS] PRI TR modes or

S & B S

+6)-The nature of the patented invention, the character of the commercial

%vrﬁgcf%\%egge%f ¢ @%n%vgﬁlﬁ% I%nd produced by the licensor, and the benefits to those

an v él;l%% %)%%nattfge% i het{]lgll%fn?%%th&semade use of the invention and any

(12) &23-The portion of the profit or of the selling price that may be customary in the

Barticqlar business or in comparable business to allow for the use of the invention
i analogous 1nventions.

(13) 35-The portion of the realizable profits that should be credited to the invention as
st sshsstArom romRARN R SiSTsRRe s RRRBS DB RiRgRSS, business
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(14) &4-The opinion and testimony of qualified experts.

(15) &5)-The amount that a licensor (such as the patentee) and a licensee (such as the
infringer) would have agreed upon (at the time the infringement began) if both had
been reasonably and voluntarily trying to reach an agreement; that is, the amount
which a prudent licensee—who desired, as a business proposition, to obtain a
license to manufacture and sell a particular article embodying the patented
invention—would have been willing to pay as a royalty and yet be able to make a

FEAERRPIE RIS AmRY gl have been acceptable by a prudent

No one factor is dispositive and you can and should consider the evidence that has been
presented to you in this case on each of these factors. You may also consider any other factors
which in your mind would have increased or decreased the royalty the infringer would have been
willing to pay and the patent holder would have been willing to accept, acting as normally
prudent business people. The final factor establishes the framework which you should use in
determining a reasonable royalty, that is, the payment that would have resulted from a negotiation
between the patent holder and the infringer taking place at a time prior to when the infringement
began.

Model Instruction

Federal Circuit Bar Association Model Patent Jury Instr. B.6.7 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 31
UTILITY PATENT DAMAGES—DATE OF COMMENCEMENT—PRODUCTS

Damages-that{patent-holder}may-be-awarded-by-you commence on the date that fthe alleged
infringer} has both infringed and been notified of the {—patent:-—fuse-these-that-apphy-to-this-
easefalleged infringement of the patent.

If you find that {the_patent holder} sells a product that includes the claimed invention, you must
determine whether{ps AS—“FAa : with-th entnum Narkino

determmethe date that {the_alleged 1nfr1nger} recerved actual notice of the—[—} patent and the
specific product alleged to infringe.}+ Actual notice means that {the patent holder}
communicated to fthe alleged infringer} a specific charge of infringement of the {}patent by a
specific accused product or device. The filing of the complaint_and counterclaims in this case
qualified as actual notice, so the damages period begins no later than the datedates the complaint

Hatent-holder] Thg patent hgldg has the burden of estabhshlng that 1t is more probable than not
fthe alleged infringer} received notice of infringement entdate}fbefore the complaint and
counterclaims were filed.

{If you find that @patent holderHehoos&A—} does not sell a product covered by the {Hpatent

W : smberpatent, damages
begin without the requlrement for actual notice. If you f1nd that the-H} patent was granted before
the infringing activity began, damages should be calculated as of the date you determine that the
infringement began. If you find that the{} patent was granted after the infringing activity began,
damages should be calculated as of {the date_the patent issued}.}

Model Instruction
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N.D. Cal. Model Patent Instr. B.5.8 (modified).
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DESIGN PATENT JURY INSTRUCTIONS
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PROPOSED FINAL JURY INSTRUCTION NO. 32
DESIGN PATENTS—INTERPRETATION OF PATENT CLAIMS

(First Instruction)

Before you dec1de whether {theBefendant—]—has—mﬁmged—theeLamrsef—EthePL&m&fﬂs—}

whether %&Hﬁﬂtﬁﬂsﬁatenmw 1nvahd you w111 have to understand the
Qeslgn patent clalms %&paten%el&rms—&fem&nbefed—senteneesﬁ%theend—eﬁth%paterﬁhe

Model Instruction

AIPLA Model Jury Instruction 2.

(Second Instruction)

Model Instruction

AIPLA Model Jury Instruction 2.
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PROPOSED FINAL JURY INSTRUCTION NO. 34
DESIGN PATENTS—DIRECT INFRINGEMENT

Questions through of the Verdict Form read as follows: [READ TEXT OF
INFRINGEMENT VERDICT QUESTIONS].

I will now instruct you as to the rules you must follow when de01d1ng Whether {th&PLe&n&ﬁﬂan&

MWM Wlthln the Unlted States durlng the
term of the patent. Any person or business-entitycompany that has engaged in any of those acts

without the Mpatent owner"s permlssmn 1nfr1nges the patent Here, {th&ll}ﬁn&ﬁﬂ—alﬂlege&

(a/k/a Galaxy Showcase and Galaxy Mesmerize); Samsung

02198.51855/49+66004+4915778.1



Case5:11-cv-01846-LHK Document1821-1 Filed08/18/12 Page22 of 56

Fascinate: Gem: Galaxv S 19000: Galaxy S 4G: Indulge:
nd Vibran
D’889 Galaxy Tab 10.1

Model Instruction

AIPLA Model Patent Jury Instructions 3.0.
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PROPOSED FINAL JURY INSTRUCTION NO. 34.2
DESIGN PATENT DIRECT INFRINGEMENT - LIABILITY MUST BE PROVED FOR
EACH ENTITY SEPARATELY

PDIC] Crance C ACNCEC C dI' DAMSUNZ €1 ] 1 UNC [
used, offered to sell, or sold the invention-definedin-atleastone-claimoffthe Plaintift}'s-
(A ice OU 1ST ACLC i i i Sepdarate OI €4 Al INZ € i

Model Instruction

AIPLA Model Patent Jury Instructions, 3.1.
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PROPOSED FINAL JURY INSTRUCTION NO. 34.6
DESIGN PATENT PROSECUTION HISTORY ESTOPPEL

You are instructed that the deetrine-ofequivalentsisscope of a design patent can be limited by

what is called “prosecution history estoppel.” As you have already heard, during prosecution of
thea patent, the patent applicant often makes arguments and amendments in an attempt to
convince the PTOPatent Office examiner to grant the patent. The party seeking to obtain a patent
may amend his patent claims or submit arguments in order to define or narrow the meaning of
the claims to obtain the patent. Once it has done so, it is not entitled to patent coverage-snder-the-
dectrine-ofequivalents that would be-se broad thatit-weuldenough to cover the same feature that
was used to distinguish the invention during the prosecution of the patent.

Model Instruction

AIPLA Model Jury Instruction 3.13.
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PROPOSED FINAL JURY INSTRUCTION NO. 36.1
ANTICIPATION - A SINGLE REFERENCE OR A SINGLE PRODUCT

W&M is sald o be “antICIPated by
the prior art.” Underthe U-S—patentlawsaninventionA design that is “anticipated” is not
entltled to patent protection. JEe—pfeve—&H&ekpa&eﬂ—Hhe—Defeﬂdaﬂﬂ—nm&stfeve—W%&ke}eaﬁaﬂd—

02198.51855/49+66004+4915778.1
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Model Instruction

Adapted from AIPLA Model Patent Jury Instructions, 6.0.
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PROPOSED FINAL JURY INSTRUCTION NO. 36.3
ANTICIPATION—DATE OF INVENTION

02198.51855/49+66004+4915778.1
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Model Instruction

N.D. Cal. Model Patent Instructions, B.4.3.al.
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PROPOSED FINAL JURY INSTRUCTION NO. 38
DESIGN PATENT OBVIOUSNESS

[From Dkt. No. 1818 at Appendix B]

iding whether an ign is invali i viou ime it was m
you should analyze whether there are any relevant dlfferences between the prior art and the
e—}aimed—menﬁeﬂﬁgg from the v1ew of a person of ordlnary skill in the art at the time of the

Ygu do not need to look for precise teaehmgm in the prior art dlrected to the subject
matter of the claimed invention. You may take into account the inferences-and-creative steps and
inferences that a person of ordinary skill in the art would have employed n+eviewingwhen
viewing the prior art at the time of the invention. For example, if the claimed invention
combinedcombines elements_already known in the prior art and the combination yielded results
that were predictable to a person of ordinary skill in the art at the time of the invention, then this
evidence would make it more likely that the claim was obvious. On the other hand, if the
combination of known elements yielded unexpected or unpredictable results, or if the prior art
teaches away from combining the known elements, then this evidence would make it more likely
that the claim that successfully combined those elements was not obvious.

ImpertantlyaA claim is not proved obvious merely by demonstrating that each of the elements
was independently known in the prior art. Most;+fnetal; inventions rely on building blocks
long since uncovered, and claimed discoveries almost of necessity will likely be combinations of
what is already known. Therefore, you should consider whether a reason existed at the time of
the invention that would have prompted a person of ordinary skill in the art in the relevant field
to combine the known elements in the way the claimed invention does. The reason could come
from the prior art, the background knowledge of one of ordinary skill in the art, the nature of the
problem to be solved, market demand, or common sense.

If you find that a reason existed at the time of the invention to combine the elements of the prior
art to arrive at the claimed inventiendesign, this evidence would make it more likely that the
claimed invention was obvious.

Model Instruction

02198.51855/49+660044915778.1



Case5:11-cv-01846-LHK Document1821-1 Filed08/18/12 Page30 of 56

AIPLA Model Jury Instruction 7.2
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PROPOSED FINAL JURY INSTRUCTION NO. 40
DESIGN PATENT DAMAGES—BURDEN OF PROOF

[See Samsung Proposed Instruction No. 24, supra.]
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PROPOSED FINAL JURY INSTRUCTION NO. 41
DESIGN PATENT DAMAGES—LOST PROFITS

[See Samsung Proposed Instruction No. 25, supra.]
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PROPOSED FINAL JURY INSTRUCTION NO. 41.1
DESIGN PATENT DAMAGES—LOST PROFITS—FACTORS TO CONSIDER

[See Samsung Proposed Instruction No. 26, supra.]
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PROPOSED FINAL JURY INSTRUCTION NO. 43
DESIGN PATENT DAMAGES—REASONABLE ROYALTY—
ENTITLEMENT—DEFINITION

[See Samsung Proposed Instruction No. 27, supra.]
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PROPOSED FINAL JURY INSTRUCTION NO. 43.1
DESIGN PATENT DAMAGES—REASONABLE ROYALTY—DEFINITION

[See Samsung Proposed Instruction No. 28, supra.]
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PROPOSED FINAL JURY INSTRUCTION NO. 43.2
DESIGN PATENT DAMAGES—REASONABLE ROYALTY—DEFINITION

[See Samsung Proposed Instruction No. 29, supra.]
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PROPOSED FINAL JURY INSTRUCTION NO. 44
DESIGN PATENT DAMAGES—DATE OF COMMENCEMENT—PRODUCTS

[See Samsung Proposed Instruction No. 37, supra.]
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INDUCEMENT AND WILLFULNESS JURY INSTRUCTIONS
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PROPOSED JURY INSTRUCTION NO. 45.1
INDUCING PATENT INFRINGEMENT

PPatenthelderfApple argues that fatteged-nfringerfSamsung’s Korean parent, SEC, has actively
1nduced a&e&her—&e—mf—mg%th%[—]—pa{em— ;g §;;Q§ g ggg§ in ghg Q ;gg §;g;g§; §TA gng §EAg
Apple has activels .

In order for there to be inducement of infringement by fan alleged infringer}, someone else must
directly infringe a claim of the-+— patent; if there is no direct infringement by anyone, there can
be no induced infringement. In order to be liable for inducement of infringement, {the alleged
infringer} must:

+-1. have intentionally taken action that actually induced direct infringement by another;
2-2. have been aware of the f——-patent; and
3-3. have known that the acts it was causing would be infringing.

If the alleged infringer} did not know of the existence of the patent or that the acts it was
inducing were infringing, it cannot be liable for inducement unless it actually believed that it was
highly probable its actions would encourage infringement of a patent and it took intentional acts
to avoid learning the truth. It is not enough that f{the accused infringer} was merely indifferent to
the possibility that it might encourage infringement of a patent. Nor is it enough that {the
accused infringer} took a risk that was substantial and unjustified.

If you find that fthe alleged infringer} was aware of the patent, but believed that the acts it
encouraged did not infringe that patentf, or that the patent was invalid,}>f_the alleged infringer}

cannot be hable for 1nducement —EWlegedﬂﬂﬁﬂﬂgeﬂﬁehaﬂe%efkadﬂewembyfhemlawye%

Model Instruction

N.D. Cal. Model Patent Jury Instr. B.3.9.
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PROPOSED FINAL JURY INSTRUCTION NO. 45.3
CALCULATING DAMAGES IN CASES OF INDUCEMENT

In order to recover damages for induced infringement, {the patent holder} must either prove that
the faccused product} necessarily infringes the fpatent in suit} or prove acts of direct
infringement by others that were induced by fthe accused infringer}. Because the amount of
damages for induced infringement is limited by the number of instances of direct infringement,
fthe patent holder} must further prove the number of direct acts of infringement of the {patentin-

5 1O Cl v, 0 O Cl Croral Cl w, O

example;either-patent in suit, for example, by showing indivdual acts of direct
by showing that a particular class of fproducts}fusest directly infringes.

infringement or

Model Instruction

N.D. Cal. Model Patent Instr. B.5.9 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 46
DESIGN AND UTILITY PATENTS—WILLFUL PATENT INFRINGEMENT

In this case, tpatent-hotder;Apple argues both that teHegedinfringer}Samsung 1nfr1nged and,

further, that fallegedinfringer}Sa

1nfr1nged w111fully If you have decided that @alleged
infringert has infringed, you must go on and address the additional issue of whether or not this
infringement was willful. Willfulness requires

thatfalleged-infringerfa determination that the alleged infringer acted recklessly.

allegedlnfﬂnger]—T&dehad thls
state of mind,yeu-must consider all ef-the-facts; which may include, but are not limited, to:

(1)  Whether or not {the alleged infringer}_acted in accordance with the
: forits ind )

(2)  Whether or not the alleged infringer intentionally copied a product of {the patent
holder} that is covered by the {}patent;

(23)  Whether or not there is a reasonable basis to believe that {the alleged
infringer} did not infringe or had a reasonable defense to infringement;

(34) Whether or not {the alleged infringer} made a good-faith effort to avoid

infringing the-{4 patent, for example, whether {the alleged infringer} attempted to
design around the {4patent; fand}

(45)  Whether or not {the alleged infringer} tried to cover up its infringementf./-

Model Instruction

Federal Circuit Model Patent Jury Instr. B.3.8.
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TRADE DRESS JURY INSTRUCTIONS
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PROPOSED FINAL JURY INSTRUCTION NO. 47
TRADE DRESS DILUTION AND INFRINGEMENT—INTRODUCTION

%%Phiﬂﬁf—f,—mam%ef—pl-&m&fﬂ»égg seeks damages agamst—%h%éefendam—fﬁam%ef—

m demes {lnfrmgmg WPM%WMAM
alleged trade dresses and contends the-trademark—isthey are invalid{—Fe-help-you-understand-the-

during-this-trial—. Here are the instruction must follow in iinh

Model Instruction

Ninth Circuit Model Civil Jury Instr. (“Model Instructions”) No. 15 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 48
TRADE DRESS DILUTION AND INFRINGEMENT—DEFINITION OF TRADE DRESS
(15 U.S.C. § 1125(A))

Trade dress is the non-functional physical detail and design of a product-erits-packaging; which
HndieatesHerHidentifies} the product’s source and distinguishes it from the products of others.
Trade dress-ts-the-produets-totalimage-and-overall-appearanee;and may include features such as
size, shape, color, color combinations, texture, or graphics. In other words, trade dress is the
form in which a persencompany presents a product or service to the market, its manner of
display.

Model Instruction

Ninth Circuit Model Instructions No. 15.2 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 48.1
TRADE DRESS LIABILITY—THEORIES AND POLICIES

The trademarktrade dress laws balance three often-conflicting goals: (1) protecting the public
from being misled about the nature and source of goods and services, so that the consumer is not
confused or misled in the market; (2) protecting the rights of a business to identify itself to the
public and its reputation in offering goods and services to the public; and (3) protecting the
public interest in fair competition in the market.

The balance of these policy objectives vary from case to case, because they may often conflict.
Accordingly, each case must be decided by examining its specific facts and circumstances, of
which you are to judge.

Ninth Circuit Model Instructions No. 15.4 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 50
TRADE DRESS DILUTION AND
INFRINGEMENT—VALIDITY—DISTINCTIVENESS—SECONDARY MEANING

trade dresses have “‘secondary meaning.” Trade dress has secondary meaning when-ithas-been-
uwsedin-sucha-way-that its primary significance in the minds of the prospective consumers is not
the product itself, but the identification of the product with a single source, regardless of whether
consumers know who or what that source is.-Yeu

1 must find that-

theby a preponderance of the eV1dence shew&that a 51gn1flcant ﬂﬁmber—ef—theeens&mmg
publieproportion of prospective purchasers of tablet computers associates the Heentify-the-
aleged-trademark]claimed trade dress with a single source-in-orderto-find-thatithas-acquired-
secondary-reafre—.

When you are determining whether fdeseribe-symbel-ertermithe claimed trade dress has

acquired a secondary meaning,_you may consider the following factors:

1. Consumer Perception. Whether the people who purchase the-fpreduet]-

2. Advertisement. To what degree and in what manner thefewner}-
fassieneetHieenseelApple may have advertised underfeaturing the claimed trademarktrade dress;

3. Demonstrated Utility. Whether the-fowner}-fassignee}{HicenseefApple has
successfully used this-trademarkthe claimed trade dress to increase the sales of its{produet]-
fserviee}iPad or iPad 2;

4. Extent of Use. The length of time and manner in which the fowner}-
fassicnee]-Hicensee}Apple has used the claimed trademark:trade dress;

5. Exclusivity. Whether the-fowner—sHassienee stHlieenseestApple’s use
of the claimed trademarktrade dress was exclusive;

6. Copying. Whether the-defendantSamsung intentionally copied the-
Hewner—slHassignee s}HicenseesHtrademark;-Apple’s alleged trade dress.
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7. Actual Confusion. Whether the-defendantSamsung’s use of the-plaintiifs-
trademarkApple’s alleged trade dress has led to actual confusion among a significant number of

consumers;-and- 8—nsert-any-otherfactors-that bear-on-secondary-meaning].

The presence or absence of any particular factor should not necessarily resolve whether

Hdentity-the-alleged-trademark}-hasthe claimed trade dresses have acquired secondary meaning.

Deseriptive-marksApple’s claimed trade dresses are protectable (or valid) only to the
extent you f1nd %h%y]_t_ha.s acqulred dlstlnctlveness {through secondary meamng}Hby%h%pubﬁc—

I ress has not requir fficient level of ndary meaning, then that tr ress i

Model Instruction

Ninth Circuit Model Instruction 15.10 (modified)-
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PROPOSED FINAL JURY INSTRUCTION NO. 51
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY—
NON-FUNCTIONALITY REQUIREMENT

A-produetfeature-isfunetionalifitis(a) essential to the product’s use or
purpose; or--it

(b) affects the preduet s-cost or quality_of the product.

It is non-functional if its shape or form makes no contribution to the product’s function or
operation. If the feature is part of the actual benefit that consumers wish to purchase when they
buy the product, the feature is functional. However, if the feature serves no purpose other than as
an assurance that a particular entity made, sponsored or endorsed the product, it is
non-functional.
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rmn hn M h11fn1n

Model Instruction

Ninth Circuit Model Instructions No. 15.11(modified) .
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PROPOSED FINAL JURY INSTRUCTION NO. 56
INFRINGEMENT—ELEMENTS AND BURDEN OF PROOF—TRADE DRESS
(15 U.S.C. § 1125(A)(1))

On-theplaintitfs-elatm-forTo prove trade dress infringement, the-plaintiff-hasApple bears the
burden of previngproof by a preponderance of the evidence on each of the following elements:_

for h of its claimed tr I

l{deseﬁb%ﬂq&p]rﬁﬂ&ﬁ—s—%d%éfess—]—}s—dﬂﬁﬂe% Apple must prove that the

nregi laim I re not functional

dress similar to fdeseribe-the-plaintiffsApple’s claimed trade dressHdresses without theApple’s
consent efthe-plaintiff-in a manner that is likely to cause confusion among-erdinary consumers

as to the source, sponsorship, affiliation, or approval of the{plaintifsi{defendantsjSamsung’s
goods.

If you find that each of the elements on which the-plaintiffApple has the burden of proof has
been proved, your verdict should be for theplaintiffApple. If, on the other hand, the-
plaintiffApple has failed to prove any one of these elements, your verdict sheuldmust be for the-

defendant-Samsung.

Model Instruction

Ninth Circuit Model Instructions No. 15.6 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 57
INFRINGEMENT—LIKELIHOOD OF CONFUSION—
FACTORS—SLEEKCRAFT TEST
(15 U.S.C. §§ 1114(1) and 1125(a))!

You must eensiderdecide whether the-defendantSamsung’s use of the-trademarkits accused
products i 1s likely to cause confusion about the source of the-plainti{fs-orthe defendant s-soods—

msun 1 m rs. Apple all nsumer nf1nh IT ris likel

n:ade_dress._ The presence or absence of any partlcular factor that I suggest should not necessarlly
resolve whether there was a likelihood of confusmn because you must consider all relevant
evidence in determining this. A et-Hh H ; ; Q

el Lo

1. Strength or Weakness of the Plaintiff’s MarkTrade Dress. The more the
consuming public recognizes the plaintiff’s trademarktrade dress as an indication of origin of the

plaintiff’s goods, the more likely it is that consumers would be confused about the source of the
defendant’s goods if the defendant uses a similar marktrade dress.
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2. Defendant’s Use of the MarkTrade Dress. If the defendant and plaintiff use
their trademarkstrade dress on the same, related, or complementary kinds of goods there may be a
greater likelihood of confusion about the source of the goods than otherwise.

3. Similarity of Plaintiff’s and Defendant’s Marks-Trade Dress. If the overall
impression created by the plaintiff’s trademarkirade dress in the marketplace is similar to that
created by the defendant’s trademark in fappearancetHseund}-torfHmeaninet; there is a greater

chance {ehaeeensumem—&f%}ﬂeeb%e%eeen&wed—bydefendam—ﬁ%eﬁa—maﬂd—[of hkehhood of

confusion}-

4. Actual Confusion. If use by the defendant of the plaintiff’s trademarktrade
dress has led to a significant ngmgg r of 1nstances of actual confus10n thls s&eﬂg}yesuggests a

hkehhood of confusmn How

bemeely—t&ea&seeenﬁ&ﬁe& As you consider whether the %Fademar—kllad_e_d];ess used by the
defendant creates for consumers a likelihood of confusion with the plaintiff’s trademarktrade
dress, you should weigh any instances of actual confusion against the opportunities for such
confusion. If the instances of actual confusion have been relatively frequent, you may find that
there has been substantial actual confusion. If, by contrast, there is a very large volume of sales,
but only a few isolated instances of actual confusion you may find that there has not been
substantial actual confusion.

5. Defendant s Intent. Knewmgnﬁ%bylﬁhe defendant ef—eh%p}afn&ff—&

6. Marketing/Advertising Channels. If the plaintiff’s and defendant’s {eeeds}-
fservieesiproducts are likely to be sold in the same or similar stores or outlets, or advertised in
similar media, this may increase the likelihood of confusion.

7. Consumer’s Degree of Care. The more sophisticated the potential buyers
of the goods or the more costly the goods, the more careful and discriminating the reasonably
prudent purchaser exercising ordinary caution may be. They may be less likely to be confused by
similarities in the plaintiff’s and defendant’s trademarkstrade dresses.

Model Instruction
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Ninth Circuit Model Instructions No. 15.16 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 59
TRADE DRESS DAMAGES—PLAINTIFF’S ACTUAL DAMAGES
(A5 US.C. § 1117(a))

The-plaintitfApple has the burden of proving actual damages by a preponderance of the evidence.
Damages means the amount of money which will reasonably and fairly compensate the-

p}am&fngg e for any {mjury}Eaﬂdﬂ—Eer—]—Epfepe&ydamage} to Apple you find was caused by the-

Te gggmmumggpgng Amgngg sal gggg 1nfr1ngement | Proflt is determined by deductmg all

expenses from gross revenuetf:}-.

Model Instruction

Ninth Circuit Model Instruction No. 15.25 (modified) and the accompany Comment.
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PROPOSED FINAL JURY INSTRUCTION NO. 60.1
TRADE DRESS DAMAGES—APPORTIONMENT OF
DEFENDANT’S PROFITS

Inadditionto-actual- damages;the plaintiff Apple is only entitled to any-profits earned by thean

infringing defendant that are attributable to the infringement, if any, which the-plaintiff
prevesApple must prove by a preponderance of the evidence. You may not;-heweves; include in

any award of profits any amount that you took into account in determining aetaal-damages.
Profit is determined by deducting all expenses from gross revenue.

Gross revenue is all of the infringing defendant’s receipts from using the trademarktrade dress in

the sale of atan infringing product}. FThe-plamntif Apple has the burden of proving athe
infringing defendant’s gross revenue by a preponderance of the evidence_and with a reasonable

certainty.
Expenses are all feperating v a4 § t t :
revenue. h h1nfr1n1n fendant incurred in the pr ion. distribution, or sale of th

infringing products. The_infringing defendant has the burden of proving the expensestaned.
wmm the portion of the profit attributable to factors

Model Instruction

Ninth Circuit Model Instructions No. 15.26 (modified).
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PROPOSED FINAL JURY INSTRUCTION NO. 61.2
MONETARYREMEDHS—TRADE DRESS BPILEUFHONDAMAGES—

ACTUAL OR STATUTORY NOTICE REQUIREMENT(S US.C. § 1111)
[From Dkt. No, 1818 at Appendix A]

In order for plaintitfApple to recover damages, the-plaintitfApple has the burden of proving by a
preponderance of the evidence that deferdantSamsung Electronics Company, Samsung_
Electronics America and Samsung Telecommunications America had either statutory or actual
notice that the-plaintiffsthe trademarkApple’s trade dress was registered. Pefendant

Teleegmmumeatlgns Amenga had statutory notice if:

H-plaintiffl.  Apple displayed with the trademarktrade dress the
words “Registered in U.S. Patent and Trademark Office,”}Hex}

[2-plaintiff2,  Apple displayed with the trademarktrade dress the
words “Reg. U.S. Pat. & Tm. Off.”}f or}

B-plaintiffd.  Apple displayed the trademarktrade dress with the
letter R enclosed within a circle, thus ®1.

Model Instruction

Model Instructions No. 15.24 (modified).
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