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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Paten! and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virgine 22313. 1450

WWW.USPRO oV

l APPLICATION NO. j FILING DATE FIRST MAMED INVENTOR ],\ TTORNEY DOCKET NG j CONFIRMATION NUJ
90/011,576 0M162011 6034652 2988 GO2REXD 1567
27572 7590 05120203 1 ! EXAMINER g
HARNESS, DICKEY & PIERCE, P.L.C.
P.O. BOX 828 ' :
BLOOMFIELD HILLS, MI 48303 | ART UNIT | paperNUmBER |

DATE MAILED: 05/20/201 1

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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%, UINITED STATES PATENT ANT TRADEMARK OFFICE

Commigsionar for Patents

United Slates Patent and Trademark Office
PO Boxi4s0

Alexandita, VA 223131450

WA D3THO [ov

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESFONDENCE ADDRESS) MA}LED
STERNE, KESSLER, GOLDSTEIN & FOXP.LLC. MAY 20 204”
1100 NEW YORK AVENUE, N.W. CENTRAL REEXAMINATION UNIT

WASHINGTON, DC 20005

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NQ. 80/011,576

PATENT NO. 8034652

ART UNIT 3892

Enclosed i1s a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev 07-04)
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Ex Parte Reexamination

Deandra M. Hughes

determination are attached.

1 & The request for ex parte reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

is permitted

2.[ 1 The request for ex parte reexamination is DENIED.

37 CFR 1.183. .
in due course, a refund under 37 CFR 1.26 ( ¢ ) will be made to requester:

a) {_] by Treasury check or,
b) [ by credit to Deposit Account No. . of

Controf No.
. . 90/011,576 6034652
Order Granting / Denying Request For L
Examiner i Art Unit

3992

Attachments: a)[] PTO-892,  b)X] PTO/SB/O8,  ¢)[] Other: _____

i Patent Under Reexamination

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The request for ex parte reexamination filed 16 March 2071 has been considered and a determination has
been made. An identification of the claims, the references relied upon, and the rationale supporting the

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.5635). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.
if Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester

This decision is not appealable (35 U.S.C. 303(c)). Requester may seek review by petition {o the
Commissioner under 37 CFR 1.181 within ONE MONTH from the mailing date of this communication (37
CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR 1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER

c) ] by credit to a credit card account, unless otherwise notified (35 U.S.C 303(c)).

I /Deandra M Hughes/

Primary Examiner, Art Unit 3992

'__::L:_Sg;qgsps;gr“j if third party reguester } iy e -

U5 Patenl and Yrademark Offce
PTOL-471 (Rev. 08-06) Office Action in Ex Parte Reexamination

Part of Paper Mo 20110505
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Control Number: 80/011,5786 Page 2
Art Unit: 3982

ORDER GRANTING REQUEST FOR EX PARTE REEXAMINATION

1 Substantial new questions of patentability ("SNQ”) affecting claims 4-8, 11, and

15-18 of USP 6,034,652 ("*652 patent”) have been proposed by the third party

requester ("3PR") in the ex parte reexamination request filed Mar. 16, 2011 ("Request’).
References Cited Proceeding

2. USP 5,748,190 to Kjorsvik filed Sep. 5, 1995. ("Kjorsvik")

3 USP 5,781,894 to Petrecca filed Aug. 11, 1995. (“Petrecca’)

4. USP 5,913,040 to Rakavy filed Aug. 22, 1995. (‘Rakavy")

8, USP 5,740,546 to Reilly filed Jun. 12, 1995. ("Reilly")

B. USP 5,796,945 to Tarabella filed Jun. 7, 1995. ("Tarabella")

7. Roberts, Jason. Director Demystified. Peachpit Press. 1995. ("Roberts”)

8. Satm, Walter. “Buying a Real Computer Monitor”. Popular Electronics. October
1984. pp. 102-103, 132, and 134. ("Salm”)

Prosecution History
9. The prosecution history of the application (08/620,641) which became the ‘652
patent is presented below.
- On Mar. 22, 1996, claims 1-67 were presented for examination,
- OnFeb. 3, 1998, claims 1-67 were rejected

- Claims 1-19, 21-31, 33-46,_and 48-67 were rejected as being
anticipated by Judson. (USP 5,572,643}

: Claims 19, 21-22, 46, and 48 were rejected as being anticipated by
Pirani. (USP 5,105,184)

- Claims 19, 20, 25-28, 32, 41-47 were rejected as being anticipated
by PointCast as described in the Feb. 13, 1996 Wall Street Journal
article by Joan E. Rigdon.
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Control Number: 80/011,576 Page 3
Art Unit: 3892

- Claims 1-20, 22-47, and 49-67 were rejected as being anticipated
by Schena (WO 96/30864).

On July 9, 1998, applicant filed remarks and amended claims 1 and 66

On Sept. 22, 1998, claims 1-67 were finally rejected.
- On Jan. 22, 1999, applicant filed a continued prosecution application.
On Feb. 10, 1999, claims 1-67 were again finally rejected.

On Jun. 14, 1899, applicant filed remarks and amended claims 49, 53
and 54.

- On Jul. 23, 1999, applicant's arguments of Jun. 14, 1999 were
reconsidered and, infer alfa, claim 13, 20, 32-40, 47, 51-54, 68, and 65
were amended was objected to as being allowable if rewritten in
independent form to include all of the limitations of the base claim and the
intervening claims . (see pg. 4) The Examiner did not provide a specific
reason for indicting allowable subject matter other than the Judson, Pirani,
PointCast, and Schena did not teach these elements.

- On Aug. 12, 1999, applicant filed after-final amendments cancelling claims
1-12, 14-19, 21-31, 41-46, 48-50, 55-57, 539-64, and 66-67. Claims 13, 20,
32-40, 47, 51-54, 58, and 65 were amended to included all of the
limitations of the base claim and the intervening claims.

On Aug. 26, 1999, claims 13, 20, 32-40, 47, 51-54, 58, and 65 were
allowed.

On Nov. 13, 2001, dependent claims 18-33 were added via a certificate of
correction.

10.  Since the prosecution history does not make clear the reasons for indicating
allowability, the Examiner considers any teaching as to a method or system for
engaging the peripheral attention of a person in the vicinity of a display device such as

the display monitor of a computer to form the basis of an SNQ as to ¢laims 4-8, 11, and

15-18.
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Control Number: 90/011,576 Page 4
Art Unit: 3992

Decision
11, Petrecca discloses an advertising system to be used with personal computers
which enables sponsors to present advertisements to a user during periods of waiting-
time which are inherent in normal computer use. (Abstract) Petrecca was not before
the Examiner during the prosecution of the application that became the ‘652 patent.
However, there is a substantial likelihood that a reasonable examiner would consider

this teaching of Petrecca important in deciding whether claims 4-8, 11, and 15-18 are

patentable. Accordingly, Petrecca raises a substantial new question of patentability as

to claims 4-8, 11, and 15-18 which have not been decided in a previous examination.

Conclusion

12.  Forthe reasons set forth above, claims 4-8, 11, and 15-18 of the ‘652 patent

will be reexamined.
13.  All correspondence relating to this ex parte reexamination proceeding should be
directed:

By Mail to:  Mail Stop Ex Parte Reexam
Attn: Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to:  (671) 273-9800
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Registered users of EFS-Web may alternatively submit such correspondence via
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Control Number: 90/011,576 Page 5
Art Unit: 3992

the electronic filing system EFS-Web, at:

hitps:/fsportal uspto.gov/authenticate/authenticateuseriocalepf html.

EFS-Web offers the benefit of quick submission to the particular area of the
Office that needs to act on the correspondence. Also, EFS-Web submissions are “soft
scanned” (i.e., electronically uploaded) directly into the official file for the reexamination
proceeding, which offers parties the Gpportunity to review the content of their
submissions after the “soft scanning” process is complete.

Any inquiry concerning this communication or earlier communications from the
examiner, or as to the status of this proceeding, should be directed to the Central

Reexamination Unit at telephone number (571) 272-7705.

Signed: Conferees:

/Deandra M. Hughes/ A LGS

Primary Examiner, AU3962 Examiner, Art Unit 3992
Z68E Ny-345 NEO

JHVYHNIFH T HHYW
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Equivaleni of Form PTO/SAO8A (04-07)
Approved fof use through D9/302007. OME 05510031
U5, Patert and Tradomark OTice; U.S, DEPARTMENT OF COMVERCE

Lnider the Paperwon. Reduction Act of 1635, no 200 required o reszond ba # collaction o intormaten uniess [ confans & vaild OMB conbol nusmber
Substitute {of form 1449/PTO Complete if Known =
{to be )
Control Number 70{0” S$76 (Reex tion of LLS. Patent No.
INFORMATION DISCLOSURE 6,03%,652; Meued: March 7, 2000)
STATEMENT BY APPLICANT [ Filing Dae horewith) AT 1D <07
(Use as many sheets as necessany) Inventors FREIBERGER et of.
Art Unit robemsgmed 3552
Examiner Nume Frorbenssigedy 0. Hughes
Sheet [ 1} of | 1 Attorney Docket Number 2088 002REX0
i - U.5. PATENT DOCUMENTS
Examiner | Cate Docureent Nomber Pubiication Date Name of Patentee of Pages, Columns, Lincs,
Inttials” Ne! MMADYYYY Applicant of Cited Document Whese Relevant Passages
Mumber-Kind Code? = or Relevant Figurcs Ap};nar
) RS 5,748,190 05/05/1998 Kjorsvik
Us2 5,781,894 07/14/1998 Petrecca ef al.
183 5,913,040 06/15/1599 Rakavy el ul.
US4 5,740,549 04/14/1998 Reilly a1 al,
Uss 5,796,945 OB/18/1998 Tarabella
LISG
LUIN7
LS8
LS9
US10
LSt
L'S12
si3
USid
Usis
i Usi6
{ US17
[IS1K
Lis19
11520
FOREICN PATENT DOCUMENTS
Examiner | e Forelgn Patent Document Publication Date Name of Paterdec or Pages, Columns,
Initiais” No.! MMDDAYYYY Applicant of Chied Document Lines, Where
Countey Code" Number Kind Codo® (i knowa) Relevent Passages or
Relevant Figures
-8 Appear T
FIl
) b
FF3 .
F1d
- Frs
FPo
re
FPa
{ FF9
1315917 1 DOC
Examincer Date
Signature Considered

*EXAMINER. lotial i refgrence cons.dered, whather or nol ¢itabon is in conformance with MPEP 608, Draw ling through citation il not In canformance snd
not considered, Inchude copy of this Torm with next carmmunication to applicant, *Applicant's unique citation designation numbar (optonal). ? See Kinds Codes
af USPTO Patent Docurments at www. uspto.gov or MPEP §01.04, * Enter Office thal issuad the document, by the two-letter code (WIPQ Standsro 8T.3). ©
For Japanese palent decuments, the indication of thy year of the reign of the Emperor must precede the sedal nurmber of the paient document, * Kind of
document by tha appropriate symbols 33 Indicated on the document under WIPQ Standard 57.15 if pessible ® Applicant is to place a check mark here if
Engiish fanguage Translation is attached

This collection of infanmalion ts required by 37 CFR 1.87 and 1.98. The Information Is required 1o obtain or retain 8 benelit by the public which is to filg {and
by the UEPTO to procesy) an apphication. Confidentiality is govermned by 35 U.5.C. 122 and 37 CFR 1.34. This collaction is estimated 1o taks 2 hours 10
compiete, including gathenng, preparing, and submitling the compleled application form to the USPTO. Time will vary dapending upon the individual case
Ay comments on the amount of time you require ta complets this form andior suggestions for reduging this burden, should be senl to the Chiel information
Othger, U.S. Patent and Trademerk Office, P.O. Box 1430, Alexendria, VA 22313-1460. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commisgioner for Patonts, P.O. Box 1450, Alexandria, VA 22313-1450.

ALL'REFERENGCESGENSIPERETEXCEPT-WHERE LI MROUGH. /D.H./
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Equivalent of Form PTO/SB/OSR (09-05)

Approved for use thraugh 03/31/2007. OMB £651-0031

1.5, Patent and Trademark Office, U.5. DEPARTMENT OF COMMERCE

nder the Paperwark eduction Act of 1993, 00 persons are required to respond to a collection of 1nformanion unless it eantains 8 valid OMB control number

Substisute for form 149PTO Complete if Known
{to be assigned)
C | Numb o (gt U.S. Patent No.

FIRST SUPPLEMENTAL ) b ot 9 | e L aL b o)
INFORMATION DISCLOSURE Filing Dty Ceremichy, Mar. 16, 2ZU0II
STATEMENT BY APPLICANT Inventors FREIBERGER ef al.

{Lise as many sheets as necessary) Art Unit fterbererveedy— 3302

Examiner Namio W L. Hughes
Sheet {1 Jof | 1 Attarney Docket Number 2988 002REXD
NON PATENT LITERATURE DOCUMENTS
Examiner | Cie Include name of the suthor {in CAPITAL LETTERS), title of the article (when appropriate), title of
Inttials* No.! the item (hook, magazine, journal, serial, symposium, catalog, etc.), date, page(s), velume-issuc T
number{s), publisher, city and/or countey where published

NPL1 Roberts, Jason, “Dircetor Demystified,” Peachpit Press, 1995,

NPL2

NPL3

NP4

NPLS

NPL6

NPL7

NPLE

NPLY

NPL1O

1338930_1.00C

Examiner ) ) Date
Signature [Deandra Hughes/ {05/06/2011) Considered

EXAMINER. lmal | raference cansidered, whather or not cilation i in conformance with MPEP G0B. Draw line through ¢labion if nct in centormance and
nol considered, Includa copy of this form with naxt eommuncation v applicant,

* Applicant's unique cilation designalion number (cptional). * Appicant i3 1o piace a check mark hee ¥ English language Translation is attached

This coliaction of information is required by 37 CFR 1.88. The Informiation i reguired 0 obtaln o retaln & benefll by the public which is to file (end oy the
USPTO {o process) an application. Confidentiality ls govemned by 35 US.C. 122 snd 37 CFR 1.14. This collection is estimaled tc take 2 howrs (o complete,
inzluging gathenng, preparing, and submitting the comploted application form to the USPTO. Time will vary depending upon the indhidual casa. Any
comments on the amount of tme you require to complete this form andfor suggestions for reducing this burden, shouid be sent kb the Chief Information
Qffcar, U5, Patent and Trademark Dfce, P.O. Box 1480, Alexandriz, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS

ook i RS ERENO S OB ER QR et B LINED THROUGH. /D H./
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Reexamination

AN

B

Application/Control No. Applicant(s)/Patent Under |
Reexamination
30011578 6034652 e e o)
Certificate Date Certificate Number
It I _

Requester Correspondence Address:

[[] Patent Owner

0<  Third Party

1100 NEW YORK AVENUE, N.W.
WASHINGTON, DC 20005

STERNE KESSLER, GOLDSTEIN & FOX P.L.L.C

U.S Patent and Trademark Office

LITIGATION REVIEW [X] DMH 05/14/2011
— - b texaminerintials) (date) R

Y— . Case Name ) Director initials .
Interval Licensing v. AOL (OPEN) 2:10cv1385 [MM'“ O["/V J (Z
. I 1 R T e el o

|
COPENDING OFFICE PROCEEDINGS
TYPE OF PROCEEDING NUMBER

DOC. CODE RXFILJKT



